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THE DOCTRINE OF SEPARATION 
OF POWERS AND FEDERAL 
IMMUNITY STATUTES t 


ROBERT G. DIXON, JR.* 


The first part of this article, published in the April 
issue, briefly summarized the history of congressional at- 
tempts to draft immunity statutes which will satisfy the 
requirements of the Fifth Amendment without at the 
same time giving the witness excessive protection and 
thus constituting a “gratuity to crime.” The new im- 
munity statute, enacted August, 1954, and designed to 
authorize immunity in congressional investigations and 
in federal grand jury and court proceedings, reflects a 
continued desire to define immunity narrowly. Previous 
federal immunity statutes had vested the discretion of 
deciding when to use and when not to use the immunity 
power in the agency making the investigation. The novel 
feature of the new statute is that the immunity which it 
authorizes in connection with congressional investigations 
and federal grand jury and court proceedings may be 
granted only under order of a United States District 
Court. 

Placing such power in the federal courts is of doubtful 


+ Part I of this article appears at 23 Geo. WasuH. L. Rev. 501 (1955). 

* Assistant Professor of Government and Politics, University of Maryland; 
A.B., Syracuse University; Ph.D., 1947, Maxwell Graduate School, Syracuse 
University; Ford Foundation Faculty Fellowship, Stanford Law School 1951- 
1952. 
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validity under the doctrine of separation of powers which 
flows from Article III of the constitution. Two aspects 
of the separation of powers issue were discussed in Part 
I, viz., the requirement of judicial finality and the “case 
and controversy” requirement. The second part continues 
the discussion of the separation of powers problem and 
includes certain other issues posed by the new statute. 
The full text of the statute was printed as an Appendix 
to Part I. 


Nonreview of Propriety of Policy Decisions; Nonper- 
formance of Nonjudicial Functions 


Questions of finality, form, timing, and ripeness dom- 
inate the cases discussed in preceding sections. There re- 
main a number of cases dealing with the substantive func- 
tions which courts wil] perform despite their seeming 
nonconformity to the judicial function and functions 
which the courts will not accept because they are too dis- 
cretionary or too “nonjudicial.” Of course, insofar as 
decisions which seem superficially to turn on questions of 
form or finality are based really on substantive values, 
this section clearly overlaps the preceding ones. A prin- 
cipal criterion for decision in the cases grouped under 
this heading appears to be “breadth of discretion” and 
impact of that discretion on the judiciary’s quest—per- 
haps a fruitless quest—for a nonpolitical role. This head- 
ing is especially applicable to the question of the constitu- 
tionality of the new immunity statute. 

Policy (Quasi-legislative) Decisions. The key word 
in the first half of the above caption is “propriety.” 
Courts do review policy decisions unavoidably in most 
of the cases raising questions of public law. But the re- 
view, at least in juristic theory, is to ascertain whether the 
policy decision is valid, not whether it is “sound” or 


“wise.” 111 


111 This heading of nonreview of propriety of policy decisions is often con- 
fused with the heading “judicial finality,” supra. Violation of the requirement 
of judicial finality occurs when a court is subordinated to review by a body 
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May the courts accept responsibility for determing pub- 
lic utility rates and the valuation schedules on which rate- 
making depends, or for determining whether the “public 
convenience, interest or necessity” in a given wave length 
would be better served by a foreign language station or a 
conventional station, or for determining the layout, qual- 
ity, and construction details of street railways, or for ap- 
proving new issues of public utility stock? In the federal 
“constitutional” courts, and in those states where the state 
constitution imposes a similar separation of powers, the 
answer is clearly negative. Such functions are quasi- 
legislative.“* Among the leading cases are Keller v. Po- 
tomac Electric Power Co.,** Federal Radio Commission 
v. General Electric Co.,"* Federal Radio Commission v. 
Nelson Bros. Bond & Mortgage Co.” 

The Keller case concerned administrative rate fixing 
under a statute which directed the Supreme Court for the 
District of Columbia to “instruct” the utility commission 
on elements to be considered in working out a valuation.”* 
The Supreme Court denied review in a rate case arising 
under this statute because under it the District of Colum- 
bia court exercised the policy power of selecting from 
among several potentially legal valuation schemes. There- 


other than a court. Violation of the doctrine of nonreview of propriety of policy 
decisions occurs whenever there is an attempt to give a court a power to review 
and modify policy decisions on policy grounds as well as on legal grounds. A 
“finality” aspect is present in the latter situation only in the sense that the policy 
decision of the initial body is not final on the policy issue and reviewable only 
on such legal issues as reasonableness, exceeding bounds of delegation, pro- 
— fairness, and so forth, but rather is subject to revision on policy grounds 
as we 

112 There is a profound difference, familiar to all students of jurisprudence, 
between, on the one hand, judicial “law-making” through the traditional case 
by case method of resolving specific controversies on the frontiers of settled 
law, and, on the other hand, direct “legislation” in the juristic sense of laying 
down a rule for the future as a matter of free choice in advance of controversy. 
See Carpozo, NATURE OF THE JuDICIAL Process (1921), and THe GrowTH OF 
THE Law (1924); Paton, A TEXTBOOK OF JURISPRUDENCE (1946); CarRNS, 
LEGAL PHILOSOPHY FROM PLaTo TO HeEceEt, (1949) ; SNypDER, PREFACE To JuRIS- 
PRUDENCE (1954). 

113 261 U.S. 428 (1923). 

114 281 U.S. 464 (1930). 

115 289 U.S. 266 (1933). 


116 37 Stat. 938, 974 (1913); 261 U.S. 428, 438 n. (1923). 
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fore, there was no lower “judicial” decision to which ap- 
pellate jurisdiction could attach.’ 

A similar vice in the Radio Act of 1927 was held, in 
the General Electric case, to prevent review by the United 
States Supreme Court of the action of the Court of Ap- 
peals for the District of Columbia. The statute author- 
ized the Commission to grant licenses and renewals 
“where public convenience, interest or necessity will be 
served thereby.” ** The Commission’s decision could be 
taken to the Court of Appeals which was to “hear, review 
and determine the appeal upon said record and evidence, 
and may alter or revise the decision appealed from and 
enter such judgment as to it may seem just.” *° (Emphasis 
added.) Thus, under this statutory scheme the Court of 
Appeals could make an independent determination of 
“public convenience, interest or necessity.” In a loosely 
worded opinion the Supreme Court said that the Commis- 
sion’s work was “administrative” and the effect of the Act 
was to make the Court of Appeals “a superior and revis- 


ing agency in the same field.” *”° Congress subsequently 
revised the statute to meet the Court’s objections.” In 
the Nelson Bros. case the Supreme Court approved the 


117 Jd. at 444. An apparent “sport” in this field is Canada Southern R. Co. 
v. International Bridge Co., 8 Fed. 190 (N.D.N.Y. 1881). The court approved 
a congressional statute which conferred upon a federal court authority to fix 
the amount of toll chargeable by a bridge company for use of a bridge con- 
structed over navigable waters of the United States by authority of the legis- 
latures of Canada and New York. The court sustained the act by inappropri- 
ate analogy to equity powers of courts: “It is no less the exercise of judicial 
functions to prescribe a rule of future conduct, or protect the existence of a 
right in the future, than it is to determine whether the right has been invaded 
in the past. It is one of the prominent offices of courts of equity to do this.” 
Id. at 193. (Emphasis added.) Of course, it is incorrect to speak of having 
a “right” in a particular rate. There is only a “right” not to be subjected to 
an unreasonable rate. The foreign relations aspect of the case was largely 
ignored by the court. 

118 44 Stat. 1162 (1927), as amended, 45 Stat. 373 (1928) and 45 Star. 1559 
(1929) ; 281 U.S. 464, 466-467 (1930). 

119 281 U.S. 464, 467 (1930). 

120 [bid. The company was challenging the Commission’s action in making 
a pronounced reduction in the permitted hours of service in the granting of a 
renewal license for a radio station. 

121 The key clause read as follows: “Provided, however, that the review by 
the court [Court of Appeals] shall be limited to questions of law and that 
findings of fact by the commission, if supported by substantial evidence, shall 
be conclusive unless it shall clearly appear that the findings of the commission 
are arbitrary or capricious. . . .” 46 Stat. 844, 845 (1930). 
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new statute, extended its appellate jurisdiction to the 
Court of Appeals, and carefully distinguished proper 
from improper scope of judicial review of administrative 
action.” 

Earlier, at the state level, the same view had been enun- 
ciated with forthrightness and precision in a Connecticut 
decision, Norwalk Street Railway Company’s Appeal.” 
The statute which this case nullified as being in conflict 
with the separation of powers principle authorized ap- 
peal to court from action of city authorities in approving 
or denying plans for construction of street railways. The 
proceeding was to be formal with adversity of parties, 
definite subject matter, and finality of decision. But the 
question to be reviewed was the wisdom of construction 
plans. As the court analyzed it, the statute conferred on 
the court a free discretion to approve or modify construc- 
tion plans “in respect to the streets to be occupied, the lo- 
cation of the same as to grade and to the center line of 
the streets, and changes to be made in the street, the kind 
and quality of the track to be used, the motive power to 
be used, and the method of applying the same.” ** The 
state constitution forbade acceptance by courts of such 
broad power.” 


122 289 U.S. 266, 276, 277 (1933). The Court said: “. . . Whether the 
Commission applies the legislative standards validly set up, whether it acts 
within the authority conferred or goes beyond it, whether its proceedings sat- 
isfy the pertinent demands of due process . . . are appropriate questions for 
judicial decision. . . . [A]n inquiry into the facts before the Commission, in 
order to ascertain whether its findings are thus vitiated, belongs to the judicial 
province and does not trench upon, or involve the exercise of, administrative 
authority. Such an examination is not concerned with the wisdom or expedi- 
ency of the administrative action. . . . Ibid. (Emphasis added.) Here, the 
Federal Radio Commission had terminated licenses of two stations in order 
to extend the license of a station specializing in foreign language programs in 
Gary, Indiana, where the population was sixty per cent foreign born. 

See also United States vy. Duell, 172 U.S. 576 (1899); Butterworth v. Hoe, 
112 U.S. 50 (1884). 

123 69 Conn. 576, 37 Atl. 1080, rehearing denied, 38 Atl. 708 (1897). 

124 The Connecticut constitution, like the United States Constitution, pro- 
vided in a general way for separation of governmental powers, an attempt to 
incorporate a special proscription against any branch exercising the powers of 
the other two having been rejected. 37 Atl. 1080, 1089 (1897). 

125 Jd. at 1081. 

126 The court said: “One controlling consideration in deciding whether a 
particular act oversteps the limits of judicial power is the necessary incon- 
sistency of such acts with the independence of the judicial department, and the 
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This state case was cited and followed with approval 
in In re MacFarland,™ nullifying a congressional statute 
which sought to confer upon the judiciary responsibility 
for scrutinizing proposed expansions of public utilities 
in connection with stock issues.’ 

The preceding five cases illustrate the proposition that 
courts which are possessed solely of “judicial power” will 
neither make, nor review on the merits, quasi-legislative 
determinations. In all of the above cases except the Mac- 
Farland case the jurisdiction at issue was jurisdiction to 
review and modify a policy decision already made by 
others, 1.e., by administrative bodies or legislative courts. 
In the MacFarland case and under the new immunity 
statute the issue is whether the judiciary can initiate a 
policy decision as part of their original jurisdiction. 
Logic and the MacFarland case indicate that the distinc- 
tion is immaterial. The same principles respecting lim- 
its of the judicial power apply in both instances. 

The Keller case and the General Electric case illustrate 
the further principle that power which Congress is for- 
bidden to confer on general federal constitutional courts 
may sometimes be conferred upon the hybrid courts of 
the District of Columbia. In these two cases the success- 
ful attack was not on vesting the power to make policy 
decisions in the District of Columbia courts, but on the 
attempt to have a constitutional court, the Supreme 


preservation of its sphere of action distinct from that of the legislative and 
executive departments. . . 

The meaning of the ‘act of 1893 . . . is uncertain in several particulars ; 
but there can be no doubt that it confers on municipal authorities [and by ap- 
peal the judiciary], in addition to certain executive powers, the power of estab- 
lishing regulations and conditions which shall control all the street railways. 

There can be no doubt that making such regulations is essentially and 
distinctively a legislative function.” Jd. at 1086, 1087. 

127 30 App. D.C. 365 (1908), appeal dismissed sub nom. Washington Gas 
Light Co. v. MacFarland, 215 U.S. 614 (1909). 

128 29 Start. 252 (1896). In arriving at this decision on separation of powers 
grounds the reviewing court treated the Supreme Court of the District of Colum- 
bia upon which Congress sought to confer the regulatory power, as an inferior 
court under Article III, §1 of the Constitution. Although of doubtful validity 
on this point now, the case should still be good authority on the separation of 
powers issue because the new immunity statute clearly includes those district 
courts that are “constitutional,” as already noted. 








IMMUNITY AND SEPARATION OF POWERS 633 


Court, participate in the policy power via its appellate 
jurisdiction. The new immunity statute, however, as en- 
acted and interpreted,’ does not confine the immunity 
power to the District Court for the District of Columbia 
but extends it to all district courts; and the first case to 
invoke it was in the District Court for the Southern Dis- 
trict of New York.” 


Other Discretionary Functions. The preceding sub- 
heading illustrates the principle that the legislature can- 
not expand the judicial power by placing on the judiciary 
responsibility for making prospectively operative policy 
decisions in discretionary fields normally handled by the 
legislature or the executive. The other side of the coin 
is that in a number of special fields, none of which how- 
ever is analagous to granting immunity, the courts have 
been willing to accept and exercise discretionary power. 

Courts exercise discretion in such familiar fields as 
bankruptcy and divorce settlement, condemnation pro- 
ceedings,” criminal sentencing and probation*® and pre- 
scription of rules of court procedure™* to mention only 
a few. Nor is any impropriety seen in enforcement of 
private arbitration awards,” judicial punishment for con- 
tempt of Congress under the misdemeanor statute of 
1857,**° or rendering assistance to the executive branch in 
enforcement of summons and subpoenas and issuance of 
search warrants.” In these last named functions—con- 
tempt punishment, subpoena enforcement, and the issu- 

12968 Srart. 745, 18 U.S.C.A. § 3486 (Supp. 1954). See introduction, supra. 

130 Jy re Ullmann, 128 F. Supp. 617 (S.D.N.Y. 1955). 

131 Bankruptcy: In re N.Y., N.H. & H.R. Co., 16 F. Supp. 504 (D. Conn. 
1936); In re Burgh, 7 F. Supp. 184 (N.D. Ill. 1933). Divorce: Allen v. 
Allen, 73 Conn. 54, 46 Atl. 242 (1900). 

132 Des Moines Water Co. v. City of Des Moines, 206 Fed. 657 (8th Cir. 
1913). 

133 Ross v. United States, 37 F.2d 557 (4th Cir.), cert. denied, 281 U.S. 767 
(1930); Riggs v. United States, 14 F.2d 5 (4th Cir.), cert. denied, 273 U.S. 
719 (1926). 

134 Wayman v. Southard, 10 Wheat. 1 (U.S. 1825); Bank of United States 
v. Halstead, 10 Wheat. 51 (U.S. 1825). 

185 Arbitration Act, 43 Stat. 883 (1925), as amended, 9 U.S.C. §§ 1-14 
(1952). : 


136 Jy re Chapman, 166 U.S. 661 (1897). 
137 See subsections, supra, on subpoenas and warrants. 
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ance of search warrants—the judiciary does serve as a 
support or “backstop” for the two political branches of 
the government. But, as already noted,’ the judicial role 
is to apply reasonably clear, objective standards. Like- 
wise, federal constitutional courts may exercise appointive 
powers within the sphere of the judicial department” 
and perform a number of petty formalistic duties which 
are of service to the government although they have little 
or no bearing upon litigation.*”° 

The approved special functions which are most nearly 
analagous to the new power of granting immunity are in 
the fields of probation and discretionary sentencing. Fed- 
eral courts may lack inherent power to suspend sen- 
tences but under statutory delegation may exercise dis- 


cretion in fixing sentences within boundaries specified 
by the legislature,” or may suspend sentence and place 
the convicted person on probation in lieu of punish- 
In discretionary sentencing the statute normally 


ment.*** 


138 bid. 

189 The Supreme Court appoints a clerk, marshal, reporter, a, and 
the individual justices appoint law clerks and secretaries. 28 U.S.C. §§671- 
675 (1952). The Courts of Appeals appoint clerks, librarians, criers, messen- 
gers, and the judges may appoint law clerks and secretaries. 28 U.S. C. §§ 711- 
713 (1952).. The District Courts may appoint clerks, reporters, receivers of 

property, criers, and the judges may appoint law clerks and secretaries. 28 
U. ¢ C. §§ 751-756 (1952). In addition the District Courts may appoint United 
States attorneys and marshals in event of vacancy, 28 U.S.C. §§ 506, 545 (1952), 
may appoint as many United States commissioners as deemed advisable, 
tins} .C. §631 (1952), and may appoint prize commissioners, 34 U.S.C. § 1137 

140 District Courts receive certificates of electoral votes, 3 U. as C. $11 . 

District judges deliver patriotic addresses to new citizens, 
(1952), and approve bonds of United States marshals, 28 U. S. e § 544 1952), 
Federal judges generally may administer oaths and take acknowledgements, 
28 U.S.C. §459 (1952), and may rom persons to take depositions, 28 
U.S.C. § 1782 (1952), Fep. R. Crv. P. 28. 

141 Ex parte United States, 242 U.S. 27 (1916). 

142 F.g., 45 Stat. 1446 (1929); Ross v. United States, 37 F.2d 557 (4th ). 
cert. denied, 281 U.S. 767 (1930) ; McElvogue v. United States, 40 F.2d 88 
(8th Cir.), cert. denied, 282 U.S. 845 (1930) ; Doerning v. United States, rt 
F.2d 44 (6th Cir. 1931); Husty v. United States, 282 U.S. 694 (1931). In the 
last named case the Supreme aoe enforced the statute, but the constitution- 
ality issue was not squarely raised 

143 Probation Act of 1925, 43 Stat. 1259 (1925), 18 U.S.C. § 3651 a. 
Riggs v. United States, 14 F.2d 5 (4th Cir. 1926); Nix v. James, 7 F.2d 5 
(9th Cir. 1925). The Act provides that the courts ‘of the United States ies 
it shall appear to the satisfaction of the court that the ends of justice and the 
best interests of the public, as well as the defendant, will be subserved thereby, 
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fixes the minimum and maximum allowable penalty and 
may include guides for the court in fixing actual punish- 
ment in particular cases. For example, when Congress 
increased the allowable range of penalties for violation 
of the National Prohibition Act it said that the court 
“should discriminate between casual or slight violations 
and habitual sales of intoxicating liquor or attempts to 
commercialize violations of the law.” *** In probation, 
however, judicial discretion is virtually unlimited as the 
court noted in Riggs v. United States: 

. . The purpose of the [Probation] act was to give to the 
federal District Courts a free hand in humanely dealing with 
criminal classes which come before them, and much discretion, 
of course, should be allowed, having regard to the offense 
charged, and the character of the particular offenders, keeping 
always in view their previous conduct, their afflictions, their 
age . . . and, indeed, anything that would tend to throw light 
on their behavior and the motives and intent with which they 
acted.**® 

Judicial discretion concerning the nature of the judg- 
ment to be issued at the end of criminal prosecution is 
sanctified by tradition and has its parallel on the civil side 
in flexible decrees in equity.*** Litigation must end in 
judgments and if considerations of public policy dictate 
that the judgment be tailored somewhat to the individual 
defendant, it is difficult to see where the discretion could 
be vested but in the judge. Indeed, undue tampering 
with judicial discretion in these matters may itself be un- 
lawful interference with “judicial power.” *’ Further, 
the discretion is exercised only at the end of a trial with 
all facts before the court, and the judgment affects only 
the individual defendant. By contrast, the grant of im- 
shall have power, after conviction or after a plea of guilty or nolo contendere 
for any crime or offense not punishable by death or life imprisonment, to sus- 
pend the imposition or execution of sentence and to place the defendant upon 
poor oe ool for such period and upon such terms and conditions as they may 
deem best.” 

14445 Stat. 1446 (1929). 

14514 F.2d 5, 9 (4th Cir. 1926). 

146 Georgia v. Tennessee Copper So. 206 U.S. 230 (1907); Same, 237 U.S. 
474 (1915); Same, 240 U.S. 650 (19 


147 State v. Garnetto, 75 R.I. 86, 63 yx 2d 777 (1949); Note, 59 Yate L. J. 
164-166 (1949), 
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munity turns on considerations not before the judge, and 
which probably should not be before the judge, and af- 
fects law enforcement plans and third parties. 


Independence and Impartiality of Judges 


Preservation of the judicial function in its constitu- 
tional purity requires not only that courts confine their 
attention to “cases” and “controversies” but also that 
courts and judges avoid conduct which may embroil them 
in partisanship and thus jeopardize the appearance of 
impartiality which is a vital component of their real 
authority. To this end a number of statutory provisions 
forbid federal judges to practice law, to sit in any case 
in which they have an improper interest or relationship,” 
or to be appointed receiver in bankruptcy;*” likewise, 
relatives of judges are ineligible for appointment as court 
officers or as referees in bankruptcy.” 

Apart from statutory limitations on judicial activities, 
both judges and commentators have advocated that the 
judiciary, like Caesar’s wife, must remain above suspi- 
cion. The practice of borrowing men from the bench to 
handle temporary. executive assignments has historical 
roots in the beginning of our system. In the 1790’s Chief 
Justices Jay and Ellsworth were formally nominated to 
diplomatic posts, confirmed by the Senate, sent to Europe 
for treaty negotiation, but retained their chief justiceships 
during absences of more than a year.” John Marshall 
served as Secretary of State for a month after taking the 
oath of office as Chief Justice.** Justice Bradley served 


148 36 Strat. 1090 (1911), 28 U.S.C. § 454 (1952). 
149 36 Srat. 1090 (1911), 28 U.S.C. § 455 (1952). 
15029 Strat. 184 (1896), 28 U.S.C. § 958 (1952). 


15124 Srat. 555 (1887), 28 U.S.C. § 458 (1952); 50 Strat. 810 (1937), 18 
U.S.C. § 1910 (1952). 

152 VANDERBILT, THE DocTRINE OF THE SEPARATION OF POWERS AND ITs 
PrESENT-Day SIGNIFICANCE 119-120 (1953); 1 WarrEN, THE SUPREME CouRT 
IN Unitep States History 119-120, 156 (rev. ed. 1935). 


153 1] WARREN, op. cit. supra note 152, at 184-185, 200-201, 201 n.1. 
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on the 1876 electoral commission,** and during World 
War II eleven judges held special executive posts.** 

But Jefferson, Madison, and Pinckney decried such 
practices.** And Justice Cardozo, when Chief Judge of 
the New York Court of Appeals, declined appointment to 
the Permanent Court of Arbitration at The Hague as 
being inconsistent, though not legally forbidden, with his 
position and responsibilities in New York, saying: 

After many inward struggles I have come to the conclusion that 
a Judge of the Court of Appeals best serves the people of the 
State by refusing to assume an obligation that in indeterminate, 
if improbable, contingencies might take precedence of the obliga- 
tions attached to his judicial office.*** 
Chief Justice Stone declined the chairmanship of the 
Atomic Energy Commission and membership on the 
United States Ballot Commission.” Judge Thomas F. 
Murphy, on advice of colleagues, declined President Tru- 
man’s invitation to conduct an investigation of corruption 
in the federal executive branch.** And Justice Jackson, 
despite his service as prosecutor at the war crime trials at 
Nuremberg, held the personal view “that members of the 
Supreme Court should be made ineligible to hold any 
other office or appointment under the government of the 
United States, so far as such designation will be for the 
performance of duties which are administrative or non- 
judicial in character or which involve the laws or domes- 
tic affairs of the United States or the performance of duty 
by other public officers.” *” 

The Senate Judiciary Committee which made a study 
of the practice of assigning judges to special executive 
functions expressed views in accord with those of Justices 


154 VANDERBILT, op. cit. supra note 152, at 120. 

155 Sen. Exec. Rep. No. 7, 80th Cong., Ist Sess. (1947), reprinted in 33 
A.B.A.J. 792 (1947). 

156 WARREN, op. cit. supra note 152, at 167. 

157 VANDERBILT, op. cit. supra note 152, at 118 n.63; FRANKFURTER AND Da- 
vIsON, CASES AND MATERIALS ON ADMINISTRATIVE Law, 326-327 (2d ed. 1935), 
quoting letter of Chief Judge Cardozo to Secretary of State Hughes, N.Y. 
Times, Sept. 13, 1927, p. 7. 

158 VANDERBILT, op. cit. supra note 152, at 117. 

159 Jd. at 119. 

160 [bid.; 32 A.B.A.J. 862-863 (1946). 
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Cardozo, Stone, and Jackson; and of Jefferson, Madison, 
and Pinckney in an earlier day.“ The road from the 
bench to political office or preferment and back to the 
bench, perhaps with promotion as a reward, is fraught 
with danger. Instead of recommending new legislation, 
however, the committee asserted that the remedy lies “in 
the first instance, in the good sense and discretion of the 
Chief Executive.” *” 

The reason, of course, for this utilization of the judi- 
Ciary is to place in respected, trusted, and impartial hands 
the discharge of vital functions felt to be too delicate for 
the political branches. That the judiciary possesses—or 
is generally thought to possess—the desired virtues is a 
major tribute to its status in American society. This is 
especially significant when one bears in mind the impor- 
tant policy—or in a broad sense, political—role which the 
American judiciary exercises through the function of ju- 
dicial review.** And yet these virtues which induce the 


special assignments were built up precisely because the 


judiciary generally does not handle naked political as- 
signments undraped in the robes of “case” and “contro- 
versy;” and these virtues cannot survive a too generous 
intermixture of the political with the judicial in the work- 
day of the judge. 

Although it would be an overstatement to say that the 
tradition of judicial impartiality cannot survive the func- 
tion of granting immunity in subversive activity investi- 
gations, it is certain that the new power is one further bur- 
den on that tradition. The grant of immunity has the 
aura of making a deal with a criminal, or at least a poten- 
tial criminal defendant. If there is a gang, which one 
shall be selected as the compulsory recipient of grace? 
Could the judge who ordered the testimony and author- 
ized immunity sit in a subsequent case arising out of the 

161 Sen. Exec. Rep. No. 7, 80th Cong., Ist Sess. 2, 6-7 (1947), as reprinted 
in 33 A.B.A.J. 792, 793, 795 (1947). 


162 See Sen. REP. supra note 161, at 7; 33 A.B.A.J. 795 (1947). 
163 VANDERBILT, op. cit. supra note 152, at 113-116. 
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testimony? Would his previous contact with the situa- 
tion, which would probably involve talking over investi- 
gative strategy with the prosecutor, lead him to prejudge 
the matter? These and similar questions manifest the 


inroad upon traditional judicial impartiality which the 
immunity statute requires. 


Rejection of Political Questions 


The doctrine of “political questions” obviously over- 
laps some material discussed above but at its core is tech- 
nically distinct. The doctrine virtually defies precise 
definition so that most analyses of it are reduced to at- 
tempted classification of cases in which it has played a 
part.“ It is resorted to by courts when they seek to avoid 
the onus of decision on an issue which is properly pre- 
sented to them but which is felt to be substantively inap- 
propriate for judicial treatment. The trouble lies not in 
the cause of action, or the “case” or “controversy,” but 
in the issue itself. If the issue which is felt to be a “polit- 
ical question” is the central issue in the case, resort to the 
doctrine may lead to outright dismissal of the suit.°° If 
the “political question” is only one of the issues, the courts 
may adopt the view of that question which is held by the 
political branches—where that is known or can be de- 
duced—and decide the remaining issues in the light of 
the executive or legislative determination of the political 
question.*”° 

The intriguing aspect of the doctrine of political ques- 
tions is the criterion which courts use in identifying po- 


164 Post, THE SuprEME Court AND Po iticaL Questions (1936); Field, 
The Doctrine of Political Questions in the Federal Courts, 8 Minn. L. REv. 
485 (1924); Finkelstein, Judicial Self-Limitation, 37 Harv. L. Rev. 338 
(1924) ; Weston, Political Questions, 38 Harv. L. Rev. 296 (1925). Finkel- 
stein at 344 says that the category of “political questions” applies “to all those 
matters of which the court, at a given time, will be of the opinion that it is 
impolitic or inexpedient to take jurisdicion.” Field at 485-486 cautions that 
“such utility as the study [of political questions] may have will consist, how- 
ever, in the classification of cases, because conclusions and explanations are 
often colored to some extent by the viewpoint of the student.” 

165 Fergus v. Marks, 321 Ill. 510, 152 N.E. 557 (1926); Colegrove v. Green, 
328 U.S. 549 (1946); Cook v. Fortson, 329 U.S. 675 (1946). 

166] yther v. Borden, 7 How. 1 (U.S. 1848); Odctjen v. Central Leather 
Co., 246 U.S. 297 (1918). 
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litical questions. In some cases the silent major premise 
appears to be the courts’ fear that even if they did decide 
the question they would lack enforcement power.” In 
others courts stress the absence of legal principles bearing 
on the question, any one of several possible alternatives 
being equally “right.” *°** More typically, the question is 
one which involves the internal operation of a co-ordinate 
branch of the government’ or matters of high state pol- 
icy dealing with international or interstate relations, or 
domestic crises.*” 

Because judicial grant of immunity under the new 
statute, as discussed above, is not a “case,” lacking legal 
issues and perhaps adversity too, and because the doctrine 
of political questions typically deals with matters which 
are properly presented to courts, the doctrine may be 
inapplicable to the new statute. However, the spirit of 
the doctrine is directly applicable, for on the question of 
whether to grant immunity there are no “criteria for judi- 
cial determination” ** and the matter is one of the most 
delicate in the whole field of criminal law enforcement. 


OTHER LEGAL ISSUES UNDER THE NEW STATUTE 


Possible Distinction Between “Congressional” and 
“Grand Jury-Court” Sections of New Immunity Statute 


The constitutional issue of separation of powers was 
avoided in the first test of the new immunity statute, In re 
Ullmann.*” The case arose when William Ludwig UII- 
mann refused to answer certain questions in November, 


167 Fergus v. Marks, 321 Ill. 510, 152 N.E. 557 (1926). 

168 Coleman v. Miller, 307 U.S. 433, 453 (1939) where, on the question of 
how long a proposed federal amendment remained before the states, Congress 
having been silent, the Court said: “Where are to be found the criteria for 
such a judicial determination?”; Dillon v. Gloss, 256 U.S. 368 (1921). 

169 Kelley v. Marron, 21 N.M. 239, 153 P. 262 (1915). 

170 Oetjen v. Central Leather Co., 246 U.S. 297 (1918); Kentucky v. Denni- 
son, 24 How. 66 (U.S. 1861); Cherokee Nation v. Georgia, 5 Pet. 1 (U.S. 
1831). 

171 Coleman vy. Miller, 307 U.S. 433, 453 (1939), supra note 168. 

172 {28 F. Supp. 617 (S.D.N.Y. 1955), aff'd sub nom. United States v. Ull- 
mann, 23 U.S.L. Weex 2517 (2d Cir. April 4, 1955). Letter from Ullmann’s 
counsel to the author indicated that petition for certiorari would be filed. For 
full text of the statute, see Appendix to Part I of this article in 23 Geo. Wasu. 
L. Rev. 501 (1955). 
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1954, before a federal grand jury in New York city in- 
vestigating alleged wartime espionage by Communist 
“spy rings.” Ullmann had been interrogated previously 
by four congressional committees and two other federal 
grand juries.“ Questions which Ullmann refused to 
answer before the grand jury on November 3, 1954, in- 
cluded questions seeking to elicit whether or not he had 
knowledge of alleged espionage activities between 1941- 
1945 of Elizabeth Bentley, Nathan Gregory Silvermaster, 
Helen Silvermaster, Abraham George Silverman, Harry 
Dexter White, Lauchlin Currie, Irving Kaplan, and 
Harold Glasser.*** Ullmann, except for his Army service, 
was employed in the government from 1935 until his 
resignation in 1947, first in the National Industrial Re- 
covery Administration, then with the Farm Security Ad- 
ministration, and finally with the Treasury Department 
as an economic analyst. From 1938 until after his resig- 
nation, he resided with the Silvermasters.*” 

Acting under the new statute, the United States At- 
torney petitioned the District Court for the Southern Dis- 
trict of New York for an order compelling testimony. 
The defendant raised several constitutional objections, 
including the argument that the new immunity statute 
was unconstitutional because it attempted to confer upon 
district courts the nonjudicial function of deciding when 
to grant immunity. District Judge Weinfeld granted the 
request for an order compelling testimony and disposed 
of the separation of powers argument by making a dis- 
tinction between subsections (a)-(b) which provide for 
immunity in connection with congressional investigations 
and subsection (c) which concerns grand jury and court 
proceedings. The Court of Appeals affirmed without re- 
States v. Ullmann in the Court of Appeals: Brief for the United States, pp. 
1-3; Appellant’s (Defendant’s) Brief, pp. 1-5; Appendix to Appellant’s Brief, 
pp. 2a-6a, 9a-35a, 58a-67a. The Appendix to Appellant’s Brief prints most of 
the trial documents. 


174 Appendix to Appellant’s Brief, pp. 3a-6a. 
175 Id. at 13a. 
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discussion, Judge Frank, speaking for the court, stating: 
“The facts are fully stated in Judge Weinfeld’s excellent 
opinion, the reasoning and conclusions of which we 
adopt.” **° 

After an analysis of subsections (a)-(b), and their 
legislative history, Judge Weinfeld concluded that the 
“language in these sections of the act purports to vest 
discretion in the court and specifically requires its ap- 
proval of any grant of immunity.” *” Subsection (a) pro- 
vides that the order “may be issued by the United States 
District Judge,” and subsection (b) goes on to speak of 
“the approval of the United States District Court.” 
(Emphasis added.) He also implied that the separation 
of powers objection was a serious consideration.” 

Turning to subsection (c), which alone was before 
him, Judge Weinfeld managed to distinguish it and to 
reach the conclusion that it did not confer discretion on 
the judge. Therefore, it was not subject to attack on the 
separation of powers grounds which the defendant’s 


176 United States v. Ullmann, 23 U.S.L. Weex 2517 (2d Cir. April 4, 
1955). The principal interest of the short opinion of Judge Frank, and the 
two short concurring opinions of Chief Judge Clark and District Judge Galston, 
is that they openly invite the Supreme Court to reconsider the basic question 
of whether immunity statutes are constitutional. Judge Frank wrote: “The 
defendant asks us to modify this doctrine [Brown v. Walker, 161 U.S. 591 
(1896), the leading case holding an immunity statute constitutonal] in the light 
of new circumstances which have since arisen. We are not prepared to say 
that this suggestion lacks all merit . . . [but] the argument must be addressed 
not to our ears but to eighteen others in Washington, D.C.” In a footnote 
to his opinion he quoted at length from Appellant’s Brief an analysis of 
federal, state, and private disabilities which may arise even when a person 
acquires immunity. Chief Judge Clark was impressed by the defendant’s 
argument that since immunity statutes do not immunize against perjury, the 
“immunity bath” realistically viewed may open the door to perjury prosecu- 
tions. If the witness, when he is forced to speak under the immunity statute, 
denies knowledge of subversive activities, the United States may still indict 
him on a charge of perjury “supported by the oath of a renegade or paid 
informer.” For recent comments concerning the Fifth Amendment see Bartu, 
GOVERNMENT BY INVESTIGATION (1955); GriswoLp, THE FirtH AMENDMENT 
Topay (1955); Tayior, Granp INQuEsT: THE Story oF CONGRESSIONAL IN- 
VESTIGATIONS (1955). 

For an indication that the Supreme Court may continue to adhere to Brown 
v. Walker, supra, and in doctrinaire fashion at that, see Regan v. New York, 
23, U.S.L. Weex 4187 (U.S. April 25, 1955). 


177 In re Ullmann, 128 F. Supp. 617, 624 (S.D.N.Y. 1955). This analysis 
of subsections (a)-(b) was approved by counsel for the United States in the 
argument on appeal. Brief for the United States, pp. 24-25 


178 In re Ullmann, 128 F. Supp. 617, 627-628 (S.D.N.Y. 1955). 
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counsel had strenuously urged. The language quoted 
above from subsections (a)-(b) of the Act concerning 
the discretionary role of the judge does not appear in 
subsection (c) which calls for the “judgment of a United 
States Attorney [that] the testimony . . . is necessary to 
the public interest,” and “approval of the Attorney Gen- 
eral” as prerequisites for an application to the court for 
an immunity order.*” On the role of the judge, subsec- 
tion (c) provides simply that “upon order of the court 
such witness shall not be excused from testifying. .. .”**° 
(Emphasis added.) Judge Weinfeld thought this differ- 
ence in wording between the two sections of the statute 
was intentional and crucial, stating: 

. . . Thus the only approval required under section (c) is that 


of the Attorney General in support of the application of the 
United States Attorney. 

Certainly it is logical to assume that had Congress intended, 
with respect to grand jury and court proceedings, to vest the 
same discretion and power of approval in the court as in the 
instance of congressional investigations it would have used the 
very language employed in the section dealing with congressional 


committees.?*? 

Under the congressional immunity section of the Act 
the judge is to exercise full discretionary power; the de- 
cision to grant immunity is to be his discretionary de- 
cision. And it is implicit, although not pointed out in 
the opinion, that in those instances where the Congress 
sought an immunity order and the Attorney General 
opposed, the judge would serve as arbiter between the 
other two branches of the government. The report of 
the House Committee on the Judiciary supports this view 
of the congressional immunity section of the Act, for it 
was pointed out that “the court in reaching its decision 
will have the aid of the views and facts of both the con- 
gressional committee and the Attorney General.” *” 

In regard to the grand jury section of the Act the 


et Stat. 745, 18 U.S.C.A. § 3486 (Supp. 1954). 

180 [hid. 

181 Jy re Ullmann, 128 F. Supp. 617, 625 (S.D.N.Y. 1955). 

182 H.R. Rep. No. 2606, 83d Cong., 2d Sess. 8 (1954). (Emphasis added.) 





644 THE GEORGE WASHINGTON LAW REVIEW 


House Report was ambiguous, and though the section is 
susceptible of the interpretation given by Judge Wein- 
feld, such interpretation is not made mandatory by the 
language of the statute. Judge Weinfeld limited his role 
under this section to verifying four things: (1) that the 
grand jury investigation was within the field ‘of sub- 
versive activities investigations to which the new Act is 
confined; (2) that the United States Attorney had made 
the requisite judgment of “public interest”; (3) that the 
Attorney General had given “approval”; and (4) that 
no other legal objection to an immunity order existed.** 
And he concluded that this verification was “clearly a ju- 
dicial function.” ** 


The relevant portion of the House Report is as fol- 


lows, and is quoted at length to demonstrate the am- 
biguity: 


. .. The court in reaching its decision [under the Congressional 
immunity section] will have the aid of the views and facts of 
both the congressional committee and the Attorney General. 

The mere recital of these required procedures should clearly 
indicate that the possibility of “immunity bath” is definitely 
eliminated. 

In cases before a grand jury or a court, similar precaution 
exists. In such instances, if a United States attorney decides 
that in an authorized matter immunity should be granted to a 
witness who has claimed his privilege, that prosecutor, having 
adjudged such testimony to be necessary in the public interest, 
must first obtain the approval of the Attorney General for such 
grant and then apply to the court for the necessary instruction to 
the witness to testify or produce evidence. All conditions must 
be complied with before the grant of immunity can be given to 
the witness. 

In all cases where the bill authorizes a grant of immunity 
after privilege has been claimed, there are at least two other 
independent but interested parties who must concur in the grant 
of immunity in order to met the requirements of the bill.2®® 


183 Jy re Ullmann, 128 F. Supp. 617, 625 (S.D.N.Y. 1955). 

184 Jd. at 626. In reaching his conclusion that the role of the District Court 
under subsection (c) was “judicial” and that there was no intention that the 
judge should exercise discretionary power on the question of granting immunity, 
Judge Weinfeld was aided by the canon of statutory construction that “if a 
serious doubt of constitutionality is raised, it is a cardinal principle that this 
Court will first ascertain whether a construction of the statute is fairly possible 
by which the question may be avoided.” Jd. at 627, quoting from Cromwell v. 
Benson, 285 U.S. 22, 62 (1932). 

185 H.R. Rep. No. 2606, 83d Cong., 2d Sess. 8 (1954). (Emphasis added.) 
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Counsel for Ullmann stressed the last paragraph in 
the above quotation, which clearly applies to both parts 
of the new Act, and argued that by “independent parties” 
was meant the Attorney General and the court.** Judge 
Weinfeld rejected this view, saying that the phrase in 
its entirety spoke of “independent but interested parties” 
and the judge could not be an “interested” party. There- 
fore, he concluded that in regard to grand jury and court 
proceedings under subsection (c) the “independent but 
interested parties” are simply the United States Attorney 
and the Attorney General.** 

Such a construction is a grammatical merry-go-round. 
For how “independent” of the Attorney General is the 
United States Attorney? And if the court be excluded 
from the quoted phrase as applied to subsection (c), 
should it not be excluded likewise from the phrase as 
applied to subsection (b)? Who then would be the “two 
other independent but interested parties who must con- 
cur” which the House committee contemplated in a sub- 
section (b) proceeding? They could not be the Congress 
and the Attorney General, for they would often disagree, 
not concur. Neither does it make sense to suppose that 
Judge Weinfeld meant that the court could be an “inter- 
ested” party under subsection (b) because of its discre- 
tionary role, but not under subsection (c) because of its 
limited “judicial” role. For in saying that the court 
could not be an “interested” party under subsection (c) 
he gave as the reason that such would be “an utterly in- 
appropriate description of a court determining a contro- 
versy between contending parties.” *** Contending parties 
are present in a subsection (b) proceeding fully as 


186 Brief for Respondent, in the District Court, pp. 17-18. In explaining the 
new immunity bill to the House, its Manager, Congressman Keating said: 
“ . . It does provide for the granting of immunity in both proceedings before 
congressional investigatory committees and before courts or in grand jury pro- 
ceedings, but it does not leave the final determination as to the granting of 
immunity in either the hands of the investigating committee or the Attorney 
General, but rather the court... .” 100 Conc. Rec. 12603 (1954). 

187 Jw re Ullmann, 128 F. Supp. 617, 626 (S.D.N.Y. 1955). 

188 [bid. (Emphasis added.) 
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much as in a subsection (c) proceeding, and perhaps 
more so. If we assume that the witness will always object 
to being immunized (a doubtful assumption for all 
cases), we have one contending party regardless of which 
section the proceeding is brought under. There cannot 
be a second contending party in a subsection (c) proceed- 
ing because if the Attorney General disagrees with the 
United States Attorney and fails to approve, the matter 
never reaches the court. But there could be a second 
contending party in a subsection (b) proceeding when- 
ever the Congress and the Attorney General were in 
conflict. 

If Judge Weinfeld’s construction of subsection (c) 
be incorrect, perhaps he at least has shown how Congress 
may validly link an immunity grant power in the At- 
torney General with court participation, provided Con- 
gress is content to let the court’s role be nondiscretionary. 
This may solve the problem in regard to grand jury and 
court proceedings. But in the field of congressional in- 
vestigations the Congress wanted the court to make the 
decision, trusting neither itself nor the Attorney General, 
and so specified in reasonably clear language. On this 
point the Ullmann case inferentially supports the “ju- 
dicial power” analysis in the first portion of this article, 
thus casting a long shadow of doubt over the constitu- 
tionality of the congressional subsection of the new Act. 


Appealability of An Immunity Order Under 
the New Act 


Whether or not an immunity order made by the dis- 
trict court under the new Act is appealable depends upon 
whether the proceedings be analogized to judicial orders 
enforcing subpoenas under Section 12 of the Interstate 
Commerce Act which are appealable,*” or be analogized 
to orders directing a person to testify in the course of ordi- 


189 ICC vy. Brimson, 154 U.S. 447 (1894); Harriman v. ICC, 211 U.S. 407 
(1908); Ellis v. ICC, 237 U.S. 434 (1915). 
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nary judicial proceedings which in the leading case, 
Cobbledick v. United States,” were said not to be subject 
to interlocutory appeal. The distinction was a narrow 
one in the pre-existing law, as the Supreme Court has 
freely admitted, and the type of proceeding contemplated 
by the new Act (itself a matter of some doubt, as indi- 
cated in the preceding section) fits neither line of prece- 
dent exactly. 

The principle which the courts seek to vindicate by 
the rule against interlocutory appeals is efficiency and 
dispatch in the administration of justice. The counter- 
vailing principle is that the obstacles placed in the way 
of a party’s reaching an appellate court must not be so 
great as to defeat the function of appellate review. For, 
although appellate review may be a matter of grace con- 
stitutionally, by popular expectancy amounting almost to 
a tenet of democratic philosophy, it is a matter of right. 
The nub of the problem is that if the court feels that 
the decision from which appeal is sought is but a part 
of a unified cause, it will deny review until the cause 
may be reviewed as a whole. But if the decision be in- 
dependent or severable, immediate appeal will be al- 
lowed. Classifying a given decision is more a matter of 
juristic legerdemain than of logic. 

An order granting enforcement of subpoenas under 
Section 12 of the Interstate Commerce Act, the principal 
proceeding being in the administrative branch and the 
appearance in court being only on the question of sub- 


190 Cobbledick v. United States, 309 U.S. 323 (1940); Alexander v. United 
States, 201 U.S. 117 (1906). In the Cobbledick case the Court said, at 324- 
325: “Finality as a condition of review is an historic characteristic of federal 
appellate procedure. It was written into the first Judiciary Act and has been 
departed from only when observance of it would practically defeat the right 
to any review at all. Since the right to a judgment from more than one court 
is a matter of grace and not a necessary ingredient of justice, Congress from 
the very beginning has, by forbidding piecemeal disposition on appeal of what 
for practical purposes is a single controversy, set itself against enfeebling 
judicial administration. . . . These considerations of policy are especially com- 
pelling in the administration of criminal justice. . . .” 
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poenas, is appealable. It is said that the court appear- 
ance is a self-contained and independent judicial proceed- 
ing, and not merely a proceeding ancillary to a concurrent 
and incompleted judicial proceeding. And yet the court 
action on the ICC subpoena might well be in support 
of a concurrent and incompleted quasi-judicial proceed- 
ing before the ICC. The courts indulge in the fiction, 
however, that there is a fundamental distinction between 
court action under Section 12 of the Interstate Commerce 
Act, which is appealable, and court action to compel 
testimony by a witness before a grand jury which the 
court has impaneled*” or before a special examiner 
whom the court has appointed,*”* which is not appealable. 
Where the order to testify occurs at an interlocutory stage 
in a unified cause, the witness can pave the way for im- 
mediate appellate review only by being recusant and in- 
viting contempt action against himself. If the witness 
is not a party-defendant, this is the only way he can 
achieve any appellate review.” 

Because harshness of result does not appear to be an 
important criterion in granting severance and appeal, the 
fact that the witness under the immunity statute faces 
criminal penalties if he ignores the immunity order may 
leave the court unimpressed. But if esoteric technicalities 
be the real criteria, it may be significant that in approv- 
ing appealability of enforcement decisions on ICC sub- 
poenas, the Supreme Court stressed the fact that the sub- 
poenas rested on “special statutory provisions.” **° What- 

191 In Cobbledick v. United States, 309 U.S. 323, 330 (1940), Justice Frank- 
furter said that under Section 12 of the Interstate Commerce Commission Act 
the special subpoena-enforcement proceeding in the courts “may be deemed 
self-contained, as far as the judiciary is concerned—as much so as an inde- 
pendent suit in equity in which appeal will lie from an injunction without the 
necessity of waiting for disobedience. . . . The proceeding before the district 
court is not ancillary to any judicial proceeding. So far as the court is con- 
cerned, it is complete in itself.” 

192 [bid. 

193 Alexander y. United States, 201 U.S. 117 (1906). [Note: The reference 
from note 21 in Part I of this article to discussion at note 193 et seg. should 
be instead to text discussion at note 204 et seq.] 


194 Cobbledick v. United States, 309 U.S. 323, 326, 328 (1940). 
195 [bid.; Alexander v. United States, 201 U.S. 117 (1906). 
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ever else may be in doubt regarding it, a judicial immun- 
ity order under the new statute likewise rests on special 
statutory provisions.” 

In the first test of the new immunity statute, In re U/l- 
mann,” the defendant attempted to appeal from the or- 


der of District Judge Weinfeld compelling testimony. 
The appeal was dismissed as premature by the Court of 
Appeals *” on authority of Cobbledick v. United States.” 
The grand jury was then reconvened, Ullmann persisted 
in refusing to testify despite Judge Weinfeld’s order, he 
was adjudged in contempt by the District Court and 
sentenced to imprisonment for six months “unless he 


196 The Reply Brief for the United States in the District Court, pp. 8-9, in 
In re Ullmann, 128 F. Supp. 617 (S.D.N.Y. 1955) paints a persuasive ‘but 
perhaps exaggerated picture of what would happen if judicial immunity grants 
were subjected to interlocutory appeal. “If at the present stage of the case 
an order requiring the witness to testify . . . should be treated as final and 
appealable, and if the appellate court should sustain the validity of the order 
the witness would be required to comply with the direction of the court. But 
if the witness should disobey, it would be incumbent on the court to enforce 
the order by a judgment of contempt. This would amount to a second ‘final’ 
order in the same case from which an appeal would also lie involving all of 
the issues that were present in the first instance. Again, if the witness should 
answer the questions set forth in the application but refuse to answer others 
pertaining to the same subject matter an appeal would lie from an order 
directing him to testify further. Thus, it would become possible to repeat 
the procedure over and over again and in each instance there would be two 
‘final’ orders relating to the same subject matter and supporting an appeal 
and involving issues that could be resolved on an appeal from a judgment of 
contempt.” 

Perhaps the short answer to this hypothesis is that since the first appeal 
from the order compelling testimony and the second appeal from the contempt 
judgment would be virtually identical as to parties and issues, the second appeal 
could be disposed of summarily on res judicata grounds, except for the question 
of the amount of the contempt penalty. 


197 128 F. Supp. 617 (S.D.N.Y. 1955). 


198 Jy re Ullmann, 2d Cir., Feb. 23, 1955. There was a notation but no 
opinion. Source: Letter to the writer from A. Daniel Fusaro, Clerk, 2d Cir., 
dated March 21, 1955. 

199 309 U.S. 323 (1940). Cf., United States v. Cefaratti, 202 F.2d 13 (1952), 
cert. denied, 345 U.S. 907 (1953), which counsel for the defendant had strenu- 
ously urged in their brief for the interlocutory appeal. The Court of Appeals’ 
opinion in the Cefaratti case contains this statement at 16: “We understand 
the Cohen and Swift cases [Beneficial Industrial Loan Corp. v. Smith, 170 
F.2d 44, 49 (1948), aff'd sub nom. Cohen v. Beneficial Industrial Loan Corp., 
337 U.S. 541, 545-547 (1941); Swift & Co. v. Compania Caribe, 339 U.S. 
684, 688-689 (1949)] to establish this principle. An order that does not 
‘terminate an action’ but is, on the contrary, made in the course of an action, 
has the finality that § 1291 [28 U.S.C. § 1291] requires for appeal if (1) it 
has ‘a final and irreparable effect on the rights of the parties,’ being ‘a final 
disposition of a claimed right’; (2) it is ‘too important to be denied review’; 
and (3) the claimed right ‘is not an = of the cause of action and 
does not require consideration with it.’ 
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sooner purges himself of contempt.” *° Ullmann thus 
forced a “severance” in the manner approved in the 
Cobbledick opinion and achieved appellate review on 
the question of the constitutionality of the new immunity 
statute. The Court of Appeals upheld the constitution- 
ality of the statute, and if certiorari is granted, Ull- 
mann will eventually get to the Supreme Court on the 
constitutional issues. Pending final disposition of his ap- 
peal he is at liberty on $5,000 bail granted by the Court 
of Appeals, and presumably the conditional six months’ 
contempt sentence may never take effect if Ullmann elects 
to purge himself, 1.e., testify, after opportunities for ap- 
peal have been exhausted. 

The question may well be asked whether, despite the 
well-reasoned opinion in the Cobbledick case, which in 
the abstract is very appealing, the cause of justice, speed, 
and simplicity would not be as well or better served in 
the Ullman-type case by allowing an appeal of the initial 
order of the District Court compelling testimony. 


Effect on State Prosecution 


A federal system of government, for all its obeisance 
to “grassroots-ism,” is in many respects more harsh and 
inconvenient on the citizen than is a unitary system. The 
harshness of federalism is seldom better exemplified than 
in the Fifth Amendment-immunity statute field. 

The much discussed question of the relation of federal 
immunity statutes to state prosecution is not settled by 
either the new statute or the U//mann case, although both 
have some bearing on the question. Several points, how- 
ever, are reasonably clear, barring reconsideration by the 
Court. The Fifth Amendment is confined to the federal 
level, and therefore, fear of state prosecution is no ground 


200 The contempt proceedings, including the judgment of contempt by District 
Judge Murphy, March 8, 1955, are printed in the Appendix to Appellant’s 
(Defendant’s) Brief, in the Court of Appeals, pp. 58a-69a, on appeal from the 
contempt judgment. 

201 United States v. Ullmann, 23 U.S.L. Weex 2517 (2d Cir. April 4, 1955). 
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for claiming the privilege against self-incrimination in a 
federal proceeding.*” Because an immunity statute need 
give no broader protection than the constitutional priv- 
ilege itself, an immunity statute is a valid substitute for 
the privilege even though it does not immunize against 
state prosecution.” However, Congress may grant gratu- 
ities to witnesses, and such gratuity may take the form of 
prohibiting future use of “testimony” in state courts as 
well as federal courts. The phrase “all courts” is ade- 
quate to convey this broad intention. ** The countervail- 
ing argument of interference with state rights of law 
enforcement is met by the “necessary and proper” clause, 
re-enforced by the “supreme law of the land” clause.” 

But immunity statutes are narrowly construed and un- 
der the “exchange theory” of Shapiro v. United States ** 
the Court is disposed to conclude that Congress intended 
to confer no broader immunity than necessary to extract 
the testimony, absent an express indication of contrary 
intent. The way for Congress to spell out the exchange 
theory is to require that the witness make a valid claim 
of the Fifth Amendment (1.e., fear future federal prose- 
cution) as a pre-condition of being immunized. If the 
government elects to proceed, the exchange is then made, 
the right of silence being replaced by immunity from 
future federal prosecution. Therefore, in those statutes 
which include a claim of constitutional privilege as a pre- 
requisite to acquiring immunity, a rule of narrow con- 


202 United States v. Murdock, 284 U.S. 141 (1931). 

203 This principle flows from the “exchange theory” of immunity statutes 
which the Supreme Court endorsed in Shapiro y. United States, 335 U.S. 1 
(1948). Judge Weinfeld in Jn re Ullmann, 128 F. Supp. 617, 622 (S.D.N.Y. 
1955) said: “. . . If the privilege does not extend to possible crimination 
under state law and the immunity need only be as broad as the privilege, 
then it is not an objection to the statute that it does not protect the witness 
from possible state prosecution. .. .” The court then cited Feldman v. United 
States, 322 U.S. 487 (1944) and Jack v. Kansas, 199 U.S. 372 (1905). 

204 Adams v. Maryland, 347 U.S. 179 (1954). 

205 Td. at 183. See excerpt, text infra at note 217. 

206 335 U.S. 1 (1948). The Adams case, although different in fact and law, 
may indicate that the Court has receded somewhat from the rigid “exchange 
theory” espoused in the Shapiro case. See Dixon, The Fifth Amendment and 
Federal Immunity Statutes, 22 Gro. WasH. L. Rev. 447, 554 at 564 (1954). 
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struction making the immunity no broader than the priv- 
ilege is clearly called for if the “exchange” theory is to 
be followed. 

The new immunity statute, in both the congressional 
section and in the section dealing with courts and grand 
juries, does make a claim of privilege a prerequisite to 
acquiring immunity from prosecution.” In other words, 
it is phrased in the form normally followed in recent 
years, and there would seem to be no warrant for arguing 
that Congress wanted to go beyond constitutional re- 
quirements and present the witness with a gift of im- 
munity from state prosecution, however commendable 
such a gift might be on philosophical grounds. And yet 
the report of the House committee on the bill clearly 
indicates the committee’s desire to broaden immunity to 
include state prosecutions. Paradoxically, the same sen- 
tence in the report which makes this desire clear also 
quotes the bill’s “claim of privilege” proviso which log- 
ically negates that desire. Under current precedents, a 


federal witness has no constitutional privilege against 
being exposed to state prosecution.** Both the House 
committee and other commentators, including the court 
in the Ullmann case, seem to be unaware of this incon- 
sistency. —The House committee wrote: 


Even though the power of Congress to prohibit a subsequent 
State prosecution is doubtful, such a constitutional question 
should not prevent the enactment of the recommended bill. The 
language of the amendment that “no such witness shall be 
prosecuted or subject to any penalty or forfeiture for or on 
account of any transaction, matter, or thing concerning which 
he is so compelled to testify, after having claimed his privilege 
against self-incrimination, to testify or produce evidence,” is 
sufficiently broad to ban a subsequent state prosecution if it be 
determined that the Congress has the constitutional power to 
do so.?°° 


207 Immunity arises when the witness is compelled to testify “after having 
claimed his privilege against self-incrimination.” 68 Stat. 745, 18 U.S.C.A. 
§ 3486 subsec. (a) (Supp. 1954). 


208 See notes 202, 204, supra. 
209 H.R. Rep. No. 2606, 83d Cong., 2d Sess. 7 (1954). (Emphasis added.) 
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A far clearer way for Congress to have expressed its 
intent, if it actually had such intent, to immunize against 
state prosecutions would have been to leave the “claim 
of privilege” proviso intact as a safeguard against various 
other abuses to which immunity statutes are subject,”° 
but to have begun the immunity phrase with the words 
“no witness shall be prosecuted by the federal or state 
governments.” ** 

Assuming that by loose construction of the immunity 
statute now under discussion or by the more exact word- 
ing of some future immunity statute it is determined that 
Congress has attempted to immunize a federal witness 
against state prosecution, would a court uphold the 
power? The Supreme Court came close to deciding this 
question in Adams v. Maryland.’ The statute there in 
issue was the congressional immunity statute of 1862,”° 
which the present statute of August, 1954, has replaced.” 
Although ineffective as a device to compel testimony be- 
cause it did not provide protection equivalent to the con- 
stitutional privilege, the 1862 statute did purport to im- 
munize such “testimony” as the witness should volun- 
tarily give by prohibiting subsequent use of such testi- 
mony (although not the leads derived therefrom) “in any 
court.” The statute did not require a claim of privilege 
as a pre-condition of getting immunity. The Court held 
that the statutory phrase, “in any court,” must be deemed 
to include state courts. At the time of the decision the 
writer indicated his belief that this was tantamount to 
conceding a general power in Congress to immunize 
against state prosecutions.”° Judge Weinfeld in the U/l- 
mann case indicates he concurs in this belief. He said: 

. While the Adams case only dealt with federal im- 


210 Dixon, The Fifth Amendment and Federal Immunity Statutes, 22 Gro. 
Wash. L. REv. 447, 554 at 569 (1954). 

211 Cf. In re Ullmann, 128 F. Supp. 617, 624 n.20 (S.D.N.Y. 1955). 

212 347 U.S. 179 (1954). 

21312 Stat. 333 (1862), 18 U.S.C. § 3486 (1952). 

21468 Strat. 745, 18 U.S.C.A. § 3486 (Supp. 1954). 

215 Dixon, supra note 210, at 554 n.138a. 
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munity as a bar to the use of testimony in the state courts 
as distinguished from a bar to state prosecutions, its ra- 
tionale would seem to apply to both situations. . . .”** 
Justice Black’s rationale in Adams was short and sweep- 
ing: 
Little need be said about the contention that Congress lacks 
power to bar state courts from convicting a person for crime on 
the basis of evidence he has given to help the national legislative 
bodies carry on their governmental functions. Congress has 
power to summon witnesses before either House or before their 
committees. . . . Article I of the Constitution permits Congress 
to pass laws “necessary and proper” to carry into effect its 
power to get testimony. We are unable to say that the means 
Congress has here adopted to induce witnesses to testify is not 
“appropriate” and “plainly adapted to that end.” McCulloch v. 
Maryland, 4 Wheat. 316, 421. And, since Congress in the 
legitimate exercise of its powers enacts “the supreme Law of 
the Land,” state courts are bound by § 3486 [1862 immunity 
statute], even though it affects their rules of practice. . . .?*” 


Even if it should be held that Congress lacks power 
to immunize against state prosecutions, federal witnesses 
under the 1954 immunity statute and any future statute 
modeled after it will at least be protected against use of 
their actual testimony in state court proceedings. In- 
spired no doubt by the Adams case, Congress included 
the following clause in both the congressional section 
and the grand jury and court proceeding section of the 
1954 Act: “... [NJor shall testimony so compelled be 
used as evidence in any criminal proceeding .. . against 
him in any court.” ** And further, the federal witness 
may receive additional relief if the United States Su- 
preme Court affirms the Pennsylvania Supreme Court 
in Commonwealth v. Nelson.”® The Pennsylvania court 
held that the Smith Act supersedes state sedition laws, 
on the theory that sedition is a matter of paramount im- 


216 Jy re Ullmann, 128 F. Supp. 617, 623 (S.D.N.Y. 1955); see also Note, 
16 U. or Pirr. L. Rev. 61 (1954). 

217 347 U.S. 179, 183 (1954). 

218 68 Srat., 745, 18 U.S.C.A. § 3486 subsecs. (a), (c) (Supp. 1954). This 
is the exact language of the now repealed 1862 law, which the Court approved 
in the Adams case. 

219 277 Pa. 58, 104 A.2d 133 (1954), cert. granted, 348 U.S. 814 (1954). 
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portance to the national government, and that the na- 
tional government is active in this field. Affirmance of 
this decision would, of course, still leave open the possi- 
bility of prosecution under other state laws. For example, 
in a federal sedition investigation the witness might re- 
veal Communist financial activities of a nature that would 
incriminate him under state income taxation laws, and 
Commonwealth v. Nelson would not help him there. 


EVALUATION OF JUDICIAL GRANT OF IMMUNITY 


Prior to August, 1954, the advisability of placing the 
immunity power in the courts was a matter which had 
received little attention. The few state statutes which 
contained such a provision had not received critical eval- 
uation.” No federal statute authorized it. Those com- 
mentators who spoke approvingly of judicial grant of 
immunity obviously were thinking primarily only of the 
problem of avoiding immunity baths, without giving 
thought to either the separation of powers issue or the 
practical effect on the courts of imposing such a function 
on them.” Others were impressed with the delicacy of 


220 AMERICAN BaR ASSOCIATION COMMISSION ON ORGANIZED CRIME, ORGAN- 
IZED CRIME AND LAW ENFORCEMENT (1953), Vol. II, Appendix 4, pp. 157, 172-3, 
“Model State Witness Immunity Act and Commentary” by John M. Kernochan, 
Director, Legislative Drafting Fund, Columbia University. 


221 The report of the House Judiciary Committee recommending S. 16, which 
became the new immunity statute, contains this language: “The power to 
grant immunity is one of tremendous responsibility, the exercise of which 
must be guarded by discretion and wisdom.” H.R. Rep. No. 2606, 83d Cong., 
2d Sess. 5 (1954). See also the following comments: King, Immunity for 
Witnesses: An Inventory of Caveats, 40 A.B.A.J. 377 (1954); Keating, Pro- 
tection for Witnesses in Congressional Investigations, 29 Notre DAME Law. 
212, 223 (1954); Taylor, Judicial Review of Legislative Investigations, 29 
Notre Dame Law. 242, 273 n. 122 (1954); Letter of Donald R. Richberg to 
Senator Harley M. Kilgore, 99 Conc. Rec. App. 2879 (1953) ; Boudin, The Im- 
munity Bill, 42 Gro. L. J. 497, 510 (1954). 

The author of the last-named article, Leonard B. Boudin, was subsequently 
counsel for the respondent in the Ullmann case and argued that the new statute 
imposed a non-judicial function on the court (discretion to grant immunity) 
and was thus unconstitutional. In his article he makes this comment: “What- 
ever its limitations, the judiciary remains the safest repository of the im- 
munity power. If such power is to be exercised by anyone, it is preferable 
that the courts determine when and where it is in the public interest to grant 
immunity.” 
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the immunity power and the advisability of keeping it 
close to or under the control of the prosecuting arm.” 

Sober reflection, it is submitted, yields the following 
principles concerning judicial grant of immunity: (1) 
it is incompatible with the scope of “judicial power” as 
traditionally defined in the literature and cases on sep- 
aration of powers; (2) it is incompatible with the funda- 
mental purpose and function of the separation of powers 
doctine in regard to the judiciary; (3) it is incompatible 
with any theory of democracy which recognizes the im- 
portance of preserving political accountability for polit- 
ical decisions; (4) the proceeding contemplated by the 
new Act fails formally as a “case and controversy” be- 
cause of uncertainty concerning the adversity of the 
parties in those instances where all, including the wit- 
ness, are in favor of immunity; (5) if the judicial role 
be construed to be ministerial, following the view of 
Section (c) expressed in the Ullmann case, the court pro- 
ceeding would be a mere formality which might better 
be dispensed with because it would unnecessarily delay 
the granting of immunity in some meritorious instances, 
and would still have the appearance of dividing respon- 
sibility; (6) even if not unconstitutional, judicial grant 
of immunity is inadvisable because the judge does not 
have information commensurate with the responsibility, 
nor should he be privy to prosecution strategy in his 
judicial district; *** (7) a judicial order compelling testi- 
mony under the immunity statute could be used by the 
prosecution as a tactical device to compel an unknown 
confederate to come forward and disclose his information, 


222 See text of Part I, at notes 43-47. 

223 The Administrative Procedure Act of 1946 isolates and insulates the 
quasi-judicial function. Section 5 (c) provides that hearing examiners shall 
not “be responsible to or subject to the supervision or direction of any officer, 
employee, or agent engaged in the performance of investigative or prosecuting 
functions for any agency. No officer, employee, or agent engaged in the 
performance of investigative or prosecuting functions for any agency in any 
case shall, in that or a factually related case, participate or advise in the 
decision, recommended decision, or agency review pursuant to section 8 except 
as witness or counsel in public proceedings.” 60 Stat. 239; 5 U.S.C. 


§ 1004 (c) (1952). 
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with no one actually receiving immunity, and thus the 
court would become involved not only in a political de- 
cision but one of questionable virtue as well. 

The underlying purpose of the framers of the new 
statute is laudable—to safeguard against abuse of the im- 
munity-granting power. But in conferring this power on 
the courts, the political branches of the governent are 
seeking to avoid responsibility for an essentially political 
decision, rather than to solve the basic problem of how 
to act with wisdom and restraint. Governments, as well 
as people, learn by doing and by making mistakes. This 
educational process, which in a philosophical sense is 
premised on the principle of free will, is especially vital 
and especially fluid in a system that cleaves to democratic 
forms. It is stultified by the conscious vesting in an in- 
dependent judiciary of the power of making public 
policy.** More than a century ago this was clearly per- 
ceived by Chief Justice Black of the Pennsylvania Su- 
preme Court. “The wisdom of man has never conceived 
of a government with power sufficient to answer its legiti- 
mate ends, and at the same time incapable of mischief. 
No political system can be made so perfect that its rulers 
will always hold it to the true course.” *”° But, he con- 
tinued, “There is no shadow of reason for supposing that 
mere abuse of power was meant to be corrected by the 
judiciary.” *° And the Great Dissenter, Holmes, echoes 
this thought when he writes: “I strongly believe that my 
agreement or disagreement has nothing to do with the 
right of a majority to embody their opinions in law.” 

224 With the admitted and unavoidable policy role of the judiciary in de- 
veloping an exegesis on a constitutional or statutory text or in making common 
law, the writer is not here concerned. See Part I of this article, 23 Geo. WasH. 
L. Rev. 501, 531-532, and note 112 supra. 

6 Gah v. Mayor of Philadelphia, 21 Pa. 147, 161-162, 59 Am. Dec. 759, 


226 Ibid. 
227 Lochner v. New York, 198 U.S. 45 at 75 (1905). 
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SOME ASPECTS OF THE UNDERLYING 
LEGISLATIVE INTENT OF THE 
PATENT ACT OF 1952+ 


L. JAMES HARRIS * 


On January 1, 1953, The Patent Act of 1952 went into 
effect. Accordingly, it is appropriate, the second year of 
its operation having come to a close, to look at the Act 
as a whole and to examine several of its significant pro- 
visions to determine the underlying legislative intent and 
whether its interpreters have caught the spirit in which 
it was drafted. 

The new Patent Law was part of a program of clarify- 
ing, revising and enacting into law all of the titles of the 
United States code.* By a fortunate circumstance, the 
Patent, Trade-mark and Copyright Subcommittee of the 
House Judiciary Committee was also charged with this 


revision function, and it was suggested that this might be 
an opportunity to revise completely the patent laws.? For 
some time there had been a movement to amend the patent 
laws, to modernize them, and to remove the obsolescent 
debris that had formed about them. This agitation had 
been quite formidable and resulted in previous Con- 
gressional hearings,’ in the establishment of committees to 


+ An address presented under the auspices of the Patent, Trade-mark and 
Copyright Foundation of The George Washington University before the Patent 
Section of the St. Louis Bar Association with some changes and the addition 
of material and annotations. 


* Associate Director of the Patent, Trade-mark and Copyright Foundation of 
The George Washington University. Lecturer in Law, The George Washington 
University. Formerly Committee Counsel and Counsel to the Patent, Trade- 
mark and Copyright Subcommittee of the Judiciary Committee, the United 
States House of Representatives. Directed and supervised the actual work of 
preparing the preliminary drafts and the bill that culminated in the Patent Act 
of 1952 (The Bryson Act). 


1H.R. Rep. No. 1923, 82d Cong., 2d Sess. 2 (1952). 
2H.R. Rep. No. 1923, 82d Cong., 2d Sess. 2 (1952). 


3 See Hearings before Committee on Patents of the House of Representatives 
on the Patent Laws, 72d Cong., 1st Sess. (1932). 


[ 658 ] 
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study the problem,* and in the publication of various 
monographs.° 

Controversy has raged around patent rights down 
through the years from the obnoxious monopolies in the 
time of Queen Elizabeth® to the 19th century when it 
finally came to a head in Holland, England, and Ger- 
many, and Holland repealed its patent laws. Today, Hol- 
land is reputed to have one of the best patent systems in 
the world. 

The courts of the United States during the past several 
decades have shown an increasing tendency to invalidate 
patents.’ There have been individuals like Walton Ham- 
ilton, formerly of Yale, who were not convinced of the 
value of the patent right and did not hesitate to comment 
unfavorably on the effect of the monopoly reward on the 
economy.* On the other hand, many of the most cele- 
brated men in history favored patents including Thomas 
Jefferson and Abraham Lincoln, and the founding fathers 
unanimously adopted the provision in the Constitution 


relating to patents, one of the few constitutional provi- 


Reports of National Patent Planning Commission; The American Patent 
System, H.R. Misc. Doc. No. 239, 78th Cong., Ist Sess. (1943); Government 
Owned Patents on Invention of Government Employees and Contractors, H.R. 
Misc. Doc. No. 22, 79th Cong., 1st Sess. (1945) ; Third Report on the Ameri- 
can Patent System, H.R. Misc. Doc. No. 283, 79th Cong., Ist Sess. (1945). 

5 TNEC Monographs 21, 22, 31 and 35 (1941). See A Review of Proposals 
for Revision of the U.S. Patent System by George E. Folk, published by NAM. 

6 “Tn 1601, Queen Elizabeth, owing to threatened action by Parliament, sum- 
marily cancelled the most objectionable patents, and allowed the courts of law 
to pass judgment upon the remainder. ... 

“The successor to Elizabeth, James I, . . . greatly exploited the patent system 
in an effort to secure pecuniary aid; so mischievous and oppressive became 
the practice, that in 1623 Parliament wrung from him the Statute of Monopolies. 
This declared all monopolies contrary to the laws of England, but provided a 
wise exception, as follows: °‘That any declaration before-mentioned shall not 
extend to any letters-patent or grants of privilege for the term of fourteen 
years, or under, hereafter to be made of the sole working or making of any 
manner of new manufacture within this realm, to the true and first inventor 
of such manufactures, which others, at the time of making such letters-patent 
and grant, shall not use, so as also they be not contrary to the law nor mis- 
chievous to the State by raising prices of commodities at home or hurt of trade, 
or generally inconvenient. ...’”” VAuGHN, Economics oF Our PATENT SySsTEM, 
17-18 (1925). 

7 Disposition of Patent Cases in the Courts, a letter to the Patent Bar of 
Chicago from the late Hon. Evan A. Evans, United States Court of Appeals 
for the Seventh Circuit, reprinted at p. 96 of the Hearings on H.R. 5248 of the 
80th Congress. 

8 TNEC Monograph 31 (1941). 





660 THE GEORGE WASHINGTON LAW REVIEW 


sions adopted without debate.° And today, practically 
every country in the world boasts a patent system. 

The revisers, no longer content with carrying on the 
controversy that had continued down through the years, 
sought to improve the law. They boldly planned and 
carried out comprehensive programs of study and dis- 
cussion of the patent statutes and with the help of the ex- 
perts executed the delicate cutting and changing, always 
carefully maintaining the sound basic principles of our 
patent system. Though the revision was not undertaken 
primarily to make reply to the opponents of the system, 
it is submitted that it must certainly have reduced the 
doubts and uncertainties in certain quarters concerning 
the merits of the American patent system. 

The reader will no doubt agree that the revision in it- 
self has served a useful function. The starting point of 
any appraisal must be an appreciation of the job as a 
whole. Though former appraisals have come to grips 
with the individual provisions of the Act, they have re- 
vealed some lack of appreciation for the contribution the 
whole revision has made. The revision of the cumber- 
some, sometimes inconsistent, provisions that had become 
more and more difficult to understand or justify, particu- 
larly in view of the great advances of the technologies 
with which they were so intimately associated, into the 
compact, simple, definite, and practical provisions of the 
Act, arranged and organized into an efficient working 
tool, was a matter of prime importance. 

The Patent Act of 1870 was a codification and revision 
of the acts from 1836 to 1870, a period of thirty-four 
years. Since the last general revision of the patent laws 
was the Act of July 8, 1870, enacted over eighty years ago, 
and as the same subcommittee of the Judiciary Committee 
was charged with the dual jurisdiction of patents, trade- 
marks, copyrights and the revision of the laws, it was 


® ToULMIN, PATENTS AND THE Puslic INTEREST 21; H.R. Rep. No. 1923, 
82d Cong., 2d Sess. 4 (1952). 
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decided to undertake this work.*® Copies of the prelimi- 
nary draft, and subsequently, copies of H.R. 9133, were 
circulated to.interested persons for criticism and sugges- 
tions. Hearings were held on H.R. 3760 (H.R. 9133 as 
amended), and H.R. 7794 (H.R. 3760 as amended) was 
passed by unanimous consent in the House and, after re- 
consideration, by unanimous consent in the Senate. Prob- 
ably no other title incorporates the thinking of so many 
qualified technical men throughout the country as does 
this revision. And a large share of that cooperation was 
the result of the efforts of the Coordinating Committee.” 

That the legislative intent underlying the act will, in 
time, as it is better understood by the judiciary, be sub- 
stantially carried out seems certain. The impressive fact 
is that the lower courts are just beginning to come to grips 
with its interpretative problems,” and the Supreme Court 
contests are yet to be fought.** While a number of the 
lower courts have taken positions which appear to be 
contrary to the intent of Congress ** and while some per- 


10 On May 23, 1950 Representative Bryson stated on the floor of the House of 
Representatives, that his Committee had undertaken to revise and codify the 
patent laws. 

11 Statement of Henry R. Ashton, Hearings before Subcommittee No. 3 of 
* a Committee on the Judiciary on H.R. 3760, 82d Cong., 1st Sess. 
( ). 

12See Pearce, A Review of Important Cases on Patents and Trade-marks 
Reported During 1953, 36 J. Pat. Orr. Socy 358 (1954); Marans, Some 
Aspects of the Patent Act of 1952 as Interpreted by Published Decisions, 
36 J. Pat. Orr. Soc’y 482 (1954); Martin, The Patent Codification Act, 36 
J. Pat. Orr. Soc’y 625 (1954). 

13“No U.S. Supreme Court decisions touching upon the Act are known to 
the writer and a perusal of the U.S. Patents Quarterly of 1953 and the early 
months of 1954 discloses the fact that this court consistently denied certiorari 
in cases involving interpretation of the Act.” Marans, supra note 12. 

14“QOn its face, section 103 [of new U.S.C.] is merely a codification of de- 
cisional patent law. .. .” The Stanley Works v. Rockwell Mfg. Co., 203 F.2d 
846, 849, 97 U.S.P.Q. 189 (3d Cir. 1953); “The Patent Act of 1952, 35 U.S.C. 
§ 103, which took effect January 1, 1953, apparently neither raised nor lowered 
the standard of invention.” In re O’Keefe, 40 C.C.P.A. (Patents) 879, 202 
F.2d 767, 771, 97 U.S.P.Q. 157, 160 (1953); “It would seem that Congress 
here has clearly indicated that it did not intend to lower the standard of inven- 
tion which obtained before the new codification. . . .” Thys Co. v. Oeste, 111 
F. Supp. 665, 674, 96 U.S.P.Q. 294, 301 (N.D. Cal. 1953); “We merely note 
in passing that whatever doubts exist about the need for a ‘flash of genius’ in 
achieving invention, there can be none about the need of such a flash in reconcil- 
ing appellants’ colorable view that the new Act has relaxed case law criteria 
for invention with the contrary view that takes its hue from the following ex- 
changes on the floor of the Senate... .” New Wrinkle, Inc. v. Watson, 206 
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sons feel that this portends controversy and misunder- 
standing, it is believed that such an attitude is unwar- 
ranted. Precise understanding of the Congressional in- 
tent has not existed in every case and probably never will, 
but there are promising prospects of a better understand- 
ing by the judiciary and of their continuing enlighten- 
ment.”* 

A study of the Act, provision by provision and a con- 
sideration of what was intended in the painstaking job 
that was done on each of them, is beyond the scope of this 
article. However, it would seem to be sufficiently mean- 
ingful to recite several significant examples to demon- 
strate the underlying intent. The first series of examples 
chosen is related to one of the major changes of the 
revision, namely, invention and includes “Invention or 
Discovery,” Section 100 (a), “New Use,” Section 
100 (b), “Non-obvious Subject Matter,” and “Flash of 
Genius,” Section 103, and “Presumption of Validity,” 
Section 282. Following the brief discussion of invention, 
some consideration will be given to the “Change Regard- 
ing Means Plus Function Claims,” Section 112, and, 
finally, the second major change of the revision, “Con- 
tributory Infringement,” Section 271, will be dealt with 
briefly. 

INVENTION OR DISCOVERY 


As the reader is aware, the terms “invention” and “dis- 
covery” in the Patent Law have come to mean substan- 


F.2d 421, 422, 96 U.S.P.Q. 438 (D.C. Cir. 1953); “We are, however of the 
view that the principle stated in The Great Atlantic and Pacific Tea Co. case 
[in regard to standard of invention] is not modified by the new Act, but con- 
tinues to be the law. . . .” General Motors Corp. v. Estate Stove Co., 203 F.2d 
912, 918, 97 U.S.P.Q. 88, 92 (6th Cir. 1953). 

15 This address was originally presented, and this article based on the address 
is being published, to assist in the understanding of some of the statutes and 
some of the court decisions relating to patents, which is an objective of the Patent, 
Trade-mark and Copyright Foundation of The George Washington University. 
As the people who participated in the work on the revision lecture and write 
on the subject, the public and the judges will have available an additional 
source of information on which to draw when needed, to assist in determining 
underlying legislative intent. See the recently published Commentary on the 
New Patent Act by P. J. Federico, 35 U.S.C.A. 1 (1954). 
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tially the same thing.** Some attempt has been made in 
the past to distinguish between working out an invention 
and coming on a discovery,” but the distinction has not 
generally been accepted. The original Bryson Bill, H.R. 
9133, recognized an invention in the nature of a discovery 
as being patentable when embodied in an art, machine, 
manufacture, or composition of matter and used the term, 
“invention,” in the Bill, as inclusive of such discoveries." 
This concept was thereafter transferred in H.R. 3760 to 
a definition section with some modification in language, a 
more professional method of handling the matter. 

It was felt by some, as testified to by Dr. I. J. Fellner *° 
of Dr. Salsbury’s Laboratories, that the deletion of this 
provision in one section, and the modified terminology, 
might imply that the Congress intended that invention 
must be in a mechanical structure and that a discovery 
could not be patentable whether or not it was embodied 
in some useful process or composition. The case of Funk 
Brothers Seed Co. v. Kalo Innoculant Co.” was very fresh 


16 Judge Evans in the classic case of Dennis v. Pitner, 106 F.2d 142 (7th Cir. 
1939), and Judge Cavanah in another classic, Wisconsin Alumni Research 
Foundation vy. Vitamin Technologists, Inc., 41 F. Supp. 857 (S.D. Cal. 1941), 
are careful to distinguish between invention and discovery. Even in these cases, 
however, the distinction actually results in no real difference. Judges often 
use the terms interchangeably. 

17 “Every invention may, in a certain sense, embrace more or less of discovery, 
for it must always include something that is new; but it by no means follows 
that every discovery is an invention. ...” Morton v. New York Eye Infirmary, 
17 Fed. Cas. No. 9,865, at 879, 882 (C.C.S.D.N.Y. 1862). 

18 “An invention in the nature of a discovery as embodied in a new and useful 
art, machine, manufacture or composition of matter, or new and useful im- 
provements thereof may be patented. The term ‘invention’ when used in this 
title includes discoveries.” Section 101, H.R. 9133, 81st Congress. 

19“T feel that the deletion of this paragraph in the old version might give 
rise to certain implications, namely, that the invention in any event must be 
in the nature of some kind of mechanical structure, but that the discovery, for 
instance, of a new principle of nature which can be embodied in some useful 
art, machine, or composition of matter that such discovery might not be patent- 
able.” Hearings on H.R. 3760, 82d Cong., 1st Sess. 117 (1952). 

20 333 U.S. 127 (1948). The following is quoted from Kent on this subject 
because of its suggestive use of language: “What I call Invention (Kent) 
stands for ‘primary structural accomplishment.’ Implementation stands for 
‘discoveral execution.’ In the case of Invention (Kent) it is generally the 
structure per se that calls forth our admiration. In the case of Implementation 
it is more often the prior discovery which evokes or should evoke our admira- 
tion. I mean by this that the construction required (if any) for making use 
of the discovery is often more or less obvious. .. . In view of the reference in the 
Constitutional clause to ‘writings and discoveries’ this seems only reasonable and 
just. For surely it cannot have been intended that, insofar as a socially useful 
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in the minds of the profession at the time. There is no 
doubt, however, that the Committee intended no change 
in meaning by the transfer to the definition section. The 
following short colloquy * between Representative Crum- 
packer and Dr. Fellner at the Hearings substantiates that 
conclusion : 

“Mr. Crumpacker: It seems to me that, to accomplish 
the purpose which you seek to accomplish, you will need 
clearer language than is in either bill, the present law or 
the pending bill, or the old bill, because all three of them 
use the same language, with just slightly different ar- 
rangement of the words. 

“Mr. Fellner: Well, I would say that the second para- 
graph of section 101 makes things pretty clear by defini- 
tion. If you say that ‘an invention in the nature of a dis- 
covery as embodied in a new and useful art, machine, 
manufacture, or composition of matter’ may be patented, 
you are recognizing the fact that in addition to mechan- 
ical inventions, in addition to inventions which display 
structural novelty, a discovery of a principle of nature 
may likewise be the basis of a patentable invention. 

“Mr. Crumpacker: Does not the language of the pend- 
ing bill say, ‘Whoever discovers any new and useful pro- 
cess, machine, manufacture or composition of matter’ may 
obtain a patent covering it?*® I would think that would 
specifically cover the case you referred to. And, if the 
Supreme Court has interpreted the words as you indicate, 
I do not see how including that language in the para- 
graph would cause them to make a different interpre- 
tation.” * 
dicovery can earn some material reward, that reward should be denied because 


of the ‘contemptible mereness’ of the implementing structure.” Kent, Patents 
De-Pending, 32 J. Pat. Orr. Soc’y 18, 32, 33 (1950). 

21 Hearings before Subcommittee No. 3 of the House Committee on the Ju- 
diciary on H.R. 3760, 82d Cong., 1st Sess. 122 (1952). 

22 H.R. 3760, 82d Cong., Ist Sess. § 101 (1952). 

28 This was intended by the Congressman to convey that all that needed to 
be done to the words to cover “discovery” had been done, and if the court’s 
interpretation was otherwise, the change in wording that Dr. Fellner suggested 
be kept in the law would not be more effective. 


| on an ae cme 
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The primary purpose of the inclusion was to make it 
clear that a discovery could be patented as well as an 
invention, if it were embodied in one of the classes of 
patentable subject matter. It was, of course, also included 
to enable a single word to be used instead of two through- 
out the statute. Unfortunately, the Reviser’s Note states 
that “[p]aragraph (a) is added only to avoid repeti- 
tion... .”** This use of the word “only” is a peculiar 
figure of speech and was intended to indicate that para- 
graph (a) was not a full definition in the usual sense but 
that it was a clarifying statement which needed to be read 
in conjunction with the other uses of the words “invent” 
or “discover” in the Act to understand the other mean- 
ings of these words.” 

It should be emphasized at this point that mere scien- 
tific discoveries per se are not patentable under the new 
Act and though arguments have been advanced in favor 
of their protection® they are not so protected today.” 
It was intended to protect an inventive contribution 


where the contribution is embodied in a class of subject 
matter * which is patentable. However, the courts con- 


24“Paragraph (a) is added only to avoid repetition of the phrase ‘invention 
or discovery’ and its derivatives throughout the revised title. The present 
statutes use the phrase ‘invention or discovery’ and derivatives.” Reviser’s 
Note on 35 USCA. § 100 (a) (1954). 


25 Section 101 describing inventions which are patentable specifically includes 
“discovery.” See comment supra of Representative Crumpacker. The attempt 
in the early drafts of the law to cover discoveries in a new and useful art, ma- 
chine, manufacture or composition of matter continued until H.R. 3760 was intro- 
duced. The second paragraph of Section 101 read, in prior drafts, as is set forth 
in note 18 supra. Of the three paragraphs then making up Section 101, it was 
decided to retain the first as Section 101 and transfer the remainder to a 
definition section. The first sentence of the second paragraph of the original 
Section 101 was omitted in the transfer because it was felt that the second 
sentence sufficiently expressed the concept. The second sentence read at the 
time, as follows: “The term ‘invention’ when used in this title includes such 
discoveries.” Of course the word “such” was eliminated, and the sentence 
was changed to its final form as a language improvement. It was not intended 
to drop the substance of the first sentence. This was believed incorporated in 
the sentence that remained. 


26 See Wyman, Patents for Scientific Discoveries, 11 J. Pat. Orr. Soc’y 533 
(1929). 
27 See Spencer, Scientific Property, 18 A.B.A.J. 79 (1932). 


28 See Morton v. New York Eye Infirmary, 17 Fed. Cas. No. 9,865 at 879 
(C.C.S.D.N.Y. 1862) ; DeForest Radio Co. v. General Electric Co., 283 U.S. 
664 (1931); Telephone Cases, 126 U.S. 1 (1887). 
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tinue to have difficulty effectuating that intention. A 
very similar problem troubled the courts in relation to 
the application of the “new use doctrine” where they 
developed a rather ingenious doctrine of very slight 
changes * to provide fictitious patentable subject matter 
as a vehicle for a contribution that they felt sufficiently 
significant. 


NEw USE 


The so-called “new use” provision is an important ad- 
dition found in the definition section of the statute. It 
states that a new use of a known process, machine, manu- 
facture, composition of matter is patentable.” 

The holding in In re Thuau™ that a new use of an old 
material was not patentable even when the new use was 
nonanalogous, left little doubt that the court, while recog- 


29 The courts have recognized, in the past, a new use of an old composition, 
process, machine, or manufacture where the invention was in the discovery of 
the new use if it involved a slight physical change. H.K. Regar & Sons, Inc. 
v. Scott & Williams, Inc., 63 F.2d 229 (2d Cir. 1933); Traitel Marbel Co. v. 
U.T. Hungerford Brass and Copper Co., 18 F.2d 66 (2d Cir. 1927); Lakewood 
Engineering Co. v. Walker, 23 F.2d 623 (6th Cir. 1928); “This does not mean 
that very slight changes in a machine, manufacture or a composition of matter 
may not be enough to sustain a patent.” Old Town Ribbon and Carbon Co. v. 
Columbia Ribbon and Carbon Co., 159 F.2d 379, 72 U.S.P.Q. 57 (2d Cir. 1947). 
Contra: In re Benner and McMullen, 36 C.C.P.A. (Patents) 1081, 82 U.S.P.Q. 
49 (1949). This apparently has served as a device for getting around a harsh 
rule “that a new use could never be patentable” which deprived a meritorious 
invention of protection. Similarly, courts have recognized the patentability of 
the discovery of a principle of nature when embodied in a new and useful 
subject matter. See Cameron Septic Tank Co. v. Village of Saratoga Springs, 
159 Fed. 453 (2d Cir. 1908); Telephone Cases, 126 U.S. 1 (1887); American 
Chemical Paint Co. v. C. R. Wilson Body Co., 298 Fed. 310 (D.Del. 1924) ; 
DeForest Radio Co. v. General Electric Co., 283 U.S. 664 (1931); Mackay 
Radio & Telegraph Co. v. Radio Corp. of America, 306 U.S. 86 (1939). 

In both the case of “new use” and the case of “principle of nature,” the in- 
vention lay in unpatentable subject matter and the court found it necessary to 
resort to a legal fiction, namely, that inventive unpatentable subject matter can 
be made patentable by introducing the unpatentable matter into a patentably 
acceptible subject matter as a vehicle. This made for some rather unfair 
and ofttimes ridiculous situations where the fate of a patent hung on an entirely 
incidental use or a significant contribution went unprotected because it did not 
embody a slight change, a trifling item for the occupied inventor. The Act 
remedies this, in Section 100 (b), as far as “new uses” are concerned. A new 
use stated as a process is patentable today without resort to the doctrine of 
slight changes. However, it is still necessary that a discovery of a principle 
of nature be embodied in patentable subject matter. 


30 “The term ‘process’ means process, art or method, and includes a new use 
of a known process, machine, manufacture, composition of matter, or material.” 


35 U.S.C.A. § 100 (b) (1954). 
31 30 C.C.P.A. (Patents) 979, 135 F.2d 344 (1943). 
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nizing a meritorious discovery * was declaring the patent 
invalid because a new use was not patentable subject 
matter.’ While the cases have not been too clear, patents 
have been invalidated for lack of invention despite an ap- 
parent basis for the decision in the unpatentability of new 
uses.“* But in In re Thuau the court admitted the merit 
of the discovery so that the invalidity of the patent was 
based solely on the non-patentability of the subject matter. 

The difficulty concerning new uses has been due in 
part, to the fact that creation generally is, in a sense, the 
new application of an old use to a known object. Robert 
P. Crawford of the University of Nebraska points out 
that creation consists in the shifting of attributes from 
one thing to another.” According to Professor Crawford, 
the thing which is being worked on is given some new 
quality or characteristic or attribute heretofore applied 
to something else. He contends that being original is 
simply reaching over and shifting attributes in what is 
before a person. Making combinations, he argues, does 


not generally permit one to move forward because a per- 
son will not know what to combine in the first place, ex- 
cept as an occasional accident—he believes that the 
world proceeds in an orderly fashion and it grows along 
the lines of constant adaptation rather than the principles 
of combination. ‘The inventor generally looks at one 


32 “That appellant has made a valuable discovery in the new use of the com- 
position here involved we have no doubt, and it is unfortunate for him if he 
cannot make claims adequate to protect such discovery, but to hold that every 
new use of an old composition may be the subject of a patent upon the com- 
position would lead to endless confusion and go far to destroy the benefits of 
our patent laws.” In re Thuau, 30 C.C.P.A. (Patents) 979, 983, 135 F.2d 344, 
347 (1943). 


33“ | . [A] patent for a new use for an old substance quite unchanged is 
not authorized by the patent laws because such use is not the invention or 
discovery of ‘any new and useful art, machine, manufacture, or composition of 
matter, or any new and useful improvements thereof’ as required by Section 
4886 of the Revised Statutes, U.S.C. Title 35, Sec. 31, 35 U.S.C.A. § 31.” 
In re Thuau, 30 C.C.P.A. (Patents) 979, 983, 135 F.2d 344, 347 (1943). 


34M & B Mfg. Co. v. Munk, 77 F.2d 261 (2d Cir. 1935) ; Krupp Nirosta Co. 
v. Coe, 96 F.2d 1013 (D.C. Cir. 1937); In re Parker, 27 C.C.P.A. (Patents) 
717, 107 F.2d 612 (1939). 


85 CRAWFORD, THE TECHNIQUES OF CREATIVE THINKING (1954). 
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thing, selects an attribute or quality, and applies that at- 
tribute to something else. 

Charles E. Spearman, author of The Creative Mind,” 
suggests that when one engages in creative activity, he 
takes two or more similar or different ideas or objects 
that are known and observes their relationship when put 
together in various ways. Viewed in this manner, creation 
is simply a reorganization of known structures to pro- 
duce new relations. 

Whatever theory is accepted, it is still true that no 
matter how often the inventor is called upon to rearrange 
what he finds, his inventive ability is mainly a matter of 
how much information he has absorbed in the past and 
can now apply usefully to something else.” Thus the 
similarity in pattern between creation itself and the ap- 
plication of a new use (actually a new application of an 
old use) to a known object is probably responsible in part 
for the difficulty the courts have had in invalidating this 
type of patent on the basis of either a lack of invention or 
on unpatentable subject matter, the decisions seeming to 
fall, in point of fact, between the two.” 

Judge Hand in Old Town Ribbon and Carbon Co. v. 
Columbia Ribbon & Carbon Mfg. Co.” said in 1947, 
“..[T]here is no antecedent reason for saying Congress 
might not, if it chose, issue a patent for a new use of an 
old physical object, which is in fact, closely akin to, if not 
identical with, an ‘art,’ like a process....” “° In that same 

36 SPEARMAN, THE CREATIVE MIND (1931). 
87 See Testimony of Cecil Kent at Hearings, note 21 supra at 58 through 64. 
He coins a set of aphorisms on invention as follows: 

“1, All that mankind can do is to rearrange what he finds in the world. 

“2. Scientifically speaking we do not ‘invent.’ 

“3. We can only reorganize known structures and thereby produce new rela- 
tions. 

“4. These new relations can produce new results.” 

38 See note 34 supra. 

89 159 F.2d 379, 72 U.S.P.Q. 57 (2d Cir. 1947). 

40 Jd. at 382, 60. Judge Hand is apparently saying here that a new use is 
very much like a process and Congress has the authority to include it as 
patentable subject matter. Although the court appears to prefer Congressional 


action, it supports the theory of slight changes rather than close the door to 
meritorious inventions. 
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case the judge continued with the statement—referring, 
of course, to the law before the revision—that “‘a ‘new use’ 
can never be patentable... .” It appears that the Judge 
was of the opinion that it would be necessary for Congress 
to act in order to have a patent for a new use. When 
Judge Hand said that “a ‘new use’ can never be patent- 
able,” he was merely restating what most people had 
come to accept as the In re Thuau doctrine. That in- 
terpretation of the doctrine“ has now been overruled “ 
by the new law.* 


When the provision was originally written into the bill, 
it was intended that a new use of a known material would 
be patentable and that it would not be necessary to dis- 
guise it as a process. The provision that finally was en- 
acted does require that the new use be described as a 
process, but despite the apparent limitation as to form 
it amounts to a clear recognition of this class of patent- 
able subject matter.“* Although there were always some 
members of the bar who believed that a new use of the 


composition made the composition itself repatentable for 


41“[T]he question before us is whether a new and unobvious use for an 
old composition, without change in or addition to that composition, is patentable. 

“The doctrine is so familiar as not to require citation of authority that a 
patentee is entitled to every use of which his invention is susceptible, whether 
such use be known or unknown to him. Likewise, with regard to an un- 
patentable article or substance long in use, any member of the public has the 
right to every use of which the article or substance is susceptible so long as it 
is unchanged in any way, regardless of whether or not, such uses were known 
prior to his own use.” In re Thuau, 30 C.C.P.A. (Patents) 979, 982, 135 F.2d 
344, 346, 347 (1943). True it is that the court in In re Thuau was called on to 
consider a composition of matter, but the above excerpts and the excerpt 
quoted in note 33 supra from the opinion appear to stand for a much broader 
interpretation than the court was called on to make. In a sense, therefore, 
this may be considered dictum since it was not necessary to a holding that the 
product itself was not repatentable. However, the relatively large part of the 
opinion devoted to these statements, the fact that they are repeated, that they 
so clearly cover new uses of old products, and are so intimately interwoven into 
the discussion by the court, appear to indicate that the court believed its posi- 
tion on new use was germaine and necessary to its opinion on the composition. 

42 See Federico, Commentary on the New Patent Act, 35 U.S.C.A. 16-17 
(1954), for another approach to this problem. 


43 See note 30 supra. 
44 It settles the question as to whether a new use of an old subject matter is 


patentable. Though the statute does not sanction repatenting an old subject 
matter, it now specifically recognizes a new use as such. 
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that new use,“ most of those who advocated that a pro- 
vision be incorporated into the statute wanted protection 
for the new art or use as such. This appears to have been 
what Judge Hand was referring to when he said, “[A] 
new use ... is in fact closely akin to, if not identical with, 
an ‘art,’ like a process... .”** The use of the process 
type of claim for this class of subject matter was appro- 
priate and achieved the purposes of this class without 
the usual confusion attendant upon the introduction of a 
new class. That is, by protecting the new use only if in 
process form there was no need to draft a new type of 
claim and subject the public to the uncertainty that goes 
with the interpretation of such claims. Of course, the 
other standards of patentability, such as invention, still 
have to be met. Provision has also been made under the 
Act to give the “new use” provision practical effect by 
making it possible to hold the distributor liable as a 
contributory infringer. ‘The doctrine of contributory 
infringement applies to the sale of old compositions for 
use in new processes where the requirements for such in- 
fringement are met. The distributor could now be held 
liable in cases involving a staple article of commerce, as 
most of these do, for actively inducing the infringement 
of such a process claim. 

An example of the need that existed before the revision 

45 See Westmoreland Specialty Co. v. Hogan, 167 Fed. 327 (3d Cir. 1909) ; 
Warren Bros. Co. v. City of Owosso, 166 Fed. 309 (6th Cir.), cert. denied, 
214 U.S. 525 (1909); General Electric Co. vy. Hoskins Mfg. Co., 224 Fed. 
464 (7th Cir. 1915). } 

46 See note 39 supra. Section 100 (b) is only intended to affect the patent- 
ability of a certain class of subject matter, namely, “process” and the reference 
to new use in the provision goes solely to the patentability of the use itself 
and not to the old subject matter so used. It is remarkable how frequently 
the cases and discussions concerning new use have confused or lumped together 
the concept of repatenting the patented subject matter and the patenting of a 
new use of the subject matter. See Jn re Thuau, note 31 supra. Moreover, this 
hazy thinking on composition of matter and its use has been superimposed on 
equally hazy thinking concerning the distinction between class of patentable 
subject matter and invention. It is particularly important, therefore, that 
arguments relating to this subject be clear and explicit as courts here have 
need of a talented bar to guide them. An interesting review, including some 
of the thinking in the past, on this subject can be found in an article by Martin 


A. Ryan in 15 Gro. Wasu. L. Rev. 284 (1947). He emphasizes the significance 
of new environment for the new use. 


a a 2 « We 2 | 





THE PATENT ACT OF 1952 671 


for clarification of the question of whether a product 
could be claimed by its use was the treatment by the 
Supreme Court in Graver v. Linde“ of a process whose 
steps were old, but where the composition employed was 
novel. Under the new Act, it is intended that there will 
be no question as to the patentability of the subject matter 
where the precedural steps in the process are old and the 
novelty resides solely in the substance used in the process. 
In a recent case, Ex parte Hitchins,“ a full Board was 
called upon to interpret Section 100 (b) of the Act and 
pointed up an area of hazy thinking involving “new use,” 
namely, the relation of new use to old subject matter, 
stating, “. . .[T ]he reference [Section 100 (b)] to the 
new use of a known process or machine refers to that class 
of process which has been heretofore recognized as in- 
volving the use of old instrumentalities to produce a dif- 
ferent result... .” “ 

Clearly, a new process or a new machine or composition 
could be patented without resort to the new use doctrine 
before or after the revision. It is only where, as the 
Board states, the “use of old instrumentalities to produce 
a different result” is involved that the doctrine comes into 
play. 

The inclusion of the provision in the Act was clearly 
intended to clarify and broaden the scope of patentable 
invention. 


NON-OBVIOUS SUBJECT MATTER 


Another provision of the new patent act relating to 
patentability that has been misunderstood by some courts 
is Section 103.” 


From even before Hotchkiss v. Greenwood," the 


47 Graver Tank & Mfg. Co. v. Linde Air Products Co., 336 U.S. 271 (1949). 

4899 U.S.P.Q. 288 (Pat. Off. Bd. of App. 1953). 

49 Td. at 292. 

50 Gagnier Fibre Products Co. v. Fourslides Inc., 112 F. Supp. 926, 98 U.S.P.Q. 
9 (E.D. Mich. 1953); Joseph Bancroft & Sons Co. v. Brewster Finishing Co., 
113 F. Supp. 714, 98 U.S.P.Q. 187 (D.N.J. 1953). See note 14 supra. 

5111 Howard 248 (U.S. 1850). 
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courts have required something more than mere novelty. 
However, because anything new must have been created 
or discovered, and because the subject of invention is, in 
the words of Judge Hand, “as fugitive, impalpable, way- 
ward and vague a phantom as exists in the whole para- 
phenalia of legal concepts,” it has been questioned 
whether the concept of invention required by the statute 
should require anything more than novelty. G. Wright 
Arnold’s recommendation at the Hearings™ was an at- 
tempt to close the gap somewhat between novelty and the 
classic concept of invention. His was a valiant effort to 
define one concept™ of invention more objectively. Mr. 
Arnold recommended at the hearings that the following 
paragraph, based on Professor George Litch Roberts’ 
text, “Patentability and Patent Interpretation”™ be 
added ® to Section 103: 


Whenever there is established a new functional relationship be- 
tween any of the factors which are required for rendering an 


52 Harries v. Airking Products Co., 183 F.2d 158, 162 e Cir. 1950). 
52). 


58 Hearings on H.R. 3760, 82d Cong., Ist Sess. 125 (19. 

54 Mr. Arnold’s recommendation was not intended to supersede the larger con- 
cept set forth in the first paragraph of Section 103. It was intended to be a 
smaller, more definite area within the larger concept that could be defined more 
objectively. He believed people dealing with the smaller area would be better 
able to guide themselves, and that it was impossible to advise clients accurately 
concerning the law relating to the larger concept or area expressed in the first 
paragraph of Section 103. Mr. Arnold’s earnestness and persistence had an 
effect on people, and even those who disagreed with him gave his suggestion 
serious thought. 

55“In view of the fact that not a century has elapsed since the Federal 
courts began to consider questions arising under patents for invention, and that 
in every branch of law, much time and long experience are ordinarily required 
for the determination of principles which are to settle its uniform administration ; 
it may be regarded as remarkable, not to say marvelous; that the Supreme 
Court has never yet decided a patent-claim to be void for lack of patentable 
invention in its subject matter, except where no new functional relationship 
was established by or between the thing or things claimed. It is true that the 
reason from time to time assigned for denying patentability to the various 
alleged inventions involved in the one hundred and thirty-one cases cited as 
belonging to this category, have not been explicitly stated in the judicial 
opinions rendered thereon, to be grounded upon the absence of any new func- 
tional relationship in the subject matter claimed; but it is manifest from 
careful analysis that the entire series of such cases may be satisfactorily ex- 
plained and harmonized by the application of such a test. They were all 
decided within a period of seventy-five years, 1850-1925; and they serve to 
show how successful the conservative attitude of the Supreme Court has been 
in preserving the rights of genuine inventors, notwithstanding the difficulties 
attending the discrimination of the new from the old.” Roserts, PATENTABILITY 
AND PATENT INTERPRETATION 170-171 (1927). 

56 See note 54 supra, 
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invention in the industrial art, practically operative, patentable 
novelty shall be found.** 


Despite the fact that this suggestion has been criticized 
in that it may be substituting one set of terms for another 
without changing the meaning®™ and may result in an 
enormous increase of issued patents,” it must be recog- 
nized as an ingenious attempt to cope with a very dif- 


ficult problem. Such original thinking should be en- 
couraged. 


The difficulty the Committee found in including a 
provision on invention in the statute was in the subjective 
nature of the concept and in the fact that it had grown 
up in the courts as a rather amorphous requirement.” 


57 See note 53 supra. 


58 Query: Does his definition actually mean that something new and useful 
should be patentable without regard to the quantum of novelty? A rather 
provocative argument on behalf of a definition very similar to Professor 
Roberts’ is made by Professor Conder C. Henry of George Washington Uni- 
versity in a paper presented before the New York Patent Law Association 
and published in 32 J. Pat. Orr. Soc’y 97 (1950). He there approaches the 
problem of an objective test for invention from the point of view of a mechan- 
ical engineer. See the paper presented before the New York Patent Law 
Association and published in 32 J. Pat. Orr. Soc’y 118 (1950) by P. J. Fed- 
erico; also see Frankl, On Judgments of Patentability, 37 J. Pat. Orr. Soc’y 
125 (1955). 

59 It was feared that the definition might amount to no more than a restate- 
ment of the concept of novelty and, by removing the requirement of invention, 
flood the market with “petty” patents. 


60 See the concurring opinion of Judge Frank in Picard v. United Aircraft 
Corp., 128 F.2d 632 (2d Cir. 1942). Professor Roberts has said: “No question 
of patent law has perplexed Bench and Bar more than that of patentability. 
For the most part, if not invariably, this question has been approached on the 
subjective side; many have been the speculations on the subtle distinction 
between the inventive faculty or ‘genius’ and the skill and ingenuity normally 
exercised by persons skilled in an art; the criteria suggested for the definition 
of this distinction have, the author submits, failed to satisfy the standards of 
logic because quite as subtle, indefinite, and incapable of definition as the 
subjective qualities they are invoked to define.” Roperts, PATENTABILITY AND 
PATENT INTERPRETATION, VIII (1927). 


61 See Hotchkiss v. Greenwood, 11 Howard 248 (U.S. 1850); Reckendorfer 
v. Faber, 92 U.S. 347 (1875); Atlantic Works y. Brady, 107 U.S. 192 (1882) ; 
The Barbed Wire Patent, 143 U.S. 275 (1891); Singer Manufacturing Co. 
v. Cramer, 192 U.S. 265 (1904); Eibel Process Co. v. Minnesota & Ontario 
Paper Co., 261 U.S. 45 (1923); Kirsch Mfg. Co. v. Gould Mersereau Co.. 
6 F.2d 793 (2d Cir. 1925); Paramount Publix Corp. v. American Tri-Ergon 
Corp., 294 U.S. 464 (1935); Cuno Engineering Corp. v. Automatic Devices 
Corp., 314 U.S. 84 (1941); Marconi Wireless Telegraph Co. of America v. 
United States, 320 U.S. 1 (1943) ; Goodyear Tire & Rubber Co. vy. Ray-O-Vac 
Co., 321 U.S. 275 (1944); In re Shortell, 31 C.C.P.A. (Patents) 1062, 142 
F.2d 292 (1944); Sinclair & Carroll Co. v. Interchemical Corp., 325 U.S. 
327 (1945); Hutzler Bros. Co. v. Sales Affiliates Inc., 164 F.2d 260 (4th Cir. 
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Added to this was the sense of urgency” that something 
be done as a result of the criterion adopted in the Cuno 
case,” the so-called “flash of creative genius.” “* Another 
consideration was the critical attitude of some of the 
courts toward issued patents® and the belief in some 
quarters that the standard of invention should be higher “ 
and, conversely, that the presumption of validity, sup- 


1947); Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 127 (1948); 
Jungersen vy. Ostby and Barton Co., 335 U.S. 560 (1949); Great Atlantic & 
Pacific Tea Co. v. Supermarket Equipment Corp., 340 U.S. 147 (1950). 


62 Apparently the direct cause for the introduction of H.R. 5248 of the 80th 
Congress and H.R. 4798 of the 8lst Congress was an attempt to counteract the 
effects of the Cuno case and, of course, to provide the long felt need for a 
statutory definition of invention. Despite the reassurances of the Court of 
Customs and Patent Appeals in Jn re Shortell, supra note 61 and the Supreme 
Court in the Sinclair & Carroll Co. v. Interchemical Corp., supra note 61, the 
concurring opinion of Justices Black and Douglas in Graver Tank and Mfg. Co. 
v. Linde Air Products Co., 336 U.S. 271 (1949) and the views concerning “a 
pronounced new doctrinal trend” in Picard vy. United Aircraft Corp., 128 F.2d 
632 (2d Cir. 1942) convinced many that the only way the attitude of the courts 
could be affected favorably toward patents was to incorporate a test for de- 
termining invention in the Statute. The Hearings on these bills in the 80th 
and 81st Congress indicate that they were drawn mainly to eliminate the so- 
called “flash of creative genius” requirement and, as a result of a proposal 
made by The National Patent Planning Commission [Report 1943 Sec. V, 
Par. A. H. Doc. No. 239, 78th Cong., Ist Sess. 5-6] that a provision be enacted 
as a declaration of policy, they were intended “to lay down a reasonably under- 
standable test by which inventions shall be judged.” The discussion in these 
Hearings should provide background material for an understanding of the 
second sentence of Section 103 of the Code. This sentence originally was intro- 
duced for revision purposes in substantially the same language as in these 
earlier bills. 


63 Cuno Engineering Corp. v. Automatic Devices Corp., 314 U.S. 84 (1941). 


64 “That is to say, the new device, however useful it may be, must reveal the 
flash of creative genius, not merely the skill of the calling.” Jd. at 91 


65 W. Houston Kenyon, Jr., Why Challenge the Court’s View of “Invention”? 
35 A.B.A.J. 480 (1949); William H. Davis, The Impact of Recent Supreme 
Court Cases on the Question of Patentable Invention, 44 Int. L. Rev. 41 
(1949) ; Disposition of Patent Cases by the Courts, a letter to the Patent Bar 
of Chicago from Hon. Evan A. Evans, late member of the United States Court 
of Appeals for the Seventh Circuit, reprinted at p. 96 of the Hearings on 
H.R. 5248 of the 80th Congress. 

66 Justice Douglas’ opinion in the Cuno case, 314 U.S. 84 (1941) and the 
concurring opinion of Justices Douglas and Black in the Graver Tank case, 
336 U.S. 271 (1948) and the A & P case, 340 U.S. 147 (1950). It may be 
that it is not the standard of invention that should be higher but rather the 
standard used to supply funds to the Patent Office for people and facilities to 
examine the invention. The literature on technology has increased tremendously 
in complexity and amount in recent years and the work load of the examiners 
in the Patent Office has followed suit, but the funds, the facilities and the 
number of examiners apparently have not increased proportionately. Under 
such circumstances, with the facilities and manpower provided by private liti- 
gants to search the literature, it is to be expected that some patents will be 
found to be invalid when they reach the courts. 
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posedly accorded decisions of an administrative agency,” 
did not exist in the case of patents.” 

The Judiciary Committee attempted to express the 
subjective concept clearly and simply in as objective terms 
as possible. In fact, the provision paraphrases language 
often used by the courts. The use of the word “inven- 
tion” was avoided in the title of Section 103 ® in an effort 
to employ a less abused word; the heart of the concept 
was very carefully embodied in the phrase “non-obvious 
subject matter,”"® again in an attempt to avoid the 


vagaries that had grown up around the term “invention.” 

The decisions” that had taken the position that no 
change was intended by the first sentence of Section 103 
in the standard of invention set by the case law prior to 


67 See Pacific States Box & Basket Co. v. White, 296 U.S. 176 (1935); 
Courier Post Pub. Co. v. FCC, 104 F.2d 213 (D.C. Cir. 1939); United States 
v. Morgan, 313 U.S. 409 (1941); Ohio Bell Telephone Co. v. Public Utilities 
Comm. of Ohio, 301 U.S. 292 (1937). 

68 Though Judge Kenyon states “That there is a presumption of validity, 
utility, and invention from the fact that a patent has been issued. 
follows this by a sympathetic reference to the opinion of the trial court which 
includes the statement: “The situation casts doubt upon the wisdom and logical 
truth of ascribing presumptive validity in even a close case, from the fact of 
the grant.” Graham Paper Co. v. International Paper Co., 46 F.2d 881, 885 
(8th Cir. 1931); “The presumption of validity of administrative grant has 
been in recent years almost reduced to nullity in patent cases.” Jacuzzi Bros. 
Inc. v. Berkeley Pump Co., 191 F.2d 632, 634 (9th Cir. 1951). 

69 “§ 103. Conditions for Patentability; non-obvious subject matter.” 35 
U.S.C. § 103 (1952). 

70 Webster’s New International Dictionary, Second Edition (1953), defines 
the word “obvious” to mean, “easily discovered, seen, or understood; plain; 
evident; as an obvious meaning, remark, defect.” In a letter to the New 
York times dated Aug. 26, 1953 and published four days later, Edwin H. Arm- 
strong, the inventor of the frequency modulation system, the superheterodyne . 
and the regenerative circuit made the following suggestion concerning “obvious- 
ness”: “May I, as one who has worked in the field of invention for forty 
years, suggest another test—one that I believe is infallible if it can be applied— 
although it may not always be available to the trier of the fact. The test is 
this: Find what the men skilled in the art, who had worked on the problem 
unsuccessfully, said or wrote at the time the invention was brought to their 
attention. That is the best judgment that can ever be obtained of what was 
obvious when the invention was made.” Some people have found fault with 
this term on the ground that one ambiguous term has been substituted for an- 
other. It is not believed that this subject can be cleared up by means of a 
new term. However, it is hoped that in the future when more is learned 
about relating various other fields to patents and when the minds in those other 
fields can be put to work on this subject more progress will be made. See 
OPPENHEIM, CASES ON TRADE REGULATIONS, 5; also see the brochure issued 
by the Patent, Trade-mark and Copyright Foundation of The George Washing- 
ton University entitled “The Patent Foundation in the Nation’s Capital.” 

71 See note 50 supra. 
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the effective date of the revision are based on a misunder- 
standing of the drafters’ intent. It is still too early, how- 
ever, to say whether the efforts of the revisers have been 
wholly without effect in this matter. An example of how 
such a misunderstanding may arise is found in the de- 
cision of Judge Bazelon in New Wrinkle Inc. v. Wat- 
son" where he gave as his opinion, in discussing Section 
103, that the new act had not “relaxed case law criteria 
for invention” in view of a statement made by Senator 
Wiley” in an exchange with Senator Hendrickson on 
the floor of the Senate and an exchange the next day be- 
tween Senators Saltonstall and McCarran. However, ref- 
erence to these exchanges as set forth in the Congressional 
Record indicates that Senator Wiley’s statement that the 
Act was a restatement and the answer of Senator Mc- 
Carran to a question of Senator Saltonstall to the effect 
that the Act was a codification were clearly impromptu 
and incomplete. Senator McCarran, directly after these 
colloquies took place, inserted a statement on the same 
page of the Congressional Record as that of the later 
exchange, when the bill was passed, that some changes 
had been made.” 


FLASH OF GENIUS 


The second sentence of Section 103 originated as a 
second paragraph in that section and formerly read, 


72206 F.2d 421, 96 U.S.P.Q. 438 (D.C. Cir. 1953). 

73 The bill had passed the Senate on July 3, 1952. Subsequently, on the same 
day, Senator Hendrickson asked for a reconsideration and that the bill be 
passed over on behalf of Senator Langer. Faced by this unexpected situation, 
Senator Wiley made an impromptu statement to indicate, apparently, that the 
bill was substantially non-controversial and that it had received a good deal of 
consideration. The bill was placed at the foot of the calendar and considered 
the next day when another exchange took place between Senator Saltonstall 
and Senator McCarran, the chairman of the Judiciary Committee that reported 
the bill out. The latter inserted a written prepared statement into the record to 
clarify and further explain the very brief, extemporaneous, oral statements made 
on the floor in the rush of business at the close of the session of the Congress 
when the bill came up for consideration. 

7498 Cong. Rec., 9097, 9323 82d Congress, July 4, 1952. See note 73 supra. 

™ See note 74 supra. Senator McCarran’s statement inserted in the record 
at this point reads in part as follows: “In view of the decisions of the Supreme 
Court and others as well as trial by practice and error there have been some 
changes in the law of patents as it now exists and some new terminology used.” 
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“Patentability as to this condition shall be determined by 
the nature of the contribution to the art, and shall not be 
negatived by the manner in which such contribution may 
have been accomplished.” In view of the statement in 
the concurring opinion of the Great 4 & P case" in re- 
gard to pushing “back the frontiers of chemistry, physics 
and the like; to make a distinctive contribution to scien- 
tific knowledge,” ” it was not surprising to find growing 
support for transforming the phraseology (especially the 
elimination of the term “contribution”) of this second 
paragraph into the short, but pithy second sentence read- 
ing, “Patentability shall not be negatived by the manner 
in which the invention was made.” * 

With the enactment of the second sentence of Section 
103 aimed directly at the “flash of genius” decisions” 
and the explanation in the House Report of the distinc- 
tion between art and science in the early days, namely, 
that science had the meaning of knowledge in general 
and that useful arts referred to discovery,” it was thought 


76 Great Atlantic & Pacific Tea Co. vy. Supermarket Equipment Corp., 340 
U.S. 147 (1950). 

77 Td. at 154. The concurring opinion had been well publicized in the news- 
papers and had had impact on the judiciary as well. See Avery v. Ever Ready 
Label Corp., 104 F. Supp. 913, 93 U.S.P.Q. 399 (D.N.J. 1952); Colclough, 
infra note 205. 

78 The language in H.R. 4798 of the 81st Congress to the effect that patent- 
ability “shall be determined objectively by the nature of the contribution to the 
advancement of the art, and not subjectively by the nature of the mental 
process by which the invention . .. may have been accomplished” was changed 
to “shall be determined by the nature of the contribution to the art, and 
shall not be negatived by the manner in which such contribution may have 
been accomplished” in order not to jeopardize the inventor whose main contri- 
bution lay in determining the cause of a problem, the solution itself being within 
the skill of the art. There was considerable doubt, however, as to whether 
a patent examiner would be in a position to determine the nature of the 
“contribution” to the art before the invention was put into commercial use, and 
it appeared to place undue emphasis on commercial success. Moreover, “The 
nature of the contribution to the art,” stemming from a declaration of policy, 
was the broad statement on patentability in H.R. 4798 of the 81st Congress and 
appeared redundant when combined with the provision in the first sentence of 
Section 103 which served a broad purpose. Accordingly, the language was 
changed to the present provision. 

79 “The second sentence states that patentability as to this requirement is not 
to be negatived by the manner in which the invention was made, that is, it is 
immaterial whether it resulted from long toil and experimentation or from a 
flash of genius.” Reviser’s Note on 35 U.S.C.A. § 103 (1954). See Cuno 
Engineering Corp. v. Automatic Devices Corp., 314 U.S. 84 (1941) ; The Great 
— & Pacific Tea Co. v. Supermarket Equipment Corp., 340 U.S. 147 
(1950). 

80 H.R. Rep. No. 1923, 82d Cong., 2d Sess. 4 (1952). 
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that the “genius who pushed back frontiers of science” ™ 
would finally be laid to a well-earned rest. The House 
Report went on to state that many of the earlier patent 
laws were entitled, “Acts to promote the progress of use- 
ful Arts” and that Jefferson, though not a patentee him- 
self, invented a number of devices, mostly gadgets.” 
However, before the body of this scientific genius who 
had no time for gadgets spawned by the Patent Office“ 
had grown cold, the United States District Court for the 
Northern District of California in Thys v. Oeste referred 
to “. . . gadgets that obviously have had no place in the 
constitutional scheme of advancing scientific knowl- 
edge.” 84 

The Committee used language in Section 103, and in 
the Report that indicated that the Congress intended the 
standard of invention to be applied with moderation.* 
The Report states that this is one of the two major 
changes“ in the Act and that it “should . . . minimize 


81 See concurring opinion of Mr. Justice Douglas and Mr. Justice Black in 
The Great Atlantic & Pacific Tea Co. vy. Supermarket Equipment Corp., 340 
U. S. 147 (1950). 

82“The Constitution never sanctioned the patenting of gadgets. Patents 
serve a higher end—the advancement of science. An invention need not be 
as startling as an atomic bomb to be patentable. But it has to be of such 
quality and distinction that masters of the scientific field in which it falls will 
recognize it as an advance. . . . The Patent Office, like most administrative 
agencies, has looked with favor on the opportunity which the exercise of dis- 
cretion affords to expand its own jurisdiction. And so it has placed a host 
of gadgets under the armour of patents—gadgets that obviously have had no 
place in the constitutional scheme of advancing scientific knowledge.” Com- 
parison of the above excerpts from the A. & P. case, note 81 supra at 155, 156 
with the suggestion of Edwin H. Armstrong, note 70 supra, reveals quite clearly 
the different attitudes of these men. 

88 “The patent involved in the present case belongs to this list of incredible 
patents which the Patent Office has spawned.” See note 81 supra at 158. 
my 111 F. Supp. 665, 665, 96 U.S.P.Q. 294, 294 (N.D. Cal. 1953). See note 

supra. 

85“That provision [Sec. 103] paraphrases language which has often been 
used in decisions of the courts, and the section is added to the statute for uni- 
formity and definiteness. This section should have a stabilizing effect and mini- 
mize great departures which have appeared in some cases.” H.R. Rep. No. 
1923, 82d Cong., 2d Sess. 7 (1952). 

86 “The major changes or innovations in the title consists of incorporating a 
requirement for invention in Sec. 103 and the judicial doctrine of contributory 
infringement in Sec. 271.” H.R. Rep. No. 1923, 82d Cong., 2d Sess. 5 (1952). 
It should be noted that despite the fact that the concept of invention had origi- 
nated and grown up as a judicial doctrine, the word “judicial” is used to modify 
contributory infringement and not invention in this sentence. This omission is 
another indication that the intention was not to incorporate the strict judicial 
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2) 87 


great departures which have appeared in some cases. 
If a random sampling of the items included in the re- 
vision is taken, some rather convincing evidence can be 
adduced of Congressional intent to moderate the strict 
interpretation of the courts and to encourage the courts 
to take a more friendly attitude toward patents, a prac- 
tice from which they had departed in certain cases.” 
Some examples of that intention are the last sentence of 
Section 103,° the Reviser’s Note that “it is immaterial 
whether the invention resulted from long toil and experi- 
mentation or from a flash of genius,” * and the explana- 
tion in the Report of the distinction between science and 
useful arts “ indicating that the founding fathers intended 
that patents should issue for useful arts. It is quite clear 
from such evidence that the departures referred to in 
the Report ” were those which raised the standard of in- 
vention and prompted Mr. Justice Jackson’s much quoted 
remark that “... the only patent that is valid is one which 
this court has not been able to get its hands on.” ** What 


other interpretation could there be considering the 
period “ in which the revision was drafted, the people ” 
who aided in the work, and the overall tenor * of the act? 


standards of invention found in the decisions of the courts at the time the re- 
vision was drafted. These unfavorable decisions of the Supreme Court and 
the decisions of the lower courts, in response to the strict interpretations of 
the Supreme Court, were the “great departures” referred to in the report. 
These were the types of departure taking place at that time. 

87 See notes 85 and 86 supra. 

88 Judge Hand in Picard v. United Aircraft Corp., 128 F.2d 632, 636 (2d 
Cir. 1942) characterized the cumulative effect of the unfavorable decisions as 

“a pronounced new doctrinal trend” toward a higher standard of invention. 

89 See note 78 supra. 

90 See note 79 supra. 

91 See note 80 supra. 

82 See notes 85 and 86 supra. 

93 Jungersen v. Ostby & Barton Co., 335 U.S. 560, 572 (1949). 

94 See note 86 supra. 

95 H.R. Rep. No. 1923, 82d Cong., 2d Sess. 3 (1952); Testimony of Henry 
Ashton, Hearings on H.R. 3760, 82d Cong., 1st Sess. 21-34 (1952). 

96 The type of judicial and statutory law incorporated in the Act and the 
type of revisions made in the laws are clearly revealed in the following: 
35 U.S.C. §§ 100, 101, 102, 103, 104, 111, 112, 115, 116, 118, 119, 120, 121, 
122, 131, 132, 133, 134, 135, 141, 145, 146, 154, 251, 252, 253, 254, 255, 256, 261, 
262, 266, 271, 281, 282, 283, 284, 285, 286, 287, 288, 289, 291, 292, 293 (1954). 
The tenor can also be observed in some of the material that was considered 
and left out of the revision either because it was not favored or because it 
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It is very encouraging, however, to report that the 
courts generally have been very much aware of the intent 
of the Congress in regard to the rejection of the “flash 
of genius” test.” 


PRESUMPTION OF VALIDITY 


The drafters realized that in view of the treatment of 
the presumption of validity in the past by the courts“ 
Statutory sanction was needed to encourage the judiciary 
to pay it something more than lip service.” This was 
necessary if the anticipated moderation of the courts’ at- 
titude toward the standard of invention was to be effec- 
tive. It was believed that this affirmative declaration by 
the Congress would be of real value in strengthening the 
presumption and in closing this so-called back door.*” 
Accordingly, the presumption of the validity of patents *” 
was incorporated into the statute for the first time. This, 
in reality, amounts to a recognition of the presumption of 
invention.” 


was believed to be too controversial. There is no provision in the Act for 
compulsory licensing as in foreign countries though it was discussed. A sug- 
gestion was made to limit proof of invention to no earlier than two years prior 
to the application date. This was not accepted. A proposal to make the 
maximum term twenty years from the filing date was also not accepted. The 
subjects of maintenance and renewal fees, the revocation of patents, short term 
and minor patents, and patents of addition were considered and all rejected. 
Other provisions relating to the compulsory recording of licenses, various pro- 
visions for license agreements, and a section giving the President of the United 
States authority to issue regulations concerning the licensing of government 
owned patents were discussed and rejected. 

97 See Gagnier Fibre Products Co. v. Fourslides Inc., 112 F. Supp. 926, 98 
U.S.P.Q. 9 (E.D. Mich. 1953); Pacific Contact Laboratories Inc. v. Solex 
Laboratories Inc., 209 F.2d 529, 100 U.S.P.Q. 12 (9th Cir. 1953). There are 
exceptions such as Judge Hannay’s opinion in The J.R. Clark Co. v. Murray 
Metal Products Co., 114 F. Supp. 224, 230, 99 U.S.P.Q. 209, 213 (S.D. Tex. 
1953), which includes the statement that “. . . the combination here involved 

. . does not reveal the flash of creative genius necessary to constitute it an 
invention.” 

98 See note 68 supra. 

99 See note, The New Patent Act and the Presumption of Validity, 21 Geo. 
Wasu. L. Rev. 575 (1953). 

100 The effect of a weakening of the presumption of validity, since it includes 
a presumption of invention, is equivalent to raising the standard of invention. 

101 35 U.S.C. § 282 (1952). 

102 A major obstacle to an effective presumption of validity has been the 
rising standard of invention. Invention is one of the prerequisites of validity, 
and if there is to be a presumption of validity, there must also be a presumption 
of invention. The courts cannot effectuate the presumption of validity even 
though they specifically recognize it, if they nullify it at the same time, by 
raising the standard of invention. 
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The provision was intended to declare the existing*™ 
presumption of the validity of patents. The Reviser’s 
Note so states.** Apparently the trend toward a higher 
standard of invention by the Supreme Court,’ the fluctu- 
ating position of the courts on the presumption of validity 
in recent years,’ and certain practices of the Patent 
Office *” led some to the conclusion that there was no ex- 
isting *** presumption. 

The inclusion of the presumption in the law was ob- 
jected to by the Department of Justice. The Department 
termed this presumption a qualified rule of evidence 
which did not remain valid where, for example, the 
Patent Office failed to consider prior art.*” In fact, it 
was suggested that the presumption could be made real 
only if provision were made for adversary proceedings 
so that the patent would not be regarded the result of 


108 “This was the case law [that the patent is presumed valid and that the 
burden of establishing invalidity rests on party asserting it] long before the 
new act was written and merely put into statutory form what courts had long 
been holding.” Gagnier Fibre Products Co. v. Fourslides Inc., 112 F. Supp. 
926, 98 U.S.P.Q. 9, 12 (E.D. Mich. 1953). See Radio Corporation of America 
v. Radio Engineering Laboratories, 293 U.S. 1, 2 (1934); Park-In Theaters v. 
Rogers, 130 F.2d 745, 747 (9th Cir. 1942); General Motors Corp. v. Kesling, 
164 F.2d 824, 827 (8th Cir. 1947), cert. denied, 333 U.S. 855 (1948); Tropic- 
Aire, Inc. v. Sears, Roebuck & Co., 44 F.2d 580, 591 (8th Cir. 1930); Cover 
v. Chicago Eye Shield Co., 111 F.2d 854, 858 (7th Cir. 1940); Pattinson vy. 
Marzall, 100 F. Supp. 787, 788 (D.D.C. 1951). 

104“The first paragraph declares the existing presumption of validity of 
patents.” Reviser’s Note on 35 U.S.C.A. § 282 (1954); H.R. Rep. No. 1923, 
82d Cong., 2d Sess. 29 (1952). 

105 See note 65 supra. 

106 See Park-In Theaters, Inc. v. Rogers, 130 F.2d 745 (9th Cir. 1942); 
Mumm v. Jacob E. Decker & Sons, 301 U.S. 168 (1937); Crowell v. Baker 
Oil Tools, Inc. 153 F.2d 972 (9th Cir. 1946) ; Radio Corporation of America v. 
Radio Engineering Laboratories, Inc., 293 U.S. 1 (1934). 

107 “The policy of the Overstrom case is criticized by Guascock 1934 § 88, 
which points out the inconsistency between the practice of the Office in allow- 
ing claims because it is doubtful whether they should be rejected, and the 
practice of the courts in sustaining them because of presumption of validity aris- 
ing from the grant.” McCrapy, Patent OFrrice Practice 132 (2d ed. 1946). 

108 To appreciate the difficulty some writers have had with determining the 
existing presumption of validity, see Note, The New Patent Act and the Pre- 
sumption of Validity, 21 Gro. Wasu. L. Rev. 575, 585 n. 73 (1953). 

108 Hearings, note 21 supra, at 97: “The Department objects to these pro- 
visions since at present the presumption of validity is not embodied in a 
statute and is merely a qualified rule of evidence. Also under present law this 
presumption does not always hold true, for example in cases where the Patent 
Office fails to cite or consider pertinent references or prior art.” 
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ex parte consideration.”® This latter suggestion was not 
quite as extreme as the opinion of a somewhat discouraged 
few who felt that the only existing presumption was one 
of invalidity rather than validity. 

The presumption of validity is only one of a number 
of provisions giving the grant of a patent enhanced 
status. Another example is the clarification in the revision 
of the somewhat inaccurately stated principle that “...a 
patentee is entitled to the exclusive right to make, use, 
and vend the invention or discovery.”*” Now for the 
first time, the Statute, in Section 154 states what the patent 
grant actually is, namely, a right to exclude others. 


110 Hearings, note 21 supra, at 220. Judge Clarence G. Galston in a letter to 
the chairman of the Judiciary Committee wrote: “Now another matter: 
Courts have lightly treated the so-called presumption of validity which is sup- 
posed to attach to the grant of a patent. Such a presumption could be made 
real and not merely figmentary if in the proposed legislation provision were 
made for adversary proceedings. Such proceedings could take the form, either 
before issuance of the patent but after publication of allowed claims in the 
Patent Office Gazette, of opposition, or of cancellation proceedings after the 
patent issued. The effect of such a provision would be that when the patent 
reaches the court for adjudication it could no longer be regarded as the result 
of merely ex parte consideration.” It was felt that the procedures for obtain- 
ing a patent were too involved and time consuming to add cancellation or 
opposition proceedings unless the present provisions for inter partes proceedings 
were radically curtailed or altered. 

111 “Therefore, in consideration of this patent, the court has treated it as 
though the burden was upon the patentee to establish validity. In no other way 
can the trial courts, under the present winds of doctrine, find whether a patent 
is strongly rooted enough so that it will not be uprooted.” Myers v. Beall 
Pipe & Tank Corp., 90 F. Supp. 265, 268 (D. Ore. 1948). 

112 See 35 U.S.C. § 40 (1946) (R.S. 4884, amended May 23, 1930, 46 Srar. 


6). 

113 “While even formerly there had been no doubt that the patent confers 
upon the patentee the ‘exclusive property in the patented invention,’ [James v. 
Campbell, 104 U.S. 356, 358 (1881)] the exact character of the powers thus 
conferred had been subject to ambiguity. The old patent law provided that a 
patent should contain ‘...a grant . .. of the exclusive right to make, use, 


and vend the invention or discovery. . . [Rev. Stat. Sec. 4884, as amended, 
46 Stat. 376 (1930), 35 U.S.C. Sec. 40 (1946)]. But the Supreme Court had 
found fault with this phrasing and pointed out that the Government was not 
granting the patentee the common law right to make, use and vend; that all 
that it conferred by the patent was the right to exclude others from making, 
using or vending the invention. [Crown Die Co. v. Nye Tool Works, 261 U.S. 
24, 35, 36 (1923)]. The new act brings the statutory language into harmony 
with that analysis and defines the patent as ‘a grant .. . of the right to exclude 
others from making, using or selling the invention.’ [66 Star. 804 (1952), 35 
U.S.C.A. § 154 (Supp. 1952)]. One of the purposes of this modification was to 
make it clear that the owner of a subservient patent could not exploit the 
invention without license from the owner of the dominant patent, a principle 
long recognized by the case law. [Smith v. Nichols, 21 Wall. 112, 119 (U.S. 
1874) ; Temco Electric Motor Co. v. Apco Mfg. Co., 275 U.S. 319, 328 (1928) ; 
United States v. Line Material Co., 333 U.S. 287, 291 (1948)].” Riesenfeld, 
The New United States Patent Act in the Light of Comparative Law, 36 J. 
Pat. Orr. Soc’y 406, 430 (1954). 
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Section 261, also for the first time, states that patents shall 
have the attributes of personal property.“* These are 
clear indications of the Congressional intent to enhance 
the effectiveness of the patent. 


CHANGE REGARDING MEANS PLUS FUNCTION CLAIMS 


The courts have not been entirely consistent on means 
plus function claims.“* Some decisions have discouraged 
the use of means clauses in claims;** others have held 
that a combination including a means clause in a claim 
is not necessarily bad.” Though the desire to limit the 
claims to the invention is evident in the decisions,** the 
measure of monopoly granted has fluctuated.“° The 
problem has been, essentially, how to write the claim so 
that it will particularly point out and distinctly claim 
the invention.” Setting such metes and bounds has 


114A patent gives the patentee title to an intangible, incorporeal right in 
the nature of a privilege or franchise, a title which continues to exist until 
divested by a voluntary grant or other legal means of divestment. The right 
granted is property—property of the patentee—which, in so far as its in- 
corporeal nature permits, is subject to the general laws relating to such property, 
and is surrounded by the same rights and sanctions which attend all other 
property. 

“The right or privilege, however, is personal to the owner thereof, has no 
situs separate from the individual holding it, and can be reached by the 
Courts only by securing jurisdiction of him. In the U.S. a patent right has 
no definite situs within the territorial jurisdiction of any state court but is co- 
existant in every state.” 48 C.J. Patents § 8, p. 18. 

115 Heidbrink v. McKesson, 290 Fed. 665 (6th Cir. 1923), cert. denied, 263 
U.S. 723 (1924); Goodwin v. Carloss Co., 116 F.2d 644 (6th Cir. 1941); 
Hildreth v. Mastoras, 257 U.S. 27 (1921); Ex parte Knudsen, 1895 Com. Dec. 
29; Morley Sewing Machine Co. v. Lancaster, 129 U.S. 263 (1889); Conti- 
nental Paper Bag Co. v. Eastern Paper Bag Co., 210 U.S. 405 (1908); Davis 
Tne Machine Co. v. New Departure Mfg. Co., 217 Fed. 775 (6th Cir. 

116 Heidbrink v. McKesson, 290 Fed. 665 (6th Cir. 1923), cert. denied, 263 
U.S. 723 (1924). 

117 Hildreth vy. Mastoras, 257 U.S. 27 (1921); Continental Paper Bag Co. v. 
Eastern Paper Bag Co., 210 U.S. 405 (1908). 

118 O’Reilly v. Morse, 15 How. 62 (U.S. 1853); see also Phelan, Function- 
ality in Claims 31 J. Pat. Orr. Soc’y 833 (1949). 

119 “A mature view of the subject concludes that the question of what consti- 
tutes a reasonable measure of monopoly must be answered upon a basis of 
broad social issues; in other words, the only criterion is what seems reason- 
able and just to the judge in the light of his training and philosophical tenets: 
Guascock 1943 §§ 5030, 5300. This view seems to have been accepted in an- 
other recent test [Biesterfeld, 1943, Patent Law for Chemists, Engineers and 
Students, p. 49] and has found acceptance in court [Monsanto Chemical Co. v. 
Coe, 145 F.2d 18.]” McCrapy, Patent OFrrice Practice 78 (2d ed. 1946). 

120“The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention.” 35 U.S.C. § 112 (1952). 





684 THE GEORGE WASHINGTON LAW REVIEW 


proved a difficult task in that it involves a matter of ex- 
quisite judgment. The interpretation of the statute, the 
criteria to be employed,” the significance of the inven- 
tion,”* the social consciousness of the court,* the lan- 
guage limitations that had grown up around claim draft- 
ing *°—all contributed to the complexity of the problem. 

In Section 112 the drafters attacked the functionality 
problem in several ways. To make it clear that claims 
were not intended to be a description of the invention,” 
the clause relating to the claim in the section was made a 
separate paragraph. The requirement for disclosing the 
best mode of carrying out the invention was stated as ap- 
plicable to all types of invention to provide further 
clarity in all cases by means of a specific example in the 
specification,” and a new third paragraph relating to 


121 The third paragraph of Section 112 must be interpreted in conjunction 
with the first and second paragraphs. See Jn re Arbeit and LaBurthe, 206 F.2d 
947, 99 U.S.P.Q. 123 (C.C.P.A. 1953); Ex parte Ball and Hair, 99 U.S.P.Q. 
146 (Pat. Off. Bd. of App. 1953). 

122 Ex parte Knudsen, 1895 Com. Dec. 29 divided functional claims into four 
classes. See Spintman, Functional Claims, 31 J. Pat. Orr. Soc’y 807 (1949) 
for a rule, its exception and ten points on practice under the rule, based on 
his study of cases in which a claim purports to define over the prior art at 
the very point of novelty by a statement of function. 


123 “An exception to the rule exists where the invention is revolutionary in a 
pioneering field.” This is the exception referred to in Spintman, note 122 supra, 
at 831. 

124 See note 118 supra. 

125 Kent, Patents De-Pending, 32 J. Pat. Orr. Soc’y 18 (1950). 


126 There has been some confusion in the past between the requirements for 
the description and those for the claims. See General Electric Co. v. Wabash 
Appliance Corp., 304 U.S. 364 (1938); Klein, Gill v. Wells as a Precedent 
for the Halliburton Decision, 31 J. Pat. Orr. Soc’y 184 (1949). The claims 
are a part of the specification though separated from the main body of the 
specification. The physical separation of the paragraph on claims is intended 
solely to point up the separation of the function of definition for the claims 
from that of description for the main body of the specification. To require a 
description in the claims would in effect be requiring two similar descriptions 
in the same part of the application. 

127 “The clause in the old statute relating to machine patents and requiring 
the best mode in such cases has been omitted as unnecessary and a clause has 
been added requiring that the specification ‘shall set forth the best mode con- 
templated by the inventor of carrying out his invention.’ Although not the 
same, this requirement is partly derived from and replaces the first defense 
specified in old R.S. 4920 (see under section 282) as well as being a revision 
and extension of the old clause which related only to machines. This require- 
ment, it should be noted, is not absolute, since it only requires disclosure of the 
best mode contemplated by the inventor, presumably at the time of filing the 
rity aan Federico, Commentary on the New Patent Act, 35 U.S.C.A. 25 
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functional claims, to be construed by the description in 
the specification,” was added. 

The first paragraph of Section 112 still requires that 
the written description of the invention and the manner 
of making and using it be in “full, clear, concise and 
exact terms,” and a second paragraph makes it necessary 
that the claims “point out” the invention.” The phrase- 
ology and format of these paragraphs, however, are now 
designed specifically to distinguish between functions, 
namely, description for the specification and definition 
(meaning to mark the limits) for the claims.” A clear 
presentation of the function of each of the elements of 
the specification was important in dealing with the prob- 
lem of functionality as each element was bound to be 
reciprocally affected by the other elements in interpre- 
tations of the Act.*™ 

Perhaps the most significant new contribution of Sec- 
tion 112 to the problem of functionality of claims lies in 
the last paragraph. Here for the first time is statutory 
recognition of the means clause which had grown up in 
claim drafting to cover the contribution of the inventor 
in certain cases where strictly structural terms appeared 
to be unnecessarily cumbersome or inadequate.** The 
means clause or element employed a statement of func- 
tion to define it and its place in the claim. This type of 
clause has had more to offer in the way of definition than 
the terminology sometimes utilized in claims, such as the 
phrase “substantially as described,” ** to claim the inven- 
tion set forth in the specification.*** This latter type of 

128 See note 126 supra. 

129 The prior statute dealing with this subject was Rev. Star. § 4888 (1875). 

130 “The clause relating to the claim is made a separate paragraph to empha- 
size the distinction between the description and the claim or definition, and the 
language is modified.” Reviser’s Note on 35 U.S.C.A. § 112 (1954). See note 
126 supra. 

131 See note 121 supra. 

182 See notes 116 and 117 supra. 

188 Seymour v. Osborne, 11 Wall. 516 (U.S. os Eibel Process Co. v. 
Minnesota & Ontario Paper Co., 261 U.S. 45 (1923). 


134 The attitude of foreign countries on this subject generally has been 
quite liberal in recent years. In foreign countries the claims are usually of a 
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clause is no longer used, and when it does appear, most 
courts simply ignore it.** 

The thinking on which “functionality” is based can be 
traced back to the old cases*** which rejected the claim 
for stating merely what is to be accomplished because 
such a claim embraced everything for the same purpose 
and interfered with future development. As things be- 
came more complex, this concept was modified.” It 
simply became more and more difficult or cumbersome 
to define the thing entirely in terms of what it was, and 
the problem in semantics was gradually recognized by the 
courts. Thus, in so-called basic contributions or where 
the court was satisfied that only connective or adjunctive 
elements, not the real gist or point of the invention, was 
involved,*** the courts permitted means plus a statement 
of function. The courts held that if the invention lay in a 
definite structure or element in the combination, it had to 
be recited structurally.“ On the other hand, they also 
held that if a machine was capable of definition as a 


plurality of elements, each consisting of a means plus a 
statement of function, such a claim was not improper in 
the case of basic or pioneer inventions since a machine is 
an organization composed of individual functions associ- 
ated in accordance with some fixed law of operation.**° 


nominal type and are designed to give the inventor broad protection. The 
emphasis appears to be on the contribution rather than the drafting technique. 
This reflects the present attitude of these countries toward their inventors. 
Foreign countries now, in most cases, hold them in great esteem and honor 
them, as creators, as highly as they do their writers, painters and other artists. 

185 This phrase is implied in all claims whether present or not. Beach v. 
Hobbs, 82 Fed. 916 (C.C. Mass. 1897); Trico Products Corp. v. Apco- 
Mossberg Corp., 45 F.2d 594 (1st Cir. 1930); Hazeltine Corp. v. Abrams, 
79 F.2d 329 (2d Cir. 1935). 

136 Q’Reilly vy. Morse, 15 How. 62 (U.S. 1853); Telephone Cases, 126 U.S. 
1 (1887). 

1387 See note 117 supra. 

188 Davis Sewing Machine Co. v. New Departure Mfg. Co., 217 Fed. 775 
(6th Cir. 1914) ; Goodwin vy. Carloss Co., 116 F.2d 644 (6th Cir. 1941) ; Eastern 
Dynamite Co. v. Keystone Powder Mfg. Co., 164 Fed. 47 (C.C.M.D. Pa. 1908). 

189 Halliburton Oil Well Cementing Co. v. Walker, 329 U.S. 1 (1946). 

140 Jn re Ewald, 108 F.2d 250 (C.C.P.A. 1939) ; Bake-Rite Mfg. Co. v. Tom- 
linson, 16 F.2d 556 (9th Cir. 1926); Morley Sewing Machine Co. v. Lancaster, 
129 U.S. 263 (1889) ; American Steel and Wire Co. v. Denning Wire & Fence 
Co., 160 Fed. 108 (C.C.N.D. Iowa 1908); Continental Paper Bag Co. v. 
Eastern Paper Bag Co., 210 U.S. 405 (1908). 
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That is, the invention lay in the combination itself, and 
such a claim would merely cover equivalents of the com- 
ponent elements. 

The third paragraph is not intended to affect a claim 
covered by a single recitation of means plus a statement 
of function. That type of claim is generally recognized 
as an attempt to monopolize all means for producing the 
stated result and is equivalent to claiming the result.” 
This objection also maintains where the elements are all 
nominal elements, except for the statement of function.“ 

The third paragraph is intended to extend to all combi- 
nation claims what courts generally were permitting for 
so-called basic inventions. Considering the dearth of 
really basic inventions*“* and the lack of agreement by 
the courts as to what they were, it did not seem practical 
to retain the basic standard. In fact the lack of unusual 
significance of many of the so-called basic contributions 
and the courts’ diverse responses indicate that the courts 
were probably reacting to other stimuli such as social 
pressures.” It was felt by the drafters that means claims 
should be permitted in combination claims because a 
combination claim was in all cases a claiming of a rela- 
tionship or association of elements. The claim must par- 
ticularly and distinctly point out what elements are in 
the relationship and how they are related, but the con- 
struction of the elements may be left to a full, clear, con- 
cise, and exact description of those elements in the speci- 
fication. To provide for the proper interpretation of the 


141 Hildreth v. Mastoras, 257 U.S. 27 (1921); Henry v. Los Angeles, 230 
Fed. 457 (S.D. Cal. 1916) ; Union Match Co. v. Diamond Match Co., 162 Fed. 
148 (8th Cir. 1908); General Electric v. Sundh Electric Co., 251 Fed. 283 
(2d Cir. 1918). 

142 Ex parte Bullock, 1907 Com. Dec. 93. 

143 In re Gardner, 1909 Com. Dec. 306. 

144 “Two distinguished American scientists recently stated that the five major 
inventions of the past two centuries have been: 1—Steam Power, 2—Use of 
electricity, 3—Airplane, 4—Radio, 5—Atomic Energy. From this viewpoint 
most of our patents are not really basic.” Stavely, A Research Viewpoint of 
Patents, 37 J. Pat. Orr. Soc’y 79, 80 (1955). 

145 See note 118 supra. 
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claims commensurate with the invention, the doctrine of 
equivalents “* is specifically mentioned in the section. 

The Act now permits combination claims whether or 
not they are basic or have a means clause at the exact 
point of novelty. This does go farther than courts have 
gone in the past. Of course, if the applicant desires to 
protect the new element itself, he must claim it. How- 
ever, if he desires to protect the combination of that ele- 
ment with other elements, he need only claim the combi- 
nation. Such a combination claim would be protection 
solely for the relationship or association in the combina- 
tion of the structure, material or acts described in the 
specification corresponding to the elements claimed and 
their equivalents. 

Greater use of means in combination claims should 
simplify claim drafting and add to their clarity. The 
courts and the Patent Office, however, have been reluc- 
tant to liberalize the claiming in this area too rapidly. 
The lack of new structural terminology to keep pace with 
the increasing complexity of modern technology* will, 
in the long run, favor the practical advantages of “means” 
claims where they are described in full, clear, concise and 
exact terms in the specification. Thus eventually will be 
achieved for patentees the full measure of discretion in- 
tended by the Congress. It should be noted that this is 
the first time, and this is the only place, the term “equiv- 
alent” is specifically mentioned in the Act. 


146 Courts have interpreted means-function clauses to protect what is dis- 
closed and equivalents. See Ford Motor Co. vy. Gordon Form Lathe Co., 87 
F.2d 390 (6th Cir. 1937); Buono vy. Yankee Maid Dress Corp., 77 F.2d 
274 (2d Cir. 1935). 


147 In, re Arbeit and LaBurthe, 206 F.2d 947, 99 U.S.P.Q. 123 (C.C.P.A. 
1953); Ex parte Ball and Hair, 99 U.S.P.Q. 146 (Pat. Off. Bd. of App. 1953). 


148 See note 125 supra. Methods of classification and technical information 
recovery have also been based on structure rather than function since it is 
considered difficult to classify a phrase. Some of these systems are indexed 
in single word or single term categories. However, it has been found that 
fanciful words that are newly constructed and unknown to the art are a real 
problem to the proper functioning of a classification system. 
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CONTRIBUTORY INFRINGEMENT 


Another change characterized as major in the Act, is 
the incorporation of the doctrine of contributory infringe- 
ment. 

As a result of the strict rules of claim drafting,’” the 
courts, almost a century ago, evolved a theory to guard 
against the person who evaded the law by omitting the 
elements not a material part of the invention. That 


149 


149 “(a) Except as otherwise provided in this title, whoever without author- 
ity makes, uses or sells any patented invention, within the United States during 
the term of the patent therefor, infringes the patent. 

“(b) Whoever actively induces infringement of a patent shall be liable as an 
infringer. 

“(c) Whoever sells a component of a patented machine, manufacture, combina- 
tion or composition, or a material or apparatus for use in practicing a patented 
process, constituting a material part of the invention, knowing the same to be 
especially made or especially adapted for use in an infringement of such patent, 
and not a staple article or commodity of commerce suitable for substantial 
noninfringing use, shall be liable as a contributory infringer. 

“(d) No patent owner otherwise entitled to relief for infringement or con- 
tributory infringement of a patent shal] be denied relief or deemed guilty of 
misuse or illegal extension of the patent right by reason of his having done 
one or more of the following: (1) derived revenue from acts which if per- 
formed by another without his consent would constitute contributory infringe- 
ment of the patent; (2) licensed or authorized another to perform acts which 
if performed without his consent would constitute contributory infringement of 
the patent; (3) sought to enforce his patent rights against infringement or 
contributory infringement.” 35 U.S.C. § 271 (1952). 

150 “The reason behind the birth of this doctrine is to be found in our prac- 
tice of claiming inventions, under which the claim not only has to point out 
what was invented but also has to define the scope of the patent monopoly so 
that others may guess at what will or will not be considered an infringement 
with some degree of accuracy. On top of these basic requirements the Patent 
Office has imposed its own special rules on the form of claims. . . . 

“Superimposed on this is the strict rule of the courts that a claim is not in- 
fringed unless it reads on the structure or process made, used or sold by the 
defendent—at least it is not directly infringed.” Rich, Infringement Under 
Section 271 of the Patent Act of 1952, 21 Geo. WasuH. L. Rev. 521, 526-7 
(1953). See Rule 75, Rules of Practice in the U.S. Patent Office, reprinted 
April, 1953; McCrapy, Patent Orrice Practice, Secs. 57 to 79; Wotcort, 
MANUAL OF PATENT OFFICE PROCEDURE; MANUAL OF PATENT EXAMINING PRo- 
cepuRE, U.S. Patent Orrice. “Within its true limits the idea of contributory 
infringement was woven into the fabric of our law and has been part of it 
for now more than seventy years. See Roberts, Contributory Infringement of 
Patent Rights, 12 Harv. L. Rev. 35, and e.g., Thomson-Houston Electric Co. v. 
Ohio Brass Co., 80 F. 712. ... So understood, the doctrine of contributory 
infringement is an expression both of law and morals.” Dissenting Opinion 
of Justice Frankfurter in Mercoid Corp. v. Mid-Continent Investment Co., 
320 U.S. 661, 677 (1943). 

151 “The first reported case of ‘contributory’ infringement is believed to be 
Wallace v. Holmes, [29 Fed. Cas. No. 17,100, at 74 (C.C.D. Conn, 1871)] 
wherein a complete kerosene lamp was claimed, the invention being in the 
burner, and the defendant sold the lamp of the invention minus its chimney 
and defended on the ground of no infringement for that reason, the chimney 


3 
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theory became known as contributory infringement. The 
courts in the past have held that contributory infringe- 
ment was the intentional aiding*” of one person by an- 
other in the unlawful making, selling, or using of a third 
person’s patentable invention. The intent to assist in- 
fringement could be actual or implied, but there had to 
be an actual*” infringement to have a contributory in- 
fringement. 

The sale of parts of a patented combination with the 
intent that they be used in infringement was held to be 
contributory infringement, although they were capable 
of a non-infringing use.** If the parts sold were as cap- 
able of a non-infringing use as an infringing use, there 
was no contributory infringement without this showing 
of intent. Intent was spelled out from the sale of an 
incomplete device with instructions how to complete it 
into an infringement.*” Similarly, the sale of an incom- 


plete combination with the expectation that the purchaser 


would supply what was missing to complete the combina- 
tion was considered a contributory infringement.’” Intent 


being an element specified in the claim. The patentee said it was a ‘virtual 
infringement’ and the court granted recovery, characterizing defendant as a 
tort-feasor.” Rich, Infringement under Section 271 of the Patent Act of 1952, 
21 Geo. Was. L. Rev. 521, 527 (1953). 

152 Judge Shepley in Saxe v. Hammond, 21 Fed. Cas. No. 12,411, at 593, 
594 (1875), stated: “Different parties may all infringe, by respectively making 
or selling, each of them, one of the elements of a patented combination, pro- 
vided those separate elements are made for the purpose, and with the intent, 
of their being combined by a party having no right to combine them. But 
the mere manufacture of a separate element of a patented combination, unless 
such manufacture be proved to have been conducted for the purpose, and with 
the intent of aiding infringement, is not, in and of itself, infringement.” Contra: 
Justice Jackson in his dissent in the Mercoid case, 320 U.S. 661, 679-680 (1944) 
said: “But want of knowledge or innocent intent is not ordinarily available to 
diminish patent protection. I do not see how intent can make infringement 
of what otherwise is not. The less legal rights depend on someone’s state 
of mind, the better.” 

158]n Computing Scale Co. v. Toledo Computing Scale Co., 279 Fed. 648 
(7th Cir. 1921), the manufacture of parts of a patented combination in the 
United States for assembly in Canada was held not to be contributory in- 
fringement. 

154 Heaton-Penninsular Button-Fastener Co. v. Eureka Specialty Co., 77 
Fed. 288 (6th Cir. 1896); Henry v. A.B. Dick Co., 224 U.S. 1 (1912). These 
opinions were both written by the same judge. 

155 Lenk v. Hunt-Lasher Co., 14 F.2d 335 (D. Mass. 1926). 


156 Dental Co. of America v. S.S. White Dental Mfg. Co., 266 Fed. 524, 526 
(3d Cir. 1920); Barrett v. Sheaffer, 251 Fed. 74 (7th Cir. 1918). 
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was implied where what was sold would have no utility 
except when used as part of an infringing device.” 
Contributory infringement has been very broadly in- 
terpreted by the courts in the past** and reached its 
greatest breadth in Henry v. Dick*” in 1912. Thereafter, 
the courts constantly reduced the protection afforded by 
the doctrine of contributory infringement, and the Su- 
preme Court in the Motion Picture case*® in 1917 di- 
rectly overruled the Dick case™ stating that its new 
position followed the passage of the Clayton Act in 
1914*” which indicated a change in public policy.” The 
courts then began to erect an ever-expanding doctrine of 
patent misuse ** at the expense of the doctrine of con- 


tributory infringement,” and although, at first, the Su- 
preme Court merely denied relief in cases involving un- 
patented staple articles of commerce,” eventually, with 


157 Egry Register Co. v. Standard Register Co., 23 F.2d 438, 442 (6th Cir. 
1928). 

158 Heaton-Penninsular Button-Fastener Co. v. Eureka Specialty Co., 77 Fed. 
288 (6th Cir. 1896) (Since the patentee may withhold his patent, he should be per- 
mitted to impose any conditions he chooses). 

159 Henry v. A.B. Dick Co., 224 U.S. 1 (1912). 


160 Motion Picture Patents Co. v. Universal Film Manufacturing Co., 243 
U.S. 502 (1917). Justice Holmes, joined by Justices McKenna and Van De- 
vanter dissented in a very brief opinion based on the Button-Fastener case. 

161 “It is obvious that the conclusions arrived at in this opinion are such 
that the decision in Henry v. Dick Co., 224 U.S. 1, must be regarded as over- 
ruled.” Motion Picture case, 243 U.S. 502, 518 (1917). 


162 38 Stat. 730 (1914), 15 U.S.C. § 15 (1952). 


168 “Our conclusion renders it unnecessary to make the application of this 
statute [Clayton Act] to the case at bar which the Circuit Court of Appeals 
made of it but it must be accepted by us as a most persuasive expression of the 
public policy of our country with respect to the question before us.” Motion 
Picture case, 243 U.S. 502, 517 (1917). 

164 The following cases provide a condensed view of the chronological de- 
velopment of the misuse doctrine: Motion Picture Patents Co. v. Uni- 
versal Film Mfg. Co., 243 U.S. 502 (1917); Carbice Corp. of America v. 
American Patents Development Corp., 283 U.S. 27 (1931); Leitch Mfg. Co. v. 
Barber Co., 302 U.S. 458 (1938); J.C. Ferguson Mfg. Works, Inc. v. Ameri- 
can Lecithin Co., 94 F.2d 729 (1st Cir. 1938) ; American Lecithin Co. v. War- 
field Co., 105 F.2d 207 (7th Cir. 1939); Morton Salt Co. v. G.S. Suppiger 
Co., 314 U.S. 488 (1942); B.B. Chemical Co. v. Ellis, 314 U.S. 495 (1942); 
Mercoid Corp. v. Mid-Continent Investment Co., 320 U.S. 661 (1944) ; Mercoid 
Corp. v. Minneapolis-Honeywell Regulator Co., 320 U.S. 680 (1944). 

165 “Where there is a collision between the principle of the Carbice case and 
the conventional rules governing either direct or contributory infringement, the 
former prevails.’ Mercoid case, 320 U.S. 661, 669 (1944). 


166 See note 164 supra. 
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the advent of the Mercoid cases*” the Court cast consid- 
erable doubt on the very existence of the doctrine itself.** 

The provisions on contributory infringement were in- 
corporated into the statute because the courts, especially 
after the Mercotd case, were in effect refusing practical 
protection to the patentee.**” As a result of the misuse 
doctrine, it was almost impossible to reach contributory 
infringers,° despite the fact that a substantial proportion 
of the patents issued by the Patent Office could only, as a 
practical matter, be enforced by action against the con- 
tributory infringer. 

This is the first time the statutes have defined any kind 
of infringement in other than design patents.’ Pre- 


167 320 U.S. 661 and 320 U.S. 680 (1944). 

168 “The result of this decision, together with those which have preceeded it, 
is to limit substantially the doctrine of contributory infringement. What resi- 
duum may be left we need not stop to consider. It is sufficient to say that in 
whatever posture the issue may be tendered courts of equity will withhold 
relief where the patentee and those claiming under him are using the patent 
privilege contrary to the pubic interest.” Mercoid case, 320 U.S. 661, 669 
(1944). 

169 Stroco Products, Inc. v. Mullenbach, 67 U.S.P.Q. 168 (S.D. Cal. 1944) ; 
The Lincoln Electric Co. v. The Linde Air Products Co., 171 F.2d 223, 80 
U.S.P.Q. 59 (6th Cir. 1948); Master Metal Strip Service Inc. v. Protex 
Weatherstrip Mfg. Co., 169 F.2d 700, 78 U.S.P.Q. 119 (7th Cir. 1948) ; Contra: 
Florence-Mayo Nuway Co. v. Hardy, 168 F.2d 778, 77 U.S.P.Q. 439, 444 (4th 
Cir. 1948); Harris v. National Machine Works, Inc., 171 F.2d 85, 79 U.S.P.Q. 
320, 324 (10th Cir. 1948). 

170 Where misuse was present, the courts also refused to enforce patents 
against a direct infringer. See American Lecithin Co. v. Warfield Co., 105 
F.2d 207, 211, 212 (7th Cir. 1939). 

171 See note 177 infra. 

172 Previously except for such cases as (1) experimental use, (2) the purchase 
from the inventor before application for a patent, (3) the temporary presence 
of the invention in the United States, or (4) in certain cases of design patents 
where infringement was specifically provided for in the Statute, it was as- 
sumed that a violation of the patent right constituted infringement. Section 
231 of H.R. 9133 of the 81st Congress was drafted to cover infringement and 
Sections 232 and 233 to cover the exceptions. The case of (3) above, a tempor- 
ary presence of the invention in the United States, is codified in Section 272 
of the Act and follows the requirements of the International Convention for 
the Protection of Industrial Property and is an expression of reciprocal rights 
among nations. The exception of (1) above, experimental use, was recognized 
very early by the judiciary and Section 232 of H.R. 9133 was an attempt to 
codify the case law. However, it was objected to by some members of the 
bar who felt that such a provision would encourage infringers to use research, 
experiment, and instruction to circumvent the law. Since there appeared to be 
no strong conviction for incorporating the provision into the statute, it was 
decided to continue to rely on the case law, which covered it adequately. 
In regard to (4) above, design patents, with the exception of some language 
changes, Section 289 incorporates Sections 74 and 75 of the 1946 edition of 
Title 35 of the United States Code. Section 48 of the 1946 edition of title 35 
was concerned with case (2) above and exempted the purchaser from the 
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viously, a violation of the patent right was simply as- 
sumed to be an infringement. Since there must be an 
actual infringement to have a contributory infringement, 
a provision on direct infringement was included along 
with that on contributory infringement to complete the 
concept.*” 

The antitrust division of the Department of Justice 
was opposed to the incorporation of the contributory in- 
fringement provision in the statute.** It was their opinion 
that it extended the law of contributory infringement. 
The division contended that this provision placed a limi- 
tation on the misuse doctrine and was opposed to any 
impairment of that doctrine since it was an important 
factor in the enforcement of the antitrust laws with re- 
spect to tying agreements.*”” Some manufacturers of parts 


inventor before application for a patent from liability for the article so pur- 
chased. This provision was repealed by the revision as redundant and un- 
necessary. 

173 Tt was thought that this would make “a very neat and logical arrange- 
ment.” In H.R. 9133 of the 8lst Cong., Section 231 paragraph (a) provided 
a definition of direct infringement; paragraph (b) made it an infringement to 
import after notice a product produced abroad by a process patented in this 
country; paragraph (c) covered active inducement; paragraph (d) tied con- 
tributory infringement to the definition of infringement in paragraph (a); 
paragraphs (e) and (f) were positive and negative statements of contributory 
infringement; and in paragraph (g) the misuse doctrine was modified to 
effectuate the doctrine of contributory infringement. In the section on this 
subject in subsequent bills and the Act paragraph (b) was deleted because 
the exclusion order pursuant to Sections 1337 and 1337a of Title 19 of the 
United States Code appeared to be sufficient. Moreover, the evidence usually 
available to prove that a product had or had not been produced abroad 
by a process patented in this country did not seem likely to support greater 
sanctions. Furthermore, there appeared to be more opposition than support 
for this provision. Paragraph (d) was considered redundant in that infringe- 
ment, whether direct or contributory, is regarded as infringement and a violation 
of the patent right. Since paragraphs (e) and (f) were positive and negative 
ay gga of the same thing, they were combined merely as an improvement 
in form. 

174 Hearings, note 21 supra at 162-176. 

175 The concept expressed in the exceptions to the misuse doctrine set forth 
in Section 271 (d) were confusing to not a few people and their acceptance 
necessitated somewhat of an educational program. In fact, the language ap- 
peared to be difficult for some persons who were familiar with this phase of 
the law. See Mr. Fugate’s testimony at the Hearings, note 21 supra, especially 
his colloquy with Mr. Crumpacker at 167. Mr. Fugate appeared to interpret 
paragraph (d) of Section 271 as though a person guilty of misuse in cases other 
than the exceptions stated would be excused if he were also guilty of one of 
the three exceptions. A suggestion was made to Mr. Rich during the hearing 
while he and Mr. Fugate were being interrogated by the Committee, that the 
word “solely” be inserted in the first part of paragraph (d) to limit the ap- 
plicability of the exceptions, and this was brought to the attention of the 
Committee at 175 of the Hearings, note 21 supra. This suggestion was not in- 
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also opposed the provision.” In fact, some people sug- 
gested that the courts be empowered to void a patent for 
misuse instead of merely refusing to grant relief to a mis- 
user. The committee, however, after much deliberation 
and after convincing itself that the enforcement of cer- 
tain patents without resort to the doctrine of contributory 
infringement was practically impossible,*” included it in 
the statute. 

Paragraph (c) of Section 271 is intended to cover (1) 
a seller, (2) who sells a non-staple which is (3) a material 
part of the patented invention where (4) the seller has 
knowledge that the thing sold is especially made for in- 
fringement, and (5) it is so made.*® 

Paragraph (b) was intended broadly*” to cover con- 
tributory infringement (for which there is ample judicial 
precedent in view of the doctrine’s varied history) and 
reach those cases not falling within the narrow confines 


corporated into the Act because it was felt that the Act itself was sufficiently 
clear. However in view of the fact that this question had arisen the word 
“solely” was added to the last sentence of the Reviser’s Note. 

176 Hearings, note 21 supra, at 137-149. 

177 “But on the other hand remember this: there may be twenty or thirty 
percent of all the patents that are granted that cannot practically be enforced 
against direct infringers because of the nature of the invention and the way it is 
claimed in the patent. 

“Like this dental compound, it is simply not feasible to go around the country 
suing every dentist who buys a package of this stuff, and the practical way 
to give the patentee some way to enforce this patent right that he has been 
given is to let him go after the brains of the enterprise, the person who is 
really responsible and not the innocent end user.” Testimony of Giles Rich, 
Hearings, note 21 supra, at 160. 

178 This is the classic type of contributory infringement modified to give 
only such protection as would render certain otherwise unenforceable patents 
effective. This definition recognizes the criteria laid down in the Carbice case, 
283 U.S. 27 (1931). It is significant that this paragraph refers only to a seller. 

179 Paragraph (b) was intentionally drafted broadly so as to give the courts 
sufficient discretion to prevent the circumvention of the narrow paragraph (c). 
Where paragraph (c) covers the facts, a statute can, and this one does, 
precisely define the infringement. The statue can be relied on for specific 
definition. Where the evidence is not sufficient to support such a case and the 
infringement is intentionally and actively induced, the courts have sufficient dis- 
cretion under paragraph (b) to carry out the spirit of the law. 

The same problem of when to set forth subject matter precisely and when to pro- 
vide for judicial discretion faced the drafters in the case of intervenors in Section 
252. Here too, in one case, where a specific “thing” is concerned, the law is spelled 
out quite exactly, as in the first sentence of the second paragraph of Section 252. 
However, where the continued manufacture or substantial preparation for the 
manufacture of such things are concerned or the continued practice of a process 
pI — the court is given sufficient discretion to effectuate the purpose 
of the law. 
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of paragraph (c),**° such as advertising that a device was 
capable of an infringing use, furnishing apparatus with 
the intent that it be used to carry out a patented process, 
or which would be useful only for carrying out a patented 
process,” and furnishing a machine with the knowledge 
that it will be used in making a patented product or 
which would have utility only in making such a patented 
product.** The other side of the coin would be inducing 
infringement by ordering articles that can only be made 
by an infringing process or machine.** Other possible 
examples of inducing infringement might be furnishing 
plans for infringement and sharing in the profits.” Also, 
inducing licensees to disregard their license limitations 
might be contributory infringement.*” 

Though it was not intended to go back to the halcyon 
days of A.B. Dick, it was intended under paragraph (b) 
to afford protection against the person who intentionally 
aids or abets the taking of another’s invention and who 
cannot be reached as a direct infringer or as a violator 
of paragraph (c). Originally, paragraph (c) consisted 
of two separate paragraphs.” These were merged into 


180 The examples given are based on cases that have been held to involve 
contributory infringement in the past. These are merely set forth as possible 
guides. As it must be assumed, however, that these cases were known to the 
drafters of the Act, they should prove helpful in interpreting Section 271, espe- 
cially the broad terminology of paragraph (b). 

181 American Stainless Steel Co. v. Ludlum Steel Co., 16 F.2d 823, 824 
(S.D.N.Y. 1926). 

182 John R. Williams Co. v. Miller, Du Brul & Peters Mfg. Co., 107 Fed. 
290, 293 (C.C.S.D.N.Y. 1901). 

188 American Graphophone Co. v. Hawthorne, 92 Fed. 516 (C.C.E.D. Pa. 


1899). 

184 General Electric Co. v. DeForest Radio Co., 28 F.2d 641, 648 (3d Cir. 
1928) ; See also Keplinger v. De Young, 10 Wheat. 358 (U.S. 1825). 

185 Trent v. Risdon Iron & Locomotive Works, 102 Fed. 635, 642 (9th Cir. 
1900). 

186 Straight Side Basket Corp. v. Kull, 24 F. Supp. 771 (D.Idaho 1938), 
appeal dismissed, 104 F.2d 1015 (9th Cir. 1939); General Talking Pictures 
Corp. v. Western Electric Co., 304 U.S. 175 (1938). 

187 "Sec. 3. The sale of a component of a patented machine, manufacture, 
combination or composition, or a material or apparatus for use in practicing a 
patented process, if especially made or adapted for use in infringement of such 
patent, and not suitable for actual commercial noninfringing use, shall constitute 
contributory infringement. 

“Sec. 4. The mere sale of any staple article or commodity of commerce not 
especially made or adapted for use in a patented invention, and suitable for 
actual commercial noninfringing use, shall not of itself constitute contributory 
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one in the final draft.*** The relationship between para- 
graphs (b) and (c) and the intention of the drafters were 
somewhat clearer in the original draft. When para- 
graph (c) was two separate paragraphs, a statement was 
included to the effect that the mere sale of a staple article 
did not of itself constitute contributory infringement.*™ 
Thus, if paragraph (b) were violated by actively induc- 
ing infringement, a person would be guilty of the some- 
thing more than merely selling a staple article of com- 
merce. It then would be an infringement whether it 
concerned a staple article or not.” 


infringement, even though sold with the knowledge or expectation that it will 
be used in infringement of the patent.” H.R. 5988, 80th Cong., 2d Sess. (1948) ; 
H.R. 3866, 8ist Cong., 1st Sess. (1949). Paragraphs (e) and (f) of Section 
231 of H.R. 9133, 8lst Cong. were approximately the same as Sections 3 and 4 
above except for the following changes: the insertion in (e) of the phrase 
“if a material part of the invention and” after the phrase “practicing a patented 
process, if’ and before the phrase “especially made or (especially) adapted” ; 
the substitution in (e) and (f) of the word “substantial” for the words “actual 
commercial.” 

188 See note 149 supra. 

1888 See note 187 supra. 

188b “Mr. Rich: There are several words in sectior 4 which make it possible 
for a court to do justice. Those are the words ‘mere’ and ‘of itself.’ (See 
note 187 supra.) 

“Mr. Bernhardt. Supposing you had a manufacturer of that plastic material 
we have been talking about with a polished back who manufactured that 
material and advertised that it could be used for the purpose of cutting out 
designs or lettering for application to glass or wood surfaces or that it could be 
used for any one of a number of purposes he might dream up. 

“Now, is that person contributorily infringing on the patent that this man 
is going to get? 

“Mr. Rich. I think he should be held to be a contributory infringer, and I 
think a judge would so hold, under section 4, because he is doing something 
more than merely selling a staple article of commerce. 

“Mr. Bernhardt. But he is specifying other uses to which this material 
can be put. 

“Mr. Rich. Yes; but definitely teaching you how to practice this invention. 
Very likely, that is the main reason he is selling it. You always have the 
—s which is sometimes referred to under the expression “selling and 
telling.” 

“Suppose you sell rheostats or something like that; that is, standard equipment, 
but that you sell them packaged up with transformers and wiring diagrams and 
instructions to put them together in a certain way to arrive at a certain welding 
system. You are then doing something more than merely selling staple articles 
of commerce.” Hearings before Subcommittee No. 4 of the Committee on the 
imo” House of Representatives on H.R. 3866, 1st Cong., 81st Sess. 17-18 

949). 

Among the changes in the language of H.R. 9133 of the 81st Cong. that 
were recommended by the Coordinating Committee on Revision and Amend- 
ment of the Patent Laws at a meeting held in Washington, D.C., Dec. 6 and 7, 
1950 was an addition to be inserted at the end of Section 231 (f) (see note 187 
supra) to read as follows: “unless the seller thereof shall also actively induce 
infringement of the patent as provided in paragraph (c) hereof.” 
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Paragraph (d) provides that misuse, the old equity 
doctrine of unclean hands resulting from a use of the pat- 
ent monopoly to protect something other than the inven- 
tion, or that any law, including antitrust law,’ is still in 
effect except in three cases: (1) where the patentee has 
been making money by selling less than the entire inven- 
tion claimed,*” (2) where he has licensed others to do so," 
or (3) where he seeks to enforce his patent.*” Since the 
misuse doctrine resulted in reading the patentee out of 
court if he attempted to exploit profitably certain patents 
or to enforce a patent against a contributory infringer,’” 
it was considered important to carve out an area*™ in 
which the doctrine of contributory infringement could 
operate if it were to have any effect. 


The courts, for the most part are aware of the legis- 


189 The phrase “illegal extension of the patent right” in the first part of 
Section 271 (d) (see note 149 supra) was primarily intended to refer to cases 
in which the use of the patent to protect something other than the invention is 
interpreted by the courts as an attempt to unduly restrain competition and 
violate the antitrust laws. See Justice Douglas’s opinion in Mercoid Corp. v. 
Minneapolis-Honeywell Regulator Co., 320 U.S. 680, 684 (1944). 

190“Mr. Rogers. May I ask this further question? Do you know of any 
case where the plaintiff was denied relief because he had accepted revenue 
from acts which, if performed by another without his consent, would constitute 
contributory infringement of the patent? That is number one. 

“Mr. Rich. The Barber Asphalt case, I think is typical of that, and to some 
extent the Carbice case. In the Carbice case there was a form of license on 
the invoice. In the Barber Asphalt case they tried to distinguish on the ground 
that they had no agreements with anybody, so that what they were doing was 
deriving revenue in the form of profits from the sale of the unpatented staple 
commodity for use in the invention.” Hearings, note 21 supra at 174. 

191“Mr. Rogers. Now as to No. 2, are there any cases where licensed 
authorized persons performed acts which, if performed without their consent, 
would constitute contributory infringement of the patents? 

“Mr. Rich. Well, that is the Mercoid type of situation.” Hearings, note 
21 supra at 174. 

192 “Mr, Rogers. Well now, do you know of any case where they have 
denied relief to the plaintiff where he had sought to enforce his patent rights 
against infringement or contributory infringement on this section yo? 

“Mr. Rich. That is the Stroco Products v. Mullenbach case.’ Hearings, 
note 21 supra at 174. 

193In Stroco Products, Inc. v. Mullenbach, 67 U.S.P.Q. 168 (S.D. Cal. 
1944) the judge granted a motion for summary judgment before trial on the 
basis of the Mercoid cases. 

194 Referring to paragraph (d) the preliminary general description of the 
bill in the H.R. Rep. No. 1923, 82d Cong., 2d Sess. 9 (1952) states: “The last 
paragraph of this section provides that one who merely does what he is author- 
ized to do by statute is not guilty of misuse of the patent.” The statement in the 
Reviser’s Note on 35 U.S.C.A. § 271 (1954) is to the same effect: “A 
patentee is not deemed to have misused his patent solely by reason of doing 
anything authorized by statute.” 
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lative intent underlying paragraph (c),** but as was ex- 
pected, they either are not sure of, or are ignoring, as 
demonstrated by the Dr. Salsbury’s Laboratories case,” 
the broad compass of paragraph (b). It is believed that 
in time they will appreciate the fact that in this field as 
in the law of joint tort feasors, from which it springs, it 
is necessary for them to be able to exercise a broad dis- 
cretion so that a valuable property right will not be lost 
to the machinations of the clever infringer who is able 
to take advantage of the strict rules to which a patentee’s 
claims are subject.” That is what the courts found neces- 
sary almost a century ago, and the Committee found it 
just as necessary today. 

In conclusion, the primary purpose of the revision was 
to modernize * and strengthen *” the patent laws, to give 
the patent right effectiveness,’ and to make the statute 


an understandable and well-written document. It was 
the intention of the drafters to enhance the dignity *” of 


195 Gagnier Fibre Products Co. v. Fourslides, Inc., 112 F. Supp. 926, 929, 
98 U.S.P.Q. 9, 12 (E.D. Mich. 1953); Dr. Salsbury’s Laboratories y. I.D. 
Russell Co., 121 F. Supp. 709, 710, 711, 101 U.S.P.Q. 212, 213, 214 (W.D. Mo. 
1953) ; Southern States Equipment Corp. v. USCO Power Equipment Corp., 
209 F.2d 111, 121, 100 U.S.P.Q. 127, 135 (Sth Cir. 1953). 

196 Dr. Salsbury’s Laboratories v. I.D. Russell Co. Laboratories, 212 F.2d 
414 (8th Cir. 1954), cert. denied, 348 U.S. 837 (1954). 

197 See note 150 supra. 

198 A great deal of thought was given to rewriting the statute to meet present- 
day needs as simply, as definitely, and as practically as possible. Two repre- 
sentative examples of such treatment are Chap. 25, Amendment and Correction 
of Patents and Chap. 28, Infringement of Patents. In fact, the whole document 
is relatively so brief and to the point it might be called “streamlined.” 

199 Testimony of Henry R. Ashton, Hearings, note 21 supra at 24: “You 
have afforded those most interested in a sound patent system an opportunity 
to demonstrate that they also have talent for a large measure of agreement, 
when the matter involved is of major importance.” Report of the Laws and 
Rules Committee of the American Patent Law Association on H.R. 3760, 
Hearings, note 21 supra at 43: “At a meeting in Washington February 8, 
1950, of the National Council of Patent Law Associations, a coordinating com- 
mittee was established for the purpose of giving direction and purpose to the 
effort to effect a workmanlike and sound revision of the law of patents. As 
indicated above, a number of industrial and manufacturers’ associations accepted 
invitations to be represented on the coordinating committee, so that it had the 
benefit of the counsel of a very wide cross section of the patent bar and Ameri- 
can business, large and small.” 

200 An example of increased effectiveness of the patent right is the in- 
corporation into the statute of Section 271. 

201 The style is in conformity with the other titles of the U.S. Code that 
have been enacted into law. See note 198 supra. 

202 See the last paragraph of the section of this article dealing with “Pre- 
sumption of Validity.” 
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the grant in the eyes of the judiciary ** and the people *™ 
so that their attitude ** toward the patent would be com- 
mensurate with the age and experience *” of the admin- 
istrative agency *” issuing it. A final indication of Con- 
gressional intent may be found in these words of the late 
Representative Bryson,** who was Chairman of the 
House Judiciary Subcommittee on Patents, Trade-marks, 
Copyrights and Revision of the Laws: “I truly hope the 
Act will serve to stimulate and protect the business man 
and inventor alike, to offer them an incentive to combine 
resources, and spur them on to greater and greater 


achievements in the service of our country and all man- 
kind 9) 209 


203 Testimony of Henry R. Ashton, Hearings, note 21, supra at 24: “Cer- 
tainly no piece of patent legislation has ever received such thorough considera- 
tion by as many qualified persons over such an extended period of time.” 

204 See note 198 supra. 

205In a democracy it is important that the people be adequately informed 
about our system of patents. That system will continue only so long as the 
people want it to continue and they certainly will not accept, or what is worse, 
will ignore what they do not understand, leaving it to deteriorate in the hands 
of those few who are not interested in the welfare of the system. See Colclough, 
> a Patent Act—But the Same Basic Problem, 35 J. Pat. Orr. Soc’y 501 
(1953). 

206 The Patent Office, as pointed out in Myers v. Beall Pipe & Tank Corp., 
90 F. Supp. 265 (D. Ore. 1948), is “one of the oldest and most firmly founded 
of the administrative bodies.” 

207 This would enhance the presumption of administrative correctness that 
generally runs to the issue of an administrative agency. 

208 He was very interested in and did much to accomplish the passage of the 
Act. It would be a very fitting tribute to his memory to call the revision the 
Bryson Act. 

20998 Cong. Rec. App. 417 (Jan. 28, 1952). 
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EDITORIAL NOTES 


THE COURT HOLDING COMPANY ENIGMA— 
NEW TREATMENT FOR AN OLD PROBLEM 


INTRODUCTION 


Even though we are now enjoying a period of relative economic 
stability, thousands of corporations will undoubtedly be liquidated 
this year in the United States. Many of these businesses have been 
forced to terminate because of adverse conditions which result in loss 
to the shareholders. However, with the appreciation in property 
valuations in recent years, many corporations are liquidated for vari- 
ous reasons with considerable gain to their shareholders, often result- 
ing in a sizeable tax burden. The actual extent of this burden, though, 
may vary widely depending on the manner in which the liquidation 
is conducted, a situation requiring counsel handling a dissolution to 
be thoroughly familiar with the tax considerations involved. Although 
in the normal course of business, a corporation would make its own 
contracts for the sale of its property and would execute the sale, when 
such a sale is followed by a liquidation of the corporation, the possi- 
bility arises of the incidence of a double tax—the first to the corpora- 
tion on the appreciation in value of the property sold, and the second 
to the shareholders on the amount by which the proceeds of the liqui- 
dation exceed their basis for the shares. 

There have been, broadly speaking, two methods used for the trans- 
fer of corporate assets in an attempt to circumvent this result. These 
are as follows: (1) The shareholders may sell their stock in the 
corporation to persons who will subsequently liquidate the corpora- 
tion, or (2) The shareholders may first dissolve the corporation by 
means of liquidating dividends in kind and then sell the assets them- 
selves. 

Which of these methods is used will often depend upon considera- 
tions other than those of taxation. A sale of the assets themselves 
may be impractical because of the expense and trouble of conveying 
title where considerable real property holdings are involved; or, on 
the other hand, the prospective purchaser may be unwilling to con- 
sider a purchase of the stock. The weight to be given to these and 
other non-tax considerations is naturally a decision which must be 
made by the sellers and their counsel. 

In the first instance, the only tax incurred by the sellers would be 
a capital gains tax on the shares, short or long term as the case may 
be. Since there is no tax to a corporation on a dividend in kind, 

[701] 
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theoretically the only tax incurred in the second instance would be 
the tax to the shareholders on the difference between the market value 
of the assets distributed and the basis of their stock. However, the 
Commissioner has successfully maintained in a long line of cases be- 
ginning with the Supreme Court’s decision in Commissioner v. Court 
Holding Company * that if the negotiations for the sale were initiated 
by the corporation before liquidation, the corporation has actually 
made the sale, and the stockholders were acting merely as formal 
“conduits” for the transaction. By insisting that the corporation was, 
in reality, the vendor, the Commissioner could again impose the 
double tax. Obviously a difficult controversy would arise in many 
cases concerning the actual facts surrounding the sale. In order to 
alleviate this frequently recurring problem, Congress in its sweeping 
revenue taxation revision of 1954,? has added Section 337 to the In- 
ternal Revenue Code. By this provision, a dissolving corporation 
should no longer be forced to resort to unnatural means of liquida- 
tion, but may choose the method most advantageous to it, and expect 
to be taxed equally regardless of the method chosen. Obviously, a 
plan with this effect is difficult to perfect, and the one adopted is not 
without its problems. 


Case LAw 


During various periods, the Commissioner has used several theories 
in an attempt to prevent corporations from avoiding this second tax,* 
but the most persuasive theory and the one to which the Commis- 
sioner has most often resorted is the so-called “conduit” theory as 
promulgated by the Court Holding Company decision.* In that case, 
all of the outstanding stock of the taxpayer corporation, whose only 
asset was an apartment building, was owned by a husband and wife. 
Negotiations for the sale of the building were instituted by the cor- 
poration, and an oral agreement was reached as to the terms and 
conditions of sale. However, when the parties met to reduce the 
agreement to writing, the corporation’s attorney informed the pur- 


1 324 U.S. 331 (1945). 

2 Citations to the Internal Revenue Code refer to the Internal Revenue Code 
of 1954, enacted on August 16, 1954. Citations to income tax regulations refer 
to Regulations under Subchapter C of the Internal Revenue Code of 1954, No- 
tice of Proposed Rule Making, 19 Fep. Rec. 8237 (1954). 

3 See Meurer Steel Barrel Co. v. Commissioner, 144 F.2d 282 (3d Cir. 1944), 
cert. denied, 324 U.S. 860 (1945); First National Bank of Greeley v. United 
States, 86 F.2d 938 (10th Cir. 1936) ; Northwest Utilities Securities Corp. v. 
Helvering, 67 F.2d 619 (8th Cir. 1933), cert. denied, 291 U.S. 684 (1934). 
The stockholders themselves were viewed as agents of the corporation in Hel- 
vering v. General Utilities and Operating Co., 74 F.2d 972 (4th Cir. 1935), 
rev'd on procedural grounds, 296 U.S. 200 (1935). 

4 324 U.S. 331, 334 (1945). 
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chaser that the sale could not be consummated because it would result 
in the imposition of a large tax on the corporation. The following 
day, the Corporation declared a “liquidating dividend”, which consti- 
tuted a complete liquidation of all assets and surrender of all outstand- 
ing stock. The building was deeded to the shareholders who there- 
upon entered into a contract with the same parties and embodying 
substantially the same terms and conditions as those agreed upon 
previously. A sum which had earlier been paid to the corporation by 
the prospective purchasers was credited in part payment of the pur- 
chase price, and the property was subsequently conveyed to the 
purchasers. 

In upholding the Tax Court’s conclusions that despite the “liqui- 
dating dividend” declared by the corporation and the transfer of legal 
title which followed, there had not been an abandonment of its sales 
negotiations by the corporation, the Court said: 


. . . The incidence of taxation depends upon the substance of a 
transaction. The tax consequences which arise from gains from 
a sale of property are not finally to be determined solely by the 
means employed to transfer legal title. Rather, the transaction 
must be viewed as a whole, and each step, from the commence- 
ment of negotiations to the consummation of the sale, is relevant. 
A sale by one person cannot be transformed for tax purposes into 
a sale by another by using the latter as a conduit through which 
to pass title. To permit the true nature of a transaction to be 
disguised by mere formalisms, which exist solely to alter tax 
liabilities, would seriously impair the effective administration of 
the tax policies of Congress.° 


Following the Court Holding Company decision, the attitude of the 
Commissioner became much more strict, and many sales were attacked 
in which the corporate negotiations were far less advanced than in 
the Court Holding case. In various parts of the country, revenue 
agents and technical staff members enforced this doctrine very 
strictly, assessing a tax against the corporation in virtually every case 
where the shareholders had sold assets after liquidation. In other 
parts, the position taken was a little less rigid, but as a whole, the 
Government’s attitude was quite strict.® 

A more rational approach was given to this type of situation after 
United States v. Cumberland Public Service Co." was decided by the 


5 [bid. 

6 Baum v. Dallman, 76 F. Supp. 410 (S.D. Ill. 1948), and J. T. S. Brown’s 
Son and Company, 10 T.C. 840 (1948), in which unsuccessful attempts were 
made to tax the corporations though there was no element of sale by either, 
illustrate how far the Commissioner at times attempted to carry the doctrine 
of the Court Holding Company case. 

7 338 U.S. 451 (1950). 
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Supreme Court in 1950. In this case the taxpayer corporation, desir- 
ing to terminate its business, offered its stock to a prospective pur- 
chaser who refused to buy but who countered with an offer to buy 
certain of the corporation’s assets. This offer was refused by the 
corporation because of the tax burden involved. But, at the same 
time, the shareholders offered to acquire the assets and sell them to 
the prospective purchaser. This offer was accepted and the assets 
were transferred to the shareholders in partial liquidation. The 
remaining assets were sold, and the corporation dissolved, whereupon 
the contemplated sale was made by the shareholders. The Court of 
Claims found that the corporation at no time planned to make the 
sale itself and accordingly held for the taxpayer. In affirming that 
decision, the Supreme Court said: 


Our Court Holding Co. decision rested on findings of fact by the 
Tax Court that a sale had been made and gains realized by the 
taxpayer corporation. There the corporation had negotiated for 
sale of its assets and had reached an oral agreement of sale... . 


This language [that of the Court Holding Co. decision] does 
not mean that a corporation can be taxed, even when the sale has 
been made by its stockholders following a genuine liquidation 
and dissolution. While the distinction between sales by a cor- 
poration as compared with distribution in kind followed by share- 
holder sales may be particularly shadowy and artificial when the 
corporation is closely held, Congress has chosen to recognize 
such a distinction for tax purposes. ... 


Here . . . the Court of Claims has found that the sale in ques- 
tion was made by the stockholders rather than the corporation. 
The Government’s argument that the shareholders acted as a mere 
“conduit” for a sale by respondent corporation must fall before 
this finding. The subsidiary finding that a major motive of the 
shareholders was to reduce taxes does not bar this conclusion. 
Whatever the motive and however relevant it may be in deter- 
mining whether the transaction was real or a sham, sales of 
physical properties by shareholders following a genuine liquida- 
tion distribution cannot be attributed to the corporation for tax 
purposes.® 

From those two decisions there arose a mounting number of cases 
in which the fact situation lay somewhere in the middle.® Out of this 
maze of cases, the following rules may be developed: (1) If all 
negotiations are conducted throughout the entire transaction, ex- 
pressly in the name and on behalf of the shareholders, all gain will 

8 Id. at 453 et seq. 

91 P-H 1955 Fen. Tax Serv. ff 9273 (1955) lists 70 cases in which this aues- 


tion was decided, in 46 of which the transaction was held to be a sale by the 
corporation. 
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be taxable to them alone and not to the corporation even though the 
negotiations were started prior to liquidation. (2) If any agreement 
as to the terms of sale by the corporation was reached prior to liqui- 
dation even though the sale was actually consummated by the share- 
holders, the gain will be taxable to the corporation as well. 

However, situations continued to arise in which negotiations were 
started on behalf of the corporation, but before an agreement was 
reached on the terms, new negotiations were initiated by or on behalf 
of the shareholders, and the latter resulted in a sale; or in which the 
officers of the corporation were also its principle shareholders and no 
indication can be shown whether, prior to the drafting of the con- 
tract in their own names, they were acting by virtue of their positions 
in the corporation or on their own behalf as individuals and share- 
holders. These types of cases forced the courts to draw a fine line 
of distinction which was not at all well-defined. It was this dilemma 
which Congress conceded “. . . to be a trap for the unwary .. .,” *° 
and which they attempted to relieve by the enactment of Section 337 
of the 1954 Code. 


LEGISLATIVE History 


As early as 1948, attempts were made to correct the inequities 
inherent in this line of cases. In the Revenue Revision Act of that 
year," a solution to this problem very much like that finally enacted 
this past year was advanced. The tax effects on a sale by a liquidat- 
ing corporation thereunder would have been very similar to those 
incurred when the sale of the assets had been made by the stockhold- 
ers rather than the corporation.” The bill provided for nonrecogni- 
tion of gain or loss on a sale of property by a corporation if a written 
plan of complete liquidation was formally adopted prior to such sale 
and if within 30 days after the date of adoption of such plan the 
Commissioner was notified thereof. 

It also required that within 12 months after the date of adoption of 
such plan of liquidation, all the assets of the corporation must be 
distributed in complete liquidation, other than such assets in reason- 
able amounts as were set aside for the purpose of meeting unascer- 
tained or contingent liabilities or expenses.** Sales of inventory or 
installment obligations acquired thereby, and installment obligations 
acquired by the sale of assets before or after the 12-month period were 
not included but exception was made for sales of both inventory and 


10 H.R. Rep. No. 1337, 83d Cong., 2d Sess. A106 (1954). 
11 H.R. 6712, 80th Cong., 2d Sess. (1948). 

12 H.R. Rep. No. 2087, 80th Cong., 2d Sess. 16 (1948). 
13 H.R. 6712, 80th Cong., 2d Sess. § 129(a) (1948). 
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installment obligations acquired thereby if all such inventory was 
sold to one person.1* The Revenue Act of 1948, although it was 
passed by the House of Representatives, died in the Finance Com- 
mittee of the Senate. 

The next attempt to legislate relief for liquidating corporations was 
made in 1951 by Section 122 of the ill-fated Reed-Camp bill.** This 
section was similar in purpose to the corresponding section of the 1948 
Act and differed only in detail. It retained the 12-month period for 
distribution, but extended the notification period to 60 days. Rather 
than requiring the sale of inventory to one person, any assets (includ- 
ing inventory or stock in trade) would qualify for nonrecognition of 
gain or loss if the sale were made” . . . otherwise than in the ordinary 
course of business... .” 7° Installment obligations acquired as pro- 
ceeds of a sale during liquidation were required to be sold within 60 
days after acquisition in order to qualify for nonrecognition. This 
bill, though, was pigeon-holed by the Ways and Means Committee 
and was never referred out of that group. 

Congress in 1952 set out to develop an Internal Revenue Code that 
would “. . . found our tax laws on the basis of equitable impact of 
clearly defined tax liability.”*7 A questionnaire seeking suggestions 
for improvement of the Code was prepared and thousands of replies 
were received from individual taxpayers, businessmen, tax practition- 
ers, and representatives of various trade associations and professional 
groups. With this attitude dominating the Congressional mood, an- 
other attempt was made to cure by legislation the enigma caused by 
the Court Holding Company decision. Section 333 of the House ver- 
sion of the Internal Revenue Code of 1954 ** was the first step. This 
bill provided the suggested tax-free sale of assets by a corporation 
during dissolution but differed substantially from its predecessors 
regarding the qualifications necessary for such nonrecognition. It 
contained these stipulations : 


(1) that the sale follow the adoption of a formal liquidation 
resolution by the shareholders or the board of directors ; *® 

(2) that the liquidation be completed within the taxable year in 
which the sale occurs or within the succeeding year ;?° 


14 [bid. 

15 H.R. 4775, 82d Cong. Ist Sess. (1951). 

16 Td. § 122(b) (i) (1). 

17 Hearings before Committee on Ways and Means on Forty Topics Pertain- 
an General Revision of the Internal Revenue Code, 83d Cong., 1st Sess. 

18 H.R. 8300, 83d Cong., 2d Sess. (1954). 

19 Td. § 336(c). 

20 Id. § 333(a). 
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(3) that the liquidation be either partial or complete ; ** and 


(4) that a sale in the ordinary course of business or a sale of 
inventory in excess of 120% of its adjusted basis should not be 
so treated as tax-free.?? 


The Ways and Means Committee claimed “. . . to [have] provide 
[d] a definitive rule which . . . [would] eliminate any uncertainty.” ** 
However, they added in subsection (b), the following: “The sale 
or exchange of an asset after such asset has been distributed in partial 
or complete liquidation to the shareholder shall not be attributed to 
the corporation.” ** They also implied in their report that the only 
qualification on this subsection was that it was to follow the adoption 
of a plan of liquidation.** They had thereby made it possible for the 
shareholders completely to circumvent the qualifications imposed by 
other subsections upon a sale by the corporation. The report also 
reduced the benefit to the taxpayers provided in the section by insist- 
ing that although there would be “. . . no tax at the corporate level 
..., any gain realized . .. [would] be taxed to the distributee-share- 
holder, as ordinary income or capital gain depending on the character 
of the asset sold.” *° 

The amendments to the bill made by the Senate Finance Committee, 
while retaining the essential core of the House version, radically 
altered the language and approach thereof. The Senate version, with 
very slight alteration by the conference committee, was ultimately 
approved by both houses and became Section 337 of the Internal 
Revenue Code of 1954. The construction adopted by the Senate 
eliminated express insistence on a formal liquidation resolution, the 
provision being, “If... a corporation adopts a plan .. .” 7” with no 
further clarification. A complete liquidation is demanded,”* however, 
and the time limit in which the assets must be distributed was restored 
to that of the former bills, t.e., “. . . the 12-month period beginning on 
the date of the adoption of such plan... .”*° Some relief from the 
burden of this restriction was again provided, however, by the phrase 
allowing retention of assets beyond the 12-month period if they are 
“... retained to meet claims.” *° 


21 [bid. 

22 Ibid. 

23 H.R. Rep. No. 1337, 83d Cong., 2d Sess. A106 (1954). 

24 H.R. 8300, 83d Cong., 2d Sess. § 333(b) (1954). 

25 H.R. Rep. No. 1337, 83d Cong., 2d Sess. A107 (1954). 

26 Td. at 39. 

27 H.R. 8300, 83d Cong., 2d Sess., Senate Amendments § 337(a) (1) (1954). 
28 Tbid. 

29 Id. § 337(a) (2). 

30 Ibid. 
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Inventory is now treated as proposed in the 1948 Act. The general 
rule is that no sale of stock in trade, installment obligations acquired 
in the sale or exchange of such stock in trade, or installment obliga- 
tions acquired in regard to property sold or exchanged prior to the 
adoption of the plan of liquidation shall enjoy the nonrecognition pro- 
visions,** but express exception was again included for a sale of “sub- 
stantially all” of the stock in trade to a single purchaser ** and for 
installment obligations arising from such sale.** The provision for 
the nonattribution to the corporation of the sale by the shareholders 
of assets distributed in kind is not mentioned, and it is explicitly 
stated: “Amounts distributed in complete liquidation of a corpora- 
tion should be treated as in full payment in exchange for the stock,” ** 
thereby eliminating two glaring errors of the House bill.** 

The Senate included a limitation on Section 337 procedure when 
used by a subsidiary corporation liquidated in compliance with Sec- 
tion 334(b) (2) ** to gain elevated bases for assets. The Senate also 
provided for a complete proscription of the section’s use (a) by a 
collapsible corporation,** (b) in a liquidation to which Section 333 
applies,** and (c) to all liquidations of subsidiaries other than those 
just mentioned.*® Special rules were also provided by the Senate with 
respect to the recognition of gain or loss on sales made by a corpora- 
tion which liquidated during 1954.*° 

The “sold to a single purchaser” limitation on the inclusion of 
inventory assets was relaxed by the Conference Committee, which, 
instead of demanding that “all” of the stock in trade or inventory be 
sold to one person, amended the section to read “. . . all of the prop- 
erty . . . which is attributable to a trade or business of the corpora- 
tion... .** The Conference Committee Report states in explanation : 


... If a corporation engages in 2 distinct businesses, it may avail 
itself of the provisions of Section 337 with respect to the inven- 
tory attributable to 1 of such businesses by selling such inven- 
tory to 1 person in 1 transaction, even though it distributes in 
kind the inventory which is attributable to the other business.*? 


81 Jd. § 337(b) (1). 

82 Td. § 337(b) (2) (A). 

33 Td. § 337(b) (2) (B). 

84 Td. § 331(a) (1). 

35 See text at note 24 et. seq. 
36 Td. § 337(c) (2) (B). 

37 Id. § 337(c) (1) (A). 

38 Jd. § 337(c) (1) (B). 

39 Id. § 337(c) (2) (A). 

40 Td. § 392(b). 

41 H.R. Rep. No. 2543, 83d Cong., 2d Sess. 9 (1954). 
42 Id. at 36. 
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PROPOSED REGULATIONS 


On December 11, 1954, the Commissioner issued the proposed 
regulations under Subchapter C,** the most controversial part of the 
vast Code revision. The prosposed regulations dealing with Section 
337 not only serve to clarify the treatment of the contemplated liqui- 
dations, as is their intended purpose, but, in addition, inject several 
completely new concepts into the picture. 

The “retained to meet claims” phrase ** is amplified to include 

. unascertained or contingent liabilities or expenses . . .,” ** an 
explanation which would have been included in the statute itself by 
both prior bills. It is also stipulated that any assets so retained 
“... must be specifically set apart for that purpose and must be rea- 
sonable in amount in relation to the items involved. . . .” * 

The Commissioner has gone into great detail regarding the non- 
recognition of gain or loss surrounding a sale of inventory and/or the 
installment obligations acquired thereby. The term “substantially 
all” is construed to embrace even “. . . that part of the assets which 
are subject to liabilities, specific or otherwise... .”*" It is specified 
that the nonrecognition provisions shall be inapplicable to inventory 
sold under this exception if such inventory is replaced either by simi- 
lar or a new kind of inventory.** Examples are included which 
distinctly provide the benefits of the section for one of two or more 
businesses of a corporation although each business is but a separate 
branch performing identical services in different parts of town.* 
Where a common warehouse is used by the two branches, though, 
that portion of the warehoused goods which is attributable to the 
branch whose inventory is being sold must be “clearly determined” 
in order to qualify the sale.*° 

The regulations contain many efforts to clarify the rules regarding 
the period in which the sales and distributions must be consummated 
in order to invoke the nonrecognition benefits. Taxpayers have been 
assured that, in determining whether a particular sale actually occurs 
during the period of nonrecognition, “. . . the fact that negotiations 
with a view towards sale may have been commenced, either by the 
corporation or its shareholders, or both shall be disregarded. . . .” ™ 


“ 
. 


43 19 Fep. Ree. 8237 (1954). 

44 See note 30 supra. 

45 Regulations, supra note 43, § 1.337-1. 
46 Ibid. 

47 Id. § 1.337-3(b) (2). 

48 Ibid. 

49 Jd. § 1.337-3(d), Example (3). 

50 Ibid. 

51 Jd. § 1.337-2(a). 





710 THE GEORGE WASHINGTON LAW REVIEW 


The Commissioner’s method for determining the initial date of the 
12-month period is likely to be the most controversial of his inter- 
pretations of this section. Although the House Ways and Means 
Committee demanded a formal liquidation resolution and the Code 
insists that the corporation must “adopt” a plan in order to begin 
the period, the regulations state that the “date of adoption” shall be 
construed to be “. . . the date on which occurs the first step in the 
execution . . .” of the plan of liquidation. Such first step may be 
the actual adoption of a resolution by the shareholders authorizing 
the liquidation, but, in addition, “. . . consideration will be given to 
the dates of any sales . . . not ordinarily made in the conduct of the 
business as well as to all other relevant facts and circumstances.” °* 
Taxpayers are also warned that “. . . no extension of such period 
can be granted. .. .” ** 

The House rule that a sale by the shareholders after distribution 
shall not be attributed to the corporation has been reinstated but has 
been restricted to admit only such sales as would conform to the 
other conditions of Section 337 if the sale had been made by the cor- 
poration.*® 

The concluding sections contain a list of the information which is 
to be submitted when the return is filed 5* and an extensive, if con- 
fusing, explanation of the rules governing the extent to which a par- 
ent, which has purchased the stock of a subsidiary with a view to 
liquidating it and does so in accordance with Section 334(b) (2), can 
benefit by nonrecognition.** 


Future APPLICATION 


The tax considerations inherent in corporate liquidations have been 
greatly simplified. It is now possible for both publicly held corpora- 
tions and those which are closely held to plan their liquidations in a 
manner that will avoid the double tax which the Commissioner has 
so long sought to exact. 

However, Congress has fallen far short of its expressed intention, 
i.e., “. . . to provide a definite rule which will eliminate any uncer- 
tainty.” °* While they have generously offered nonrecognition of gains 
to such corporations as are able and willing to meet the requirements 
which have been established, there is no treatment at all suggested for 


52 Id. § 1.337-2(b). 
53 Ibid. 


54 Id. § 1.337-1. 

55 Jd. § 1.337-2(a). 
56 Jd. § 1.337-5. 

57 Id. § 1.337-4. 

58 See note 23 supra. 
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those who do not, for any of various reasons, meet these requirements. 
There is no insight whatsoever given as to what treatment will be 
accorded to a corporation which is forced to take 24 (or even 13) 
months in which to complete its liquidation, or one which cannot sell 
its inventory to a single person. Presumably, its shareholders would 
be compelled to resort to the ambiguous and uncertain rules which 
have been developed by the courts. Therefore, the Court Holding 
Company enigma has not been removed, but only confined. Fortu- 
nately, the requirements are not so stringent that they will preclude 
a great percentage of liquidating corporations from applying Section 
337. Nevertheless, many questions arise in the interpretation of this 
section as a consequence of the uncertainties and ambiguities implicit 
therein which may prove to be almost the “trap for the unwary,” 
which Congress desired to eliminate, as were the rules under the 
Court Holding Company and Cumberland Public Service Co. deci- 
sions. 

As previously mentioned, the most controversial provision of this 
new treatment will probably be the apparent disregard of the Con- 
gressional desire for certainty by the proposed regulations in their 
rules for ascertaining the “date of adoption” of the liquidation plan. 
Since by the rule of Section 337, this “date” marks the beginning of 
the 12-month period in which all transactions incident to the liquida- 
tion must be completed, it is vitally important to know what this 
“date” is in order to insure completion before 12 months have elapsed. 
In the regulations, the Internal Revenue Service has promulgated a 
rule which allows this “date” to be pushed back, even before any 
resolution by the shareholders authorizing the liquidation, to “. . . the 
date on which occurs the first step in the execution of such 
plan... .”°® This rule has, without doubt, been proposed because 
of the possibility under the wording in the statute that a corporation 
with some assets which have appreciated in value and some which 
have depreciated, and which was entertaining thoughts of liquidation, 
could fully realize all losses on its depreciated assets prior to the 
“date of adoption” of the plan. The corporation could thereby use 
these losses to offset gains made in the ordinary course of business 
during its final year while obtaining nonrecognition of the gain on 
the sale of all assets which had appreciated in value. This regulation 
would, of course, permit the Commissioner to move the “date” back 
to that of the loss sale in order to force nonrecognition of the loss as 
well as of the subsequent gains. However, it would also have the 
effect of advancing the close of the 12-month period in which the 


59 Regulations, supra note 43, § 1.337-2(b). 





712 THE GEORGE WASHINGTON LAW REVIEW 


liquidation must be completed. The only guidance offered to tax- 
payers as to when this might be done and to what extent, is that 
“. . - consideration will be given to the dates of any sales of prop- 
erty ... not ordinarily made in the conduct of the business as well as 
to all other relevant facts and circumstances.” * Redetermination of 
this “date” would, of course, also advance the close of the 12-month 
period in which the liquidation must be completed. This would not 
seem too harsh if the redetermination were made at the time. But 
since such a conclusion could not possibly be reached by the Commis- 
sioner prior to the completion of the liquidation process, a corporation 
which relied on the resolution date and did not finish the distribution 
until near the close of the 12-month period following such resolution, 
may subsequently be denied nonrecognition because of an innocent 
loss sale some months before any thought of liquidation. This result 
is made even more severe by the fact that the statute does not provide 
for an extension of the 12-month period regardless of how extenuat- 
ing the circumstances may be. Although there is justifiable cause for 
concern that without this rule Section 337 would often be used as a 
tax avoidance method, the solution which has been presented seems 
to be not only unduly harsh, but unwarranted by the statute, espe- 
cially in view of the expressed intent of the legislators to be definitive. 
It certaintly requires extreme care on the part of those who may be 
contemplating dissolution. 

If the sole result of this rule were to be the inclusion of a loss sale 
made shortly before the “date of adoption” within the nonrecognition 
provisions, it would seem completely justified. But by advancing, in 
retrospect, the entire period during which the liquidation must have 
been completed, and thereby denying the benefits of this provision to 
such corporations, the Commissioner has eliminated much of the 
benefit and certainty of this section, since the rule necessarily must 
apply as well to those without tax avoidance motives as to those with 
such motives. 

The second grave equivocation found in the proposed regulations, 
though not as serious as the first mentioned, nevertheless falls far 
short of providing the dependable rule which was sought. Instead 
of providing a precise standard by which it could be determined 
whether a sale should be deemed to have occurred within the 12- 
month period, it has been proposed that “. . . the date on which a 
sale or exchange occurs shall be determined from all the facts and 
circumstances.” ** Although it is specified that negotiations with a 


80 Ibid. 
61 Jd. § 1.337-2(a). 
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view towards sale shall be disregarded, little guidance is offered other 
than the above quotation as to when, if not the date of the actual 
consummation, the sale shall be deemed to have occurred. This sub- 
version of the supposed desire for certainty can be contrasted to the 
clear statement in the House Report that if “. . . the sale (including 
passage of title and other legal requirements under the local law appli- 
cable thereto) is completed after adoption of the plan . . .,” © any 
other negotiations are immaterial. 

An uncertainty likely to confront many publicly held corporations 
which remains unanswered by both the statute and the regulations is 
whether the “retained to meet claims” provision for the retention of 
assets beyond the 12-month period is broad enough to include assets 
retained to meet the claims of shareholders who cannot be located as 
well as those of creditors. Many larger corporations have sharehold- 
ers from whom they have not heard in years and who undoubtedly 
will not surrender their shares within the required time. The reten- 
tion of such assets by a corporation attempting to qualify for non- 
recognition is certainly not precluded by the words used in either 
the statute or the regulations, but neither is it expressly condoned. 
Until a clearer interpretation of this phrase is offered by either the 
courts or the Commissioner, a liquidating corporation should be cer- 
tain that all equity assets are distributed within the prescribed period. 
In the event that some shareholders of record cannot be found, their 
share of the assets should be placed in an irrevocable trust for their 
benefit when they or their rightful heirs are located. 

If a subsidiary is liquidated in accordance with the rules set forth 
in Section 334(b) (2), the adjusted basis of the stock thereof owned 
by the parent-distributee becomes the basis of property received in 
the distribution. In a very complicated manner Section 337(c) (2) (B) 
apparently allows the liquidating subsidiary to assume its parent’s 
basis for any sale made by it during the liquidation. This is done by 
limiting the section’s nonrecognition benefits in such a sale to “. . . the 
excess of (i) that portion of the adjusted basis [in the hands of the 
parent corporation] . . . of the stock of the liquidating corporation 
which is allocable . . . to the property sold or exchanged, over (ii) 
the adjusted basis, in the hands of the liquidating corporation, of the 
property sold or exchanged.” ® Under this rule, if a corporation 
were to pay $100 for all of the stock of another corporation whose 
assets had a basis to it of $60 and the assets were to be sold for $120, 
in a liquidation to which 334(b) (2) would apply, only the $20 incre- 


62 H.R. Rep. No. 1337, 83d Cong., 2d Sess. A107 (1954). 
63 H.R. 8300, 83d Cong., 2d Sess. 337(c)(2)(B) (1954). 
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ment after the purchase would be recognized to the subsidiary. If 4/5 
of the stock of the same corporation were purchased for $80, all other 
facts being similar, the $80 would then become the basis of the par- 
ent’s share (4/5) of the assets if they were distributed. Therefore, 
it would seem that the amount which is not recognized on a sale of 
the assets would equal the excess of this $80 stock basis over the 
basis of the parent’s share (4/5) of the assets, which is $48. Section 
337 would then apparently apply to the $32 excess and only $28 of 
the $60 gain would be recognized to the subsidiary. However, this 
is not the case, for the only allocation provided by the statute would 
be that of the parent’s stock basis of $80 to the property sold. Since 
all of the assets were sold, the entire stock basis must be allocated 
thereto. No provision has been made for an allocation of the sub- 
sidiary’s $60 property basis between the stock held by the parent 
corporation and that held by the minority interests. Therefore the 
amount to which Section 337 will apply is the excess of the $80 stock 
basis over the $60 basis of the property sold, which the proposed 
regulations specify must be “. . . unreduced by any amount applicable 
to minority interests. ...” °* Since only $20 is not recognized thereby, 
the subsidiary will be forced to recognize a $40 gain on the sale, $12 
more than it should have to recognize if the regulations provided 
treatment for this type of transaction which was consistent with the 
treatment afforded when the parent purchases all of the stock of the 
subsidiary. Were an individual to purchase the same stock, Section 
337 would be applicable to the entire gain and none would be recog- 
nized to the liquidating corporation, thus highlighting the inconsistency 
even further. The inequities here become more apparent by consider- 
ing the treatment of the minority shareholders in the second example 
who suffer from not only the nonapplicability of Section 337 to the 
parent’s share of the gain, but to their own as well, simply because 
the purchaser of the bulk of the stock happened to be a corporation. 


ProposED MopIFICATIONS 


The concern of the Internal Revenue Service that Section 337 
would be used for tax avoidance purposes if allowed to remain with- 
out further restrictions in the regulations is justifiable, for the statute 
has left an obvious loophole in the law. The end, however, simply 
does not justify the means to which the Service has resorted. A much 
more reasonable answer to this problem would appear to be a mere 
inclusion within the nonrecognition treatment of any loss sale made 
shortly prior to the “date of adoption.” This simple solution would 


64 Regulations, supra note 43, § 1.337-4(c). 
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have the following effect: (1) It would eliminate the advantage of 
loss sales shortly before the beginning of the nonrecognition period 
(as do the regulations already proposed), but (2) the 12-month 
period which was used by the taxpayer corporation, and upon which 
it relied in performing the dissolution, would not be disturbed. There- 
fore, it would prevent an innocent corporation from losing the entire 
benefit of the section due to a subsequent decision by the Commis- 
sioner to include a prior loss sale while also preventing the intentional 
extension of the benefits of nonrecognition over a period longer than 
the 12-month limitation adopted by Congress, except by including a 
prior loss sale, for this rule would not lengthen the period, but would 
merely include prior Joss sales. Therefore, this much simpler remedy 
resolves all of the evils which the proposed regulation seeks to correct 
with a definitive consistency commensurate with the intent of Con- 
gress, and without the harmful effect possible under the current rule. 

The problem of ascertaining the date on which a sale occurred 
should and could easily be remedied by a clear statement that a sale 
shall be deemed to have occurred at the time of the “. . . passage of 
title and other legal requirements under the local law applicable 
thereto . . .,” as suggested by the House Report. This could be 
accomplished by either legislative enactment or by an amendment to 
the proposed regulations since there is nothing in the statute as it is 
presently constituted which would preclude such an administrative 
interpretation. Such a move would seem to be dictated by the oft- 
expressed Congressional intent for “definitive” rules. 

The indeterminate treatment of assets held for missing sharehold- 
ers seems to be a matter which could easily be cleared up by a short 
addition to the proposed regulations making the Treasury viewpoint 
on this matter more explicit. 

The inequities in the treatment of certain subsidiaries has already 
been mentioned. Section 334(b)(2) has provided, for those parent 
corporations. qualifying under it, a method for determining the basis 
of property received in liquidation which is similar to the treatment 
of individuals under like circumstances. The policy thereof seems 
wise, and there appears to be no reason why it should not be extended 
to cover property which may be sold during the transaction as well 
as to that which is retained. This could be realized by allowing the 
application of this section to such corporations without the restric- 
tions which are contained in the present statute. This result would, 
of course, necessitate statutory amendment eliminating the effect of 
subparagraph 337(c)(2)(B), which contains these restrictions. In 


65 See note 62, supra. 
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lieu of this, the inconsistency could be lessened by altering the treat- 
ment detailed in the proposed regulations so that consideration will 
be given to minority interests. This would not be as satisfactory as 
an amendment to the Code, but would eliminate at least a portion of 
this arbitrary and unnecessary diversity in treatment. 


CoNCLUSION 


The joint effort of Congress and the Treasury Department has 
produced an Internal Revenue Code which is decidedly more pro- 
gressive and forward-looking than was its predecessor. They have 
made great strides toward the goal which they sought—that of a 
definitive, unambiguous standard of taxation by which the American 
businessman could plan his activities. 

The treatment accorded to liquidating corporations by Section 337 
must be conceded to be immeasurably superior to the vague enigma 
facing owners prior to its enactment. It is submitted, however, that 
the goal has not yet been reached in this respect. The problems and 
uncertainties that remain, while not affecting as many, will still cause 
a great deal of confusion among those whom it does affect. An under- 
standing of the demands made by the present law which have been 
stressed herein will help to relieve the confusion and to avoid the 
pitfalls still embraced by the law. The simple revisions suggested 
herein will substantially eliminate these pitfalls and offer the business 
world the precise standard that it needs and deserves. It is hoped 
that Congress and the Internal Revenue Service will act soon to 
relieve the dissimilarity of treatment which remains in this section. 


J. E. Roserts. 


THE DISCRETIONARY FUNCTION CLAUSE OF THE 
FEDERAL TORT CLAIMS ACT 


The Federal Tort Claims Act* waives the sovereign immunity of 
the United States to suit in the matter of torts, and exclusive juris- 
diction is given to the United States District Courts for claims 


“ 
. 


. caused by the negligent or wrongful act or omission of any 
employee of the Government . . . under circumstances where the 
United States, if a private person, would be liable... .”? Excepted 
from the Act is: 


(a) Any claim based upon . . . the exercise or performance or 
the failure to exercise or perform a discretionary function or 


128 U.S.C. §§ 2670-2680 (1952). 
228 U.S.C. § 1346(b) (1952). 
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duty on the part of a federal agency or an employee of the Gov- 
ernment, whether or not the discretion involved be abused.® 


Since the passage of the Act there have been approximately forty 
cases decided in which the above “discretionary function” clause has 
been interpreted or applied. A study of the cases reveals a consider- 
able lack of uniformity of interpretation, but with a few noteworthy 
trends emerging. However it appears that the courts have generally 
produced results far more conservative than Congress intended. 

The FTCA was passed after nearly thirty years of Congressional 
consideration.* It acknowledged the liability of the United States 
for common law torts committed by its employees acting within the 
scope of their employment. Congress had heretofore acknowledged 
this responsibility by passing private bills to compensate meritorious 
claims. But such a process was unwieldly, ineffective, and burden- 
some on Congress,® and principally for this reason the federal district 
courts were given jurisdiction to try the claims without a jury.* In 
the final version of the bill the above quoted clause appears for the 
first time. It was said in explanation: 


This is a highly important exception, designed . . . to preclude 
application of the act to a claim based upon an alleged abuse of 
discretionary authority by a regulatory or licensing agency—for 
example, the Federal Trade Commission, the Securities and Ex- 
change Commission, the Foreign Funds Control Office of the 
Treasury, or others. It is neither desirable nor intended that 
. .. the propriety of a discretionary administrative act should be 
tested through the medium of a damage suit for tort. The same 
holds true of other administrative action not of a regulatory na- 
ture, such as the expenditure of Federal funds, the execution of 
a Federal project, and the like. On the other hand, the common 
law torts of the employees of regulatory agencies, as well as all 
other Federal agencies, would be included within the scope of 
the bill. Thus, section 402(5) and (10), exempting from the 
purview of the bill claims arising from the administration of the 
Trading with the Enemy Act or from the fiscal operations of 
the Treasury, are not intended to exclude common law torts 
committed by employees of the Treasury Department or other 
Federal agency administering these laws and activities, such as 
those involving an automobile collision.’ 


Of equal significance is the fact that prior drafts of the bill did not 
even include the clause. It was felt that such claims would have 


328 U.S.C. § 2680(a) (1952). 

4 Dalehite v. United States, 346 U.S. 15, 24 (1953). 

5 Hearings before Committee on the Judiciary on H.R. 5373 and H.R. 6463, 
77th Cong., 2d Sess. 11 (1942). 

6 28 U.S.C. § 2402 (1952). 

7 Hearings, supra note 5, at 28. 
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been exempt by judicial construction.* Nevertheless, it was decided 
to make the exemption specific. From this it can be argued that 
Congress had in mind a historical definition of discretionary function 
with which the courts would be familiar and which they would apply. 
And some courts have so interpreted the phrase.® But for the most 
part the courts have ignored the historical definition and have applied 
their own conclusions as to where government liability should cease. 


TuHeE CAsEs 


A few cases admit of ready solution, and with the results obtained 
by the courts it is difficult to quarrel. Thus in Old King Coal v. United 
States,’® the substance of the complaint was that the Secretary of the 
Interior after having taken possession of certain coal mines pur- 
suant to a Presidential Executive Order, failed to operate plain- 
tiff’s mine, to his resulting damage. After noting that the Execu- 
tive Order gave the Secretary authority “. . . to operate . . . such 
mines in such manner as he may deem necessary . . .,” the court 
held that this was a discretionary act and dismissed the claim for 
want of jurisdiction. On the other hand, in Bevilacqua v. United 
States™ plaintiff was allowed to recover where the negligence al- 
leged was failure by a lockman to set out warning lights at night 
as he was required by orders to do. Between these extremes range 
a series of cases involving varying amounts of discretion and creat- 
ing a problem as to where to draw the line. 

The exercise of regulatory powers has been alleged as the proxi- 
mate cause of injury in several cases, and in such cases the courts 
are unwilling to assert jurisdiction. Thus a claim for damages alleged 
to have resulted from acts of the Securities Exchange Commission in 
publishing information that plaintiff corporation was about to be in- 
vestigated and in interfering with the business by carrying on the 
investigation was dismissed.* And the same result was reached 
where it was complained that the Secretary of the Interior in pro- 
hibiting the hunting of wild geese was negligent in not providing for 
protection of crops which they were likely to eat.‘* On the other 
hand, where the regulatory function was exercised at a lower or oper- 
ational level, the courts have reached the opposite result. Recovery 
was allowed where injury resulted from negligent supervision of air 







8 Hearings, supra note 5, at 29. 
® Coates v. United States, 181 F.2d 816 (8th Cir. 1950); Dalehite vy. United 

States, 346 U.S. 15 (1953). 

1088 F. Supp. 124 (S.D. Iowa 1949). 

11122 F. Supp. 493 (W.D. Pa. 1954). 

12 Schmidt v. United States, 198 F.2d 32 (7th Cir. 1952). 

13 Sickman v. United States, 184 F.2d 616 (7th Cir. 1950). 
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traffic by Civil Aeronautics Administration control tower personnel ** 
and negligent supervision of ammunition loading by a Coast Guard 
non-commissioned officer.* But where Coast Guard officials failed 
to police the loading of ammonium nitrate onto a vessel and to fight 
a fire which subsequently broke out the Supreme Court held that 
these omissions were discretionary.*® 

Closely allied to pure regulatory functions are those involving 
licensing. In Chournos v. United States*" it was held that issuance 
of grazing permits was a discretionary function. It was felt that the 
Taylor Act and the Range Code contemplated the exercise by range 
officials of discretion and judgment in determining the extent to which 
the land might be grazed. On the other hand failure to revoke the 
grazing permit of plaintiff’s predecessor-in-title was held to be non- 
discretionary under the Range Code.'® In the recent case of Pennsyl- 
vania R. R. Co. v. United States,’® it was held discretionary for officers 
at Coast Guard headquarters to lift a restriction imposed by the local 
commander against loading ammunition at a certain location, but 
non-discretionary for the local officers to issue the necessary permits, 
provided only that the normal qualifications were met. In effect the 
court held that issuance of a license or permit is a mere ministerial 
duty where the qualifications have been met. In these cases it would 
appear that the purpose and wording of the statutes and regulations 
governing the licensing would be the determinative factor. 

The bulk of the cases involve federal programs or projects, and of 
these approximately one-fourth involve flood control or irrigation 
projects, or such closely related activities as improving the naviga- 
bility of inland waters. Perhaps because of the provisions of various 
flood control acts which state that the United States will not be liable 
for damages resulting from flood, or perhaps because of some mis- 
leading language contained in the Hearings before the Committee of 
the Judiciary,” the courts have been extremely reluctant to allow 


14 Union Trust Co. of District of Columbia vy. United States, 113 F. Supp. 80 
(D.D.C. 1953), aff'd, 23 U.S.L. WEEK 2402 (D.C. Cir. Feb. 8, 1955). 

15 Pennsylvania R.R. Co. v. United States, 124 F. Supp. 52 (D.N.J. 1954). 

16 Dalehite v. United States, 346 U.S. 15 (1953). 

17193 F.2d 321 (10th Cir. 1951). 

18 Oman v. United States, 179 F.2d 738 (10th Cir. 1949). 

19124 F. Supp. 52 (D.N.J. 1954). 

20 F.g., 45 Stat. 535 (1928), 33 U.S.C. §702(c) (1952). 

21 Hearings, supra note 5, at 28. The language is “. . . designed to avoid any 
possibility that the act may be construed to authorize damage suits against the 
Government growing out of a legally authorized activity, such as a flood-control 
or irrigation project, where no wrongful act or omission on the part of any 
Government agent is shown. ...” However this refers to the first portion of 
§ 2680(a) which bars claims based on the act or omission of an employee of 
the Government, exercising due care, in the exercise of a statute or regulation, 
whether or not such statute or regulation be valid. 
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recovery in these cases. Thus relief was denied whether the complaint 
alleged negligence in the execution of the entire project,?* in the 
planning stage,”* in the planning or construction,** in the operation,”® 
in the maintenance,”* or on the ground of maintaining an attractive 
nuisance.** It was however stated by way of dicta in one of these 
cases that the result might be otherwise if specific negligence and 
departure from plan were alleged on the part of any particular em- 
ployee.”* On the other hand in Ure v. United States *° where an irri- 
gation canal burst and flooded plaintiff’s land the court held that 
management and control of the canal did not involve a discretionary 
function. And where the complaint alleged that the United States 
erected a weir upstream and took more than its share of the water, 
the court in granting relief held that the gravamen of the complaint 
was not the construction of the weir, but the taking by the Govern- 
ment acting in its proprietary capacity as a landowner, of an amount 
of water in excess of an earlier agreement.*° 

Projects which do not come within the protective influence of the 
flood control acts raise the question as to just where in the heirarchy 
of Government employees, the protection of the discretionary immu- 
nity clause should be cut off. In all these cases the program or proj- 
ect was duly authorized. But, even if the inception of the project is 
discretionary, does that mean that every subsequent step taken in 
furtherance of the project is discretionary? It is not believed that 
Congress so intended, for it was specifically pointed out that negli- 
gence in driving a government vehicle should be grounds for recovery, 
even though the vehicle was employed by some regulatory body ad- 
ministering a discretionary function.** This problem was faced by 
the Supreme Court in Dalehite v. United States ** where negligence 
was alleged against the Government in its adoption of an entire pro- 
gram of fertilizer production, and, in addition, specific acts of negli- 
gence were alleged at several stages of the planning and production. 


22 Coates v. United States, 181 F.2d 816 (8th Cir. 1950); North v. United 
States, 94 F. Supp. 824 (D. Utah 1950). 
23 Boyce v. United States, 93 F. Supp. 866 (S.D. Iowa 1950). 


24 Thomas v. United States, 81 F. Supp. 881 (W.D. Mo. 1949); F. & M. 
Schaefer Brewing Co. v. United States, 121 F. Supp. 322 (E.D.N.Y. 1954). 


25 Olson v. United States, 93 F. Supp. 150 (D.N.D. 1950). 

26 Danner v. United States, 114 F. Supp. 477 (W.D. Mo. 1953). 
27 Avina v. United States, 115 F. Supp. 579 (W.D. Tex. 1953). 
28 Boyce v. United States, 93 F. Supp. 866 (S.D. Iowa 1950). 
2993 F. Supp. 779 (D. Ore. 1950). 

30 Ellison v. United States, 98 F. Supp. 18 (D. Nev. 1951). 

31 Hearings, supra note 5, at 28. 

82 346 U.S. 15 (1953). 
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The Court, without determining just where the line should be drawn, 
denied recovery, stating: 


“[D]iscretionary function or duty” . . . includes more than the 
initiation of programs and activities. It also includes determina- 
tions made by executives or administrators in establishing plans, 
specifications or schedules of operation. Where there is room 
for policy judgment and decision there is discretion.** 


Of course it follows that subsequent action taken per plan is also 
protected.** Other cases in which the negligence alleged was in the 
planning stage and which reached the same result as the Dalehite case 
involved the decision to spray a herbicide by plane over a wildlife 
refuge,** failure to order removal of a dead tree at an Agriculture 
experimental station,** failure to provide for supervision of migra- 
tory Mexican workers,*’ failure to rebuild an aid-to-navigation.** In 
the case of National Mfg. Co. v. United States ** the function of fore- 
casting the weather and flood stages was held discretionary so as to 
absolve the Government of liability for negligent assurance that the 
river would not overflow and for failure to give ample warning of 
the impending overflow. It was pointed out that the statutory lan- 
guage authorized the forecasts of warnings whenever in the opinion 
of the Chief of the Weather Bureau such service is advisable. 
Where the statutory language leaves the agency or employee with 
no choice but to perform an act, it has been held non-discretionary 
and the act must be performed with due care. Somerset Seafood Co. 
v. United States.*° The court there went even further, stating by way 
of dicta that “. . . even if the decision to mark or remove the wreck be 
regarded as discretionary, there is liability for negligence in marking 
after the discretion has been exercised and the decision to mark has 
been made. ...”** The same reasoning was followed in three other 
cases which held that the decision to block a road was discretionary, 
but failure to set out warning signals was not; *? that the decision to 
use coyote traps was discretionary, but the setting of a particular trap 
must be accomplished with due care; ** and that the decision by in- 


33 Jd. at 35. 

34 Id. at 36. 

85 Harris v. United States, 106 F. Supp. 298 (E.D. Okla. 1952). 

36 Toledo v. United States, 95 F. Supp. 838 (D.P.R. 1951). 

37 Goodwill Industries of El Paso v. United States, 23 U.S.L. Weex 2330 
(5th Cir. Dec. 29, 1954). 

38 Kline v. United States, 113 F. Supp. 298 (S.D. Tex. 1953). 

39 210 F.2d 263 (8th Cir. 1954), 23 Geo. Wasu. L. Rev. 228. 

40193 F.2d 631 (4th Cir. 1951). 

41 Id. at 635. 

42 Hernandez v. United States, 112 F. Supp. 369 (D. Hawaii 1953). 

43 rr v. United States, 119 F. Supp. 719 (D. Ore. 1952). 
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telligence agent to interrogate plaintiff may be discretionary, but 
interrogation must be conducted with due care.** 

A group of cases worthy of a separate catgory are those involving 
medical care negligently given or withheld by government hospitals. 
In these cases the courts have uniformly followed the rationale of the 
Somerset case, supra, to the effect that once the Government under- 
takes the treatment it must exercise due care. The first of these 
cases was Denny v. United States *° where plaintiff alleged that fail- 
ure of the Army hospital to provide an ambulance for his wife as 
promised resulted in the stillbirth of his child. Army Regulations 
provide that medical care shall be furnished to dependents whenever 
practicable. Seizing on this language, the court found discretion. 
But the minority opinion urged that the duty was non-discretionary, 
conditioned on practicableness. In any event, once the patient is 
admitted to the hospital the cases all hold that the Government is 
liable for negligent care until dismissal.*® The release of patients 
from a hospital has occasioned two suits, both involving psychotic 
patients who subsequently caused injury to others.*’ Both cases 
denied relief on the ground that the decision as to when to release 
the patient was discretionary. The decision to release the patient 
without escort was also held discretionary in one of these. 

Two cases which stand apart involve the liability of the United 
States in its capacity as a landowner. In Maryland v. Manor Real 
Estate & Trust Co.** the complaint alleged that the Public Housing 
Authority was negligent in failing to exterminate rats from the proj- 
ect, as a result whereof decedent contracted typhus. In allowing 
recovery the court held that this was no discretionary duty, that the 
Government had an absolute duty under Maryland law to keep the 
common portions of the tenement safe for the tenants. And in a later 
case a different court granted that the decision not to remove the 
duds from an abandoned Army firing range was discretionary, but 
held that the Government had a duty to warn a business invitee of a 
known danger, which duty was non-discretionary.*® 


44 Hambleton v. United States, 87 F. Supp. 994 (W. D. Wash. 1949), rev’d 
on other grounds, 185 F.2d 564 (9th Cir. 1950). 

45171 F.2d 365 (Sth Cir. 1949). 

46 Dishman v. United States, 93 F. Supp. 567 (D. Md. 1950); Griggs v. 
United States, 178 F.2d 1 (10th Cir. 1949); United States v. Gray, 199 F.2d 
239 (10th Cir. 1952); Grigalauskas v. United States, 103 F. Supp. 543 (D. 
1084), 1951) ; Mary C. Rufino v. United States, 126 F. Supp. 132 (S.D.N.Y. 

47 Kendrick v. United States, 82 F. Supp. 430 (W.D. Ala. 1949); Smart v. 
United States, 207 F.2d 841 (10th Cir. 1953). 

48176 F.2d 414 (4th Cir. 1949). 

49 United States v. White, 211 F.2d 79 (9th Cir. 1954). 
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THE TEsts 


To make out a case in tort the plaintiff must show that the defend- 
ant owed him some duty of care, which has been breached by a par- 
ticular act or omission, which was the proximate cause of plaintiff’s 
injury. The duty to use care, insofar as the FTCA is concerned, is 
a duty which is imposed by the common law, and is not to be con- 
fused with the “discretionary duty or function” on which the exemp- 
tion under discussion is based. And yet just that mistake was made 
in the last two cases cited where the courts confused the question of 
whether the Government was negligent with the larger question of 
whether it should be held liable though negligent. And to a certain 
extent the court in the Somerset case, supra, confused the two duties 
when it said, “. . . There is certainly no discretion to mark a wreck 
in such a way as to constitute a trap for the ignorant or unwary... .” °° 
The statement carries a tone of conviction, but it will not stand criti- 
cal examination. Might not a court with equal validity say that “the 
Secretary of Interior has no discretion to ruin a coal mine operator’s 
business” ? 

As important as it is to separate the two duties, it is equally as 
important to associate the alleged breach with the immediate function 
being discharged by the government employee or agency when the 
act or omission occurred. As to the breach, or proximate cause, it 
would seem that the plaintiff should, in view of the discovery tech- 
niques available under the Federal Rules of Civil Procedure, be held 
to the words of his complaint. Thus a complaint which alleges negli- 
gence in such a broad sense as “negligently changing the course of the 
Missouri River” ** urges fault in the adoption or execution of the 
whole program and should be dismissed. Conversely a specific act 
of negligence, such as failure to remove or to brace a rotten tree 
should not be protected by labelling the function agricultural experi- 
mentation.** Some courts instead of ruling on a motion to dismiss 
have been willing to defer the issue until the proof is in, where the 
complaint is as equally consistent with a discretionary as a non-discre- 
tionary function.®* Inability to prove specific negligence may pre- 
clude recovery in certain worthy cases where the action is necessarily 
based on res ipsa loquitur. Thus in Williams v. United States ** 
plaintiff’s children were burned by an inflammable substance which 


50 193 F.2d 631, 635 (4th Cir. 1951). 

51 Coates v. United States, 181 F.2d 816 (8th Cir. 1950). 

52 Toledo v. United States, 95 F. Supp. 838 (D.P.R. 1951). 

53 Smith v. United States, 113 F. Supp. 131 (D. Del. 1953), reconsidered, 116 
F. Supp. 801 (D. Del 1953); Guy F. Atkinson Co. v. Merritt, Chapman, & 
Scott Corp., 126 F. Supp. 406 (N.D. Cal. 1954). 

54115 F. Supp. 386 (N.D. Fla. 1953). 
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dropped from an experimental plane as it exploded in flight. When 
the Government declined to testify on security grounds, the court 
dismissed, stating that activities of the Air Force in an experimental 
way is a cabinet level decision and thus discretionary. The hardship 
of such cases is somewhat mitigated by the fact that relief through 
Congress is still available where the courts are without jurisdiction. 

A number of cases including the Somerset case, supra, have adopted 
a rule that even if the decision is discretionary, once it is made, the 
Government must thereafter proceed with due care. It, too, has a 
convincing tone and a note of simplicity. It is relied on in several of 
the medical cases where the courts say that the Government may have 
discretion as to admission of patients, but once this discretion is exer- 
cised it is liable for negligent treatment. The substance of the rule 
is that the Government should be liable for the negligence of those 
who perform on an operating level executing decisions, but not liable 
for the negligence of those who work in an administrative or planning 
capacity making the decisions. There is no basis in reason for so 
drawing the line, for there is as much judgment involved in deciding 
how and when to perform an act as deciding whether to do it. And 
of course the rule is of no value in cases where no operational acts 
are involved such as the licensing cases. 

But the principal drawback of the rule is that it tends to disassociate 
the breach from the function. The medical cases should be disposed 
of on the ground that admission is a discretionary function and treat- 
ment is a non-discretionary function, not by saying that once the dis- 
cretion is exercised the Government must proceed with due care. In 
one case government counsel attempted to avoid the rule by urging 
that the admission of patients involved the exercise of, and the treat- 
ment performance of a discretionary function. The court rightly re- 
jected this as hair splitting.“ Such a rule is of little help in cases 
such as the Dalehite case where negligence is alleged at several stages 
of the program. While conceding that the decision to undertake the 
program was discretionary the Supreme Court said that discretion 
extended beyond inception of the program.*" 

The test enunciated by the Supreme Court was that wherever there 
is room for policy judgment and decision there is discretion. It was 
felt that the decision made at the planning level to bag fertilizer at 
200° F. instead of at a lower figure, which would have decreased pro- 
duction or increased cost, involved the exercise of discretion. It is 
difficult to see how in principle this differs from a decision such as a 

5560 Star. 831 (1946). 


56 Grigalauskas v. United States, 103 F. Supp. 543 (D. Mass. 1951). 
57 Dalehite v. United States, 346 U.S. 15, 34 (1953). 
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doctor might make in treating a patient. It is a technical decision 
which might involve policies of safety or economy, but it hardly in- 
volves the political considerations which were inherent in the initia- 
tion of the plan, e.g., the good relations of this country with those 
abroad needing the fertilizer. That Congress may not have intended 
the protection of the clause to extend so far is indicated by the fact 
that a bill introduced to compensate the plaintiffs in the Dalehite case 
was approved by the House Committee on the Judiciary, passed by 
the House, and only failed in the Senate by the pressure of more 
important legislation during the closing days.*® 

The Court in the Dalehite case also referred to discretionary func- 
tion as a concept of substantial historical ancestry in American law, 
citing five cases by way of illustration.*® But an examination of these 
cases throws very little light on the present problem. Three of them, 
and virtually all the subsequent cases, were mandamus proceedings. 
There the courts refused to compel high level officials of the Govern- 
ment to perform functions that were discretionary, as opposed to 
ministerial. It can safely be assumed that the contentions, if initi- 
ated at a lower level, were referred to the highest administrative offi- 
cial before court action was begun. Then it became a problem of 
weighing the autonomy of the executive against the rights of the 
individual, all in the light of the theory of separation of powers. This 
seems to be quite a different problem from passing on the merits of 
a claim for damages arising out of a common law tort committed by 
a government employee in a lower echelon. The other two cases 
involved damages but were based on official acts of a judge ® and the 
Postmaster-General * respectively. In any event, the historical con- 
cept of the phrase would hardly justify its application to such a deci- 
sion as when to remove a rotten tree. 

Justice Jackson in the dissenting opinion to the Dalehite case criti- 
cized the reliance on the historical concept, and recommended recov- 
ery on the ground that the manufacture of fertilizer involves a pro- 
prietary, as opposed to a governmental function.** The same con- 
clusion was reached by the court in the Ure case, supra, which im- 
plied that discretionary was the opposite of proprietary. There is 
some basis in the Act for such an interpretation since Section 2674 
provides that the United States shall be liable “. . . in the same man- 


58 H.R. 9785, 83d Cong., 2d Sess. (1954). A similar bill, H.R. 4045 has been 
introduced in the 84th Congress. 

59 Marbury v. Madison, 1 Cranch 137 (U.S. 1803); Louisiana v. McAdoo, 
234 U.S. 627 (1914); Perkins v. Lukens Steel Co., 310 U.S. 113 (1940). 

60 Alzua v. Johnson, 231 U.S. 106 (1913). 

61 Spalding v. Vilas, 161 U.S. 483 (1896). 

62 Dalehite v. United States, 346 U.S. 15, 60 (1953). 
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ner and to the same extent as a private individual under like cir- 
cumstances... .” By reading this together with the discretionary 
function clause, the court in the National Mfg. Co. case, supra, con- 
cluded that Congress intended to prohibit liability for activities under- 
taken by the United States in circumstances that are not alike but 
differ in essential character from those in which any comparable pri- 
vate enterprises are carried on.®* While Justice Jackson was think- 
ing of governmental functions as being regulatory, this case goes fur- 
ther and covers public services performed solely by the Government. 
It should be noted that during the Hearings the effect ascribed to the 
bill as a whole was to “. . . place the United States, in respect of 
torts committed by its agents, upon the same footing as a private 
corporate employer, with certain limitations required for the protec- 
tion of important governmental functions. . . .” ** (Emphasis added.) 
The law governing the liability of municipal corporations is substan- 
tially the same, hinging on whether the activity was governmental or 
public on the one hand or proprietary, private, or corporate on the 
other hand.® It may be argued that in the case of a municipal corpo- 
ration there is good reason for such a distinction, that when it oper- 
ates in a governmental capacity it acts on behalf of the state, and 
therefore acquires the protection of the sovereign immunity of the 
latter.°° But in states which waive immunity by statute ® we find the 
same test appearing. Thus in New York the courts denied relief 
where an accident involved a New York National Guard truck, on 
the ground that this involved a sovereign function;** and on the 
other hand allowed recovery for publication of plaintiff’s picture with- 
out consent in an advertisement for a state skiing facility.* 

In approximately one-third of the cases the courts have carefully 
examined the statute, regulation, or order under which the agency 
or employee was operating at the time. If words expressly provid- 
ing for the use of discretion were found, they were seized upon as a 
basis for the decision, or at least to bolster it. Thus in Kline v. United 
States * the court found it discretionary for the Coast Guard to re- 
build a range light by virtue of the statutory language that “. . . the 
Coast Guard may establish, maintain, and operate: (1) aids to mari- 


63 National Mfg. Co. v. United States, 210 F.2d 263, 277 (8th Cir. 1954). 

64 Hearings, supra note 5, at 30. 

65 See note, 120 A.L.R. 1376 (1939). 

66 See 23 Micu. L. Rev. 325 (1925) for an excellent note on discretionary 
functions of a municipal corporation. 

6? New York Court or Crarms Acr §8, CLeveNGcER’s Pracrice MANUAL 
ANN., 17-2 (1954). 

68Newiadony y. State, 276 App. Div. 59, 93 N.Y.S. 2d 24 (3d Dep’t 1949). 

69 Seidelman v. State, 202 Misc. 817, 110 N.Y.S. 2d 380 (Ct. Cl. 1952). 

70113 F. Supp. 298 (S.D. Tex. 1953). 
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time navigation. . . .”" (Emphasis added.) On the other hand in 
the Somerset Seafood case, supra, the court found that under the 
Wreck Acts? the duty of the Government to mark or remove the 
wreck was mandatory, even though left with a choice of alternatives, 
or methods. And as pointed out in the Denny case, supra, Army 
regulations providing for medical services to dependants whenever 
practicable were held by the majority of the court to render the admis- 
sion of a patient discretionary; by the minority non-discretionary, 
conditioned on practicableness. In Jones v. United States ** in the 
absence of any statutory authority or requirements it was held discre- 
tionary for the Director of the Geological Survey to furnish informa- 
tion concerning the oil reserves of certain land. With the possible 
exception of licensing cases, it is doubted whether the language of 
the statute or regulation is of any real significance in resolving the 
problem. For most statutes are necessarily broad, with ample pro- 
vision for discretion. Internal regulations are generally the same. 
And even if the execution of the function is mandatory, the time and 
manner seldom is. 

Another factor which may have influenced the courts in several 
cases is the size of the claim. The courts which denied relief in the 
Dalehite and the National Mfg. Co. cases were careful to mention 
that the total potential claims involved ran into the hundreds of mil- 
lions of dollars. Although on principle this ground cannot be de- 
fended, reluctance on the part of the courts in such a situation is 
understandable. 

That the FTCA should be liberally construed has been urged by 
the Supreme Court in United States v. Yellow Cab Co."* “. . . Recog- 
nizing such a clearly defined breadth of purpose of the bill as a whole, 
and the general trend toward increasing the scope of waiver by the 
United States of its sovereign immunity from suit, it is inconsistent 
to whittle it down by refinements.” ** But the Court also cautions 
that the Act does not create new causes of action where none existed 
before.** And in the Dalehite case it hedged somewhat by stating 
that in interpreting the exceptions the courts should include those 
circumstances which are within the words and reason of the excep- 
tion. But the district court in Kendrick v. United States™ said: “It 
is elementary that an act of the Legislature which purports to relin- 


7114 U.S.C. §81 (1952). 

72 30 Strat. 1152 (1899), 33 U.S.C. § 409 (1952) ; 14 U.S.C. §86 (1952). 
73120 F. Supp. 894 (W.D.N.Y. 1952). 

74 340 U.S. 543 (1951). 

75 Td. at 550. 

76 Feres v. United States, 340 U.S. 135 (1950). 

77 82 F. Supp. 430 (W.D. Ala. 1949). 
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quish the immunity of the sovereign from suit ought to receive a 
literal and narrow construction at the hands of the courts... ,” "® 
citing United States v. Sherwood,’® where the Supreme Court voiced 
substantially the same sentiment. 


CoNcCLUSIONS 


Despite the most recent admonition of the Supreme Court not to 
whittle down the waiver of immunity, it appears that the courts have 
done just that. In holding that the decisions as to when to remove 
a dead tree, or how much water to let over the dam, or at what tem- 
perature to bag fertilizer, or whether to spray herbicide by air, or to 
admit or discharge a patient from a hospital are discretionary within 
the meaning of the Act, it is felt that the courts have missed the mark. 
The same can be said of flying an experimental aircraft, the rebuild- 
ing of a range light, the issuing of flood forecasts, and dredging. This 
is not to say that the plaintiff should recover in all these cases. It 
still remains for them to prove that the United States owed to them 
as individuals a duty of care, and that this duty was breached. In at 
least half of the above cases it would be impossible to prove either 
the duty, or that the government employee or agency did not use 
reasonable care. For example, the trial court in the National Mfg. 
Co. case, squarely faced the issue of duty and decided that while the 
Weather Bureau may have owed a duty to use care in forecasting for 
the benefit of commerce in general, this duty was not owing to the 
plaintiffs as individual business property owners.*® And in the Kline 
case, supra, the court felt that the delay in rebuilding the range light 
was not unreasonable under the circumstances. Judge Johnson in 
the concurring opinion to the National Mfg. Co. decision preferred 
to base dismissal on the firmer ground that dissemination of public 
information not of a personal nature does not form the basis of a 
tort in respect to its accuracy.* Cases which involve flood damage 
should be decided on the basis of the immunity provided by the flood- 
control acts, but this protection should not be extended to activities 
involving irrigation or improvement of navigable waters. In so ruling 
on the merits the courts would seem to be acting more in accordance 
with the aims of the FTCA. For if they dismiss the claim on juris- 
dictional grounds, the litigant is free to bring his claim to Congress. 
Judges who are concerned about how far down the road of paternal- 
ism the Government has travelled, as was Judge Johnson, would do 


78 Td. at 431. 

79 312 U.S. 584 (1941). 

80 Mid-Central Fish Co. v. United States, 112 F. Supp. 792 (W.D. Mo. 1953). 
81 210 F.2d 263, 279 (8th Cir. 1954). 
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well to follow his lead by accepting jurisdiction and ruling on the 
merits. 

Although it has been suggested that the discretionary function 
clause was intended, at least in part, to prevent judicial “second- 
guessing of the executive” in keeping with the doctrine of separation 
of powers,** the courts have not expressed any concern over this 
aspect of the problem, even though most of the cases denying relief 
do so on the ground of want of jurisdiction, rather than lack of a 
cause of action. From a practical point of view this might be ex- 
pected because it disposes of the case more readily and likewise saves 
to the plaintiff a second chance for relief through Congress.** How- 
ever, the real problem is to what extent the Government should be 
liable for its torts. 

It would be too much to expect that a single test easy of applica- 
tion would emerge from the cases to serve as a guide for the future. 
Assuming the court has avoided the error of confusing the duty of 
care with the discretionary duty, and has correctly matched the al- 
leged breach with the particular function then being discharged by 
the employee or agency of the Government, it will then find in the 
precedents at least four tests for determining whether the function is 
discretionary or not. There is the Dalehite test, that “... [W]here 
there is room for policy judgment and decision, there is discre- 
tion....” There is the governmental-proprietary rule as spelled out 
in the dissent to the Dalehite case, that the Government should be 
liable in the discharge of housekeeping functions but not regulatory 
functions; or as announced in the National Mfg. Co. case, that the 
Government should not be liable where it discharges a function differ- 
ent from one which can be discharged by private industry. Thirdly, 
there is the Somerset rule that once discretion has been exercised, the 
Government must proceed with due care; and, lastly, there is the test 
based on the statutory language authorizing the function. 

It is submitted that because the Somerset rule dissociates the breach 
from the function, it is not sound and should not be applied. And 
the statutory language test is not sufficiently conclusive or discrimina- 
tory to be of value, except possibly in the narrow area of functions 
involving licensing. There remains substantially two tests, the “pol- 
icy judgment” test and the governmental-proprietary test. 

The “policy judgment” test is, of course, entitled to paramount 
weight as the interpretation accorded to the “discretionary function” 


8266 Harv. L. Rev. 497 (1953). 

83 Strangely enough this second chance does not seem to have been taken 
advantage of. Of twenty-three cases in which litigants were denied relief 
under the FTCA, only three have sought relief through Congress. 
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clause by the highest Court of the land. But it is difficult to apply. 
Even that Court made no attempt to determine just where the line 
should be drawn. It leaves open the question of just what kind of 
policy judgment the Court had in mind. And if applied as in the 
Dalehite case, it leads to the questionable result of absolving the Gov- 
ernment in a situation where private industry would most certainly 
have been held liable. If confined to high level decisions of a political 
nature, rather than technical or operational judgments made further 
down the line, the test would be more in keeping with the historical 
concept of “discretion” and would satisfy the requirements of the 
doctrine of separation of powers. 

On the other hand, there is sufficient basis in both the legislative 
history and the wording of the Act to warrant application of the rule 
that the Government should only be immune in the discharge of gov- 
ernmental or regulatory functions. This is the rule of state and 
municipal liability for tort, and there is a considerable body of case 
law upon which to draw in applying the test. However, strictly 
applied, it would exempt regulatory functions exercised at the opera- 
tional level and include high level decisions to undertake proprietary 
functions, both of which would be undesirable results, contrary to 
precedent. 

It is submitted that the courts should assume the responsibility 
assigned to them by the Act by strictly applying the “discretionary 
function” clause and passing on the merits of the claims, and that 
this can be accomplished by applying both the “policy judgment” and 
the governmental-proprietary tests. Davip W. Woops. 


AESTHETICS AS A JUSTIFICATION FOR THE EXERCISE 
OF THE POLICE POWER OR EMINENT DOMAIN 


INTRODUCTION 


On November 22, 1954 the Supreme Court of the United States 
decided Berman v. Parker, a case wherein the constitutionality of 
the District of Columbia Redevelopment Act of 1945? had been chal- 
lenged. Appellants, the owners of land upon which a small depart- 
ment store was located, argued that their property was neither resi- 
dential nor of slum calibre and that therefore its condemnation was 
not necessary for slum clearance but was for the purpose merely of 


1 348 U.S. 26 (1954). 
2 D.C. Cope §§ 5-701 to 5-719 (1951). 
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developing “a better balanced, more attractive community.” In addi- 
tion, they pointed out that the statute authorized development of the 
blighted area, in which their property was located, by private persons 
to whom the land could be leased or sold after its condemnation.* 
The result, they maintained, was a fatal conflict with two clauses of 
the Fifth Amendment to the United States Constitution: (1) “no 
person shall . . . be deprived of . . . property, without due process of 
law ;” and (2) “nor shall private property be taken for public use, 
without just compensation.” 

The Court responded to these arguments by holding that Congress 
had made a sufficient determination of the need for redevelopment of 
the area as a whole rather than on a lot-by-lot basis, that such re- 
development was a valid exercise of the police power which Congress 
exercises over the District of Columbia, that eminent domain was a 
proper means for the realization of the object of the statute, and that 
redevelopment by private enterprise did not destroy the public char- 
acter of the redevelopment.* If the Court’s opinion contained no 
more than the postulation of these points, it would nevertheless be 
significant as an approval of forward-looking social legislation. But 
there is special interest, and perhaps profound importance, in another 
aspect of the decision—the fact that the Court seemingly went some- 
what out of its way to discuss aesthetics. Because the exact words 
used by Mr. Justice Douglas, who spoke for a unanimous Court, will 
in all probability be the subject of some speculation, in regard to their 
meaning and import,® they are reproduced in full: 


Public safety, public health, morality, peace and quiet, law and 
order—these are some of the more conspicuous examples of the 
traditional application of the police power to municipal affairs. 
Yet they merely illustrate the scope of the power and do not 
delimit it. See Noble State Bank v. Haskell, 219 U.S. 104, 111. 
Miserable and disreputable housing conditions may do more than 
spread disease and crime and immorality. They may also suffo- 
cate the spirit by reducing the people who live there to the status 
of cattle. They may indeed make living an almost insufferable 
burden. They may also be an ugly sore, a blight on the commu- 
nity which robs it of charm, which makes it a place from which 
men turn. The misery of housing may despoil a community as 
an open sewer may ruin a river. 


3 D.C. Cong § 5-706(b), (f). 

4 This same objection, that the condemned land was to be resold to private 
persons for redevelopment, was raised in Belovsky v. Redevelopment Authority, 
357 Pa. 329, 54 A.2d 277 (1947), in regard to the Fourteenth Amendment, and 
was similarly rejected. The Belovsky case was not cited in Berman vy. Parker. 

5 The opinion has already been expressed that “Here we have frank recogni- 
tion of beauty and spaciousness as values which may be served by the police 
power—and that directly, not merely incidentally.” Municipal Law Service 
Letter (A.B.A.), Vol. 4, No. 9, p. 4 (Nov. 1954). 
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We do not sit to determine whether a particular housing 
project is or is not desirable. The concept of the public welfare 
is broad and inclusive. See Day-Bright Lighting, Inc. v. Mis- 
souri, 342 U.S. 421, 424. The values it represents are spiritual 
as well as physical, aesthetic as well as monetary. It is within 
the power of the legislature to determine that the community 
should be beautiful as well as healthy, spacious as well as clean, 
well-balanced as well as carefully patrolled. In the present case, 
the Congress and its authorized agencies have made determina- 
tions that take into account a wide variety of values. It is not 
for us to reappraise them. If those who govern the District of 
Columbia decide that the Nation’s Capital should be beautiful as 


well as sanitary, there is nothing in the Fifth Amendment that 
stands in the way.® 


These are words which deserve careful analysis, for they may well 
signify a drastic change in what can be termed the Law of Aesthetics, 
i.é., the rule that aesthetic considerations alone cannot justify the 
exercise of the police power or the power of eminent domain, a rule 
that has, over the years, retreated but little, and then only grudgingly. 
It is certainly a rule which has not relaxed either so rapidly or so 
fully as certain authorities in the field of municipal law have antici- 
pated. For example, Professor Dillon wrote over 40 years ago: 


... [B]y virtue of the police power merely, neither the legisla- 
ture, nor the city council exercising delegated power to legislate 
by ordinance, can impose restrictions upon the use of private 
property which are induced solely by aesthetic considerations, and 
have no other relation to the health, safety, convenience, comfort, 
or welfare of the city and its inhabitants. The law on this point 
is undergoing development, and perhaps cannot be said to be 
conclusively settled as to the extent of the police power.’ 


To a limited extent, in a few jurisdictions, the development which 
was thus foreseen has begun, and yet a state supreme court just ten 
years ago quoted this same passage with approval as still representing 
a timely statement of the law and the prophesy.*® 

Since there exists the possibility that this view of aesthetics has 
now been finally and authoritatively overturned, and since there has 
been relatively little written upon the broad subject in recent years,° 
the foundations and development of the Rule Against Aesthetics will 


6 348 U.S. 26, 32 (1954). 

72 Dmu.on, Municrpar Corporations 1058 (Sth ed. 1911). 

8 Murphy v. Town of Westport, 131 Conn. 292, 40 A.2d 177, 181 (1944). 

® Sayre, Aesthetics and Property Values: Does Zoning Promote the Public 
Welfare?, 35 A.B.A.J. 471 (1949); Noel, Unaesthetic Sights as Nuisances, 25 
Cornett L.Q. 1 (1939); Ingalls, The Law of Aesthetics, 23 A.B.A.J. 191 
(1937); Light, Aesthetics in Zoning, 14 Minn. L. Rev. 109 (1930); Baker, 
Aesthetic Zoning Regulations, 25 Micu. L. Rev. 124 (1926) ; Chandler, Attitude 
of the Law Toward Beauty, 8 A.B.A.J. 470 (1922). 
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be traced as a background against which to assess the possible mean- 
ings of the passage quoted, the importance thereof, and the results to 
which a change in the law could lead. The approach will be to some 
extent upon a compartmentalized basis, in that separate treatment will 
be given to such distinct areas as building height regulations, billboard 
restrictions, and architectural conformation, wherever necessary to 
indicate different legislative and judicial approaches or state of devel- 
opment. 


CoNcEPTs AND CONTEXT 


There are two separate and distinct vehicles in which the Law of 
Aesthetics has ridden in the past—the police power and the power 
of eminent domain. The former is that power residing in a sovereign 
by which restrictions which are reasonable, and neither discriminatory 
nor arbitrary, may be imposed upon an individual in order to further 
the general welfare or the health, safety or morals of the community.*° 
The latter may be defined ** as the power to take private property for 
a public use upon the payment of just compensation.’** The Fifth 
Amendment specifically requires the Federal Government to pay “just 
compensation” while the “due process of law” clause of the Four- 
teenth Amendment has been interpreted as requiring the same reim- 
bursement by a state, or a municipality exercising the power of emi- 
nent domain under a grant by a state. 

The cases dealing with the issue of aesthetics as justification for 
police power or eminent domain indicate quite clearly that the legis- 
latures and courts have kept in mind the clear distinction between 
these two powers. Quite naturally, as will be seen, some leeway has 
been given to the exercise of eminent domain which police power has 
not enjoyed, for the undoubted reason that just compensation is man- 
datory when private property is “taken” rather than being made to 
suffer merely a restriction of use. The feeling is, of course, that if a 
man is paid for his loss, the sting is of less intensity and the inter- 


10 Village of Euclid v. Ambler Realty Co., 272 U.S. 365 (1926) ; Noble State 
Bank vy. Haskell, 219 U.S. 104, 111 (1911); “It is always easier to determine 
whether a particular case comes within the general scope of the power, than to 
give an abstract definition of the power itself which will be in all respects accu- 
rate.” Stone v. Mississippi, 101 U.S. 814, 818 (1879) ; Munn v. Illinois, 94 U.S. 
113, 145 (1876) ; Slaughter-House Cases, 16 Wall. 36, 62 (U.S. 1872). 

11 United States vy. Carmack, 329 U.S. 230 (1946) ; United States v. Jones, 
109 U.S. 513 (1883). 

12 Ordinarily, compensation is made directly out of the public funds, but 
the legislature may provide for compensation to be made by a relatively small 
number of individuals who stand to benefit most directly from the exercise of 
eminent domain. Thus, where offensive non-residential property along a boule- 
vard was condemned, compensation by means of a special assessment against 
adjacent landowners was upheld. In re Kansas City Ordinance No. 39946, 298 
Mo. 569, 252 S.W. 404 (1923). 
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ference with his interests weighs less heavily upon the public con- 
science. Treatises dealing with aesthetics also recognize the separa- 
tion between the two powers, and give them separate treatment.** 

Against this background, it is unfortunate that Berman v. Parker 
seems, for our immediate purpose, not to recognize the nice distinc- 
tion between the two powers. The opinion first states, “. .. We deal, 
in other words, with what traditionally has been known as the police 
power....” ** And, within this area the purposes of the Revelopment 
Act are held to be justified. When the opinion turns, however, to an 
examination of the means provided by Congress to accomplish these 
ends, the Court has this to say, “Once the object is within the author- 
ity of Congress, the right to realize it through the exercise of eminent 
domain is clear. For the power of eminent domain is merely the 
means to the end... .”** (Emphasis supplied.) 

With the general proposition that eminent domain is a vehicle for 
the accomplishment of appropriate and constitutionally sanctioned 
legislative purposes, there can be no argument,”* and none is intended. 
But for the limited purpose of exploring the Law of Aesthetics it poses 
the problem that, if it is concluded that Berman v. Parker really 
recognizes aesthetics as a justification for interference with property 
interests, the further question arises as to whether the decision sanc- 
tions restrictions upon use and enjoyment under the police power or 
outright confiscation by eminent domain. The practical differences 
are considerable, as will be seen, for there are many aims envisioned 
by proponents of aesthetics which simply could not be accomplished 
if a municipal government were to be restricted to eminent domain. 

Another principle of law involved in the area under consideration 
is that of the sufficiency of legislative determination as to the justifica- 
tion for the exercise of the police power and eminent domain. Berman 
v. Parker expresses the oft-reiterated rule that a wide latitude will be 
given the legislative branch in weighing public requirements against 
the rights of the individual, and that the courts will sustain such a 
determination of public need so long as it is not clearly unconstitu- 
tional by reason of being arbitrary, discriminatory or violative of guar- 
anteed private interests. Great weight will be given to this deter- 
mination of need whether the police power or eminent domain is the 


13 E.g., McQurtuin, MunicriPpAL Corporations, §§ 24.15, 24.16, 25.31 and 32.52 
(3rd ed. 1949, 1950). Note that in this treatise aesthetics is also spelled esthet- 
ics. The InpEx To LecAt Prriopicats has employed the latter form. The 
reader is cautioned to seek under both spellings. 


14 348 U.S. 26, 32 (1954). 
15 Jd. at 33. 
16 Luxton v. North River Bridge Co., 153 U.S. 525, 529-530 (1894). 
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vehicle invoked by the legislature.17 Many of the cases to be exam- 
ined hereinafter contain expressions of this principle. Indeed, in 
some of them it appears to have provided a convenient shield behind 
which courts have hidden the embarrassment they must have felt in 
citing the spurious and sometimes ridiculous justifications intoned by 
the legislature for statutes or ordinances having as their thinly-veiled 
purposes clearly aesthetic considerations.** In any event, it is a prin- 
ciple which will continue to loom large in the field of aesthetics. 


DEVELOPMENT AND PRESENT STATUS OF THE LAW OF AESTHETICS 


The battleground on which the controversy over aesthetics has 
been fought has been almost exclusively an urban one. This is under- 
standable when one considers the rapid growth of our sprawling cities 
and towns through the last century and the haphazard manner in 
which buildings of every size and description sprang up to serve the 
needs of a rapidly expanding commerce and population. One need 
only recall the ugliness of the typical city of the early 1900s, with its 
disordered jumble of residences, tenements, stores, factories and junk 
yards, all-too-freely interspersed with a riot of billboards blatantly 
crying the name of the advertiser’s wares, and overlaid with a net- 
work of electric and telephone wires, to realize that aesthetic con- 
siderations were given scant heed by our forefathers—and to realize 
as well that the force of circumstances was building up great pressure 
for the recognition of such considerations. As was probably inevi- 
table, the recognition did come, but so strong was the aversion in the 
courts to interference with property rights that all manner of subter- 
fuge was used by the legislatures to mask their real purpose. And, 
occasionally, where the legislature failed to clothe an aesthetic objec- 
tive in the respectable raiment of health, good morals or safety, a 
sympathetic court would itself so attire the naked stranger and send 
him on his way sustained and found constitutional. 


Exercise of the Police Power 


The building height regulations and the cases ’® wherein their con- 
stitutionality was litigated provide examples of this effective but 
unfortunately necessary subterfuge. A landmark case in this area is 
Welch v. Swasey®° which concerned a limitation upon the height of 
buildings to be erected within the city of Boston. In finding that the 
regulation was a reasonable effort to promote the public safety by 


17 See cases cited in Berman v. Parker, 348 U.S. 26 (1954); and Village of 
Euclid v. Ambler Realty Co., 272 U.S. 365 (1926). 

18 F.g., Cochran v. Preston, 108 Md. 220, 70 Atl. 113 (1908). 

19 See Note, 8 A.L.R.2d 963, 970 (1949). 

20193 Mass. 364, 79 N.E. 745 (1907). 
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preventing the uncontrollable spread of fire among tall buildings and 
therefore that it was a valid exercise of the police power, not repug- 
nant to the Fourteeenth Amendment, the court said: 


The inhabitants of a city or town cannot be compelled to give up 
rights in property, or to pay taxes, for purely aesthetic objects; 
but if the primary and substantive purpose of the legislation is 
such as justifies the act, considerations of taste and beauty may 
enter in, as auxiliary.”* 


The decision was appealed to the Supreme Court, where petitioners 
again stressed their contention that the real purpose of the regula- 
tion was aesthetic. That Court, in its opinion ** noted without com- 
ment the rule laid down by the Massachusetts Supreme Judicial 
Court ** (a universal rule at the time) that the police power could 
not be employed for a merely aesthetic purpose. But it sustained the 
state court’s decision upon grounds of public safety and added, “That 
in addition to these sufficient facts, considerations of an aesthetic na- 
ture also entered into the reasons for their [the statutes’] passage, 
would not invalidate them.” ** Thus was the rule authoritatively 
affirmed that if the primary purpose of a restriction upon property 
rights was to protect the public health or safety, the presence of a 
secondary aesthetic aim would be tolerated. Generally speaking, this 
is still the rule today, with certain enlargements among the permis- 
sible primary purposes now recognized. 

Welch v. Swasey opened the way to attacks upon unsightly sky- 
lines in states other than Massachusetts. The Maryland legislature 
passed an act limiting the height of new buildings in the vicinity of 
Baltimore’s Washington Monument to seventy feet above the monu- 
ment’s base line. The Maryland Supreme Court only a few years 
before had said that a property owner might build upon his land 
“without taking into consideration whether his building and improve- 
ment will conform in ‘size, general character and appearance’ to the 
‘general character of the buildings previously erected in the same 
locality’; even though there might be those in whose ‘judgment’ his 
building might in some way ‘tend to depreciate the value of surround- 
ing improved or unimproved property.’” 7° But now it modified its 
defense of private rights and upheld the height restriction in Cochran 
v. Preston.2® The case is interesting because the court and not the 

21 Id. at 375, 79 N.E. at 746 

22 Welch v. Swasey, 214 U.S. 91 (1909) ; see Note, 23 L.R.A.(n.s.) 1160 


(1910). 
23 Commonwealth v. Boston Advertising Co., 188 Mass. 348, 74 N.E. 601 


(1905). 
24214 U.S. 91, 108 (1909). 
25 Bostock v. Sams, 95 Md. 400, 52 Atl. 665 (1902). 
26 108 Md. 220, 70 Atl. 113 (1908). 





EDITORIAL NOTES 737 


legislature supplied the mantle of respectability for the statute (again 
prevention of fire, although this time stress was laid not upon the 
spread of fire, but upon the height to which a fire hose could reach). 
The court justified the exception of churches by saying, “. . . [T] hey 
do not present the same danger from fire to the surrounding build- 
ings as many other structures do, chiefly because they are not likely 
to become very numerous in any one locality.”27 It summarized as 
follows: 


We do not assent however, to the proposition that the statute 
under consideration was passed for purely ornamental purposes. 

We find a more substantial reason for its enactment in the 
suggestion of the counsel for the appellees, that its purpose was 
to protect the handsome buildings and their contents, located in 
that vicinity, and also the works of art clustered there, from the 
ravages of fire.?® 


The decision led one writer to the conclusion that the court’s rule 
was that even though the primary purpose of an act be aesthetic, it 
may be upheld if there is a secondary purpose of promoting public 
health or safety.2® With this the instant writer cannot agree; nor 
have later cases taken such a view of Cochran v. Preston. 

It was not too long before the opening which the Welch and 
Cochran cases provided was abused. The Wisconsin legislature pro- 
hibited the erection of buildings over ninety feet tall around Capitol 
Square in Madison, the stated purpose of the enactment being that 
of preventing damage to the state capitol building and state property 
therein because of fire hazard. But this purpose was not acceptable 
to the court in Piper v. Ekern*® since the capitol building was sepa- 
rated from the alleged fire hazards by fifteen acres of land and in addi- 
tion was itself fireproof. Therefore, the act was held invalid. The 
case is important for three reasons. First, of course, it shows that 
there are reasonable limits beyond which the courts will not sustain 
obvious subterfuge. Secondly, Judge Crownhart wrote a most en- 
lightened and forward-seeing dissent in which he said: 


And I do not believe that the constitutionality of the statute need 
rest upon the narrower grounds of safety and health, though I 
think them ample to sustain the present statute as an exercise of 
the police power. If ‘public welfare’ has not done so already, it 
is high time it took on a meaning for the courts which it has done 
for the rest of the world.* 


27 Td. at 232, 233, 70 Atl. at 116. 

28 Td. at 229, 70 Atl. at 114. 

29 Baker, Aesthetic Zoning Regulations, 25 Micu. L. Rev. 124, 130 (1926). 
30 180 Wisc. 586, 194 N.W. 159 (1923). 

31 Jd. at 604, 194 N.W. at 166. 
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Thirdly, the legislature found that the way around Piper v. Ekern 
was the passage of state-wide building height regulations for all Wis- 
consin cities, regulations which were upheld on the basis of the police 
power in Atkinson v. Piper ** as promoting the public health, safety 
and “perhaps, the convenience and general welfare.” ** 

Thus, even before comprehensive zoning of urban areas came to 
be widely accepted, the legislatures and courts had found a way to cope 
with unaesthetically tall buildings. But what of the reverse of the 
coin—the squat, short buildings of one or two stories which, when 
built among tall structures, contributed as much as tall buildings did 
to an unsightly, saw-tooth skyline? Here no cry of fire hazard or 
unhealthful obstruction of light and air could be raised, lest the fic- 
tions be stretched into absurdities. Judging from the absence of any 
cases on point, no restrictions upon minimum heights were attempted. 
The solution came, rather, with comprehensive zoning. 

The billboard cases show, in general, the same pattern of gradual 
change in judicial attitude as do those concerned with maximum build- 
ing heights. Many attempts to rid our urban areas, or portions of 
them, of signboards were made in the early part of this century, but 
few met with success before 1911. Thus, it was held that the erection 
of billboards was as natural a use of land as was the use of storefronts 
and show windows to display goods,** that signboards on private 
property did not constitute a nuisance or endanger health,** and sign- 
boards, as such, could not be limited in height as a safeguard against 
their falling on passers-by, for the mere presence of an advertisement 
did not contribute to the danger of the structure.** While the over- 
whelming majority of courts would not at first accept regulation based 
upon public health, an early federal case,** arising from an ordinance 
of Los Angeles which limited signs to a height of six feet, signaled the 
birth of a contrary view which in time was to become widely accepted. 
There the court took notice of the fact that many signboards were 
“cheap and flimsy affairs” which could be blown down, or toppled in 
an earthquake, to the injury of passing pedestrians, and on this basis 
upheld the ordinance as a valid exercise of the police power. The door 


82181 Wisc. 519, 195 N.W. 544 (1923). 

33 Jd. at 526, 195 N.W. at 547. 
wart v. Boston Advertising Co., 188 Mass. 348, 74 N.E. 601 

35 Bryan v. City of Chester, 212 Pa. 259, 61 Atl. 894 (1905). 

36 Curran Bill Posting & Distributing Co. v. City of Denver, 47 Colo. 221, 107 
Pac. 261 (1910); City of Passaic v. Paterson Bill Posting Co., 72 N.J.L. 285, 
62 Atl. 267 (1905) ; People ex rel Wineburgh Advertising Co. v. Murphy, 195 
N.Y. 126, 88 N.E. 17 (1909). 

87 In re Wilshire, 103 Fed. 620 (C.C.S.D. Cal. 1900). Accord: City of Roches- 
ter v. West, 164 N.Y. 510, 58 N.E. 673 (1900). 
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to restriction was open, and in the years to come, the legislatures and 
courts were to discover more and more ways in which billboards men- 
aced the public. For example, in St. Louis Gunning Advertisement 
Co. v. City of St. Louis,3* the Missouri Supreme Court found that lots 
behind billboards were often dumping places for rubbish, and privy 
sites, as well as hiding places for robbers, and that they therefore en- 
dangered public health and promoted immorality. Accordingly, an 
ordinance which limited their overall height and area and required 
that they be built with a four-foot open space above the ground and 
set fifteen feet back from the street was a proper exercise of power. 
Actually, of course, the underlying purpose of the ordinance was prob- 
ably the promotion of aesthetics, as pointed out in the dissenting 
opinion.*® 

As was the case with building height regulations, some legislatures 
went too far, and some courts would not go far enough. So, in The 
Haller Sign Works v. The Physical Culture Training School,* an 
Illinois statute which prohibited advertising signs within 500 feet of 
boulevards or parks in cities wtih a population over 100,000, was held 
to be an unconstitutional deprivation of property without compensa- 
tion, in repugnance to the Fourteenth Amendment, the court saying: 


However desirable it may be to encourage an appreciation of the 
beautiful in art and to cultivate the taste of the people of the 
State, still it has never been the theory of our government that 
such matters could properly be enforced by statute when not 
connected with the safety, comfort, health, morals and material 
welfare of the people.* 


The court noted that the prohibition extended only to the vicinity of 
parks and boulevards in the larger cities. Certainly a plea of health, 
safety and good morals would not ring true in such circumstances. 
Then, too, the sign in question in this case was a sky-sign atop a build- 
ing—hardly a likely place behind which rubbish would accumulate or 
highwaymen hide. 

Only a few years passed before the Illinois court had before it a 
Chicago ordinance which prohibited billboards over twelve square feet 


38 235 Mo. 99, 137 S.W. 929 (1911), (containing a lengthy discussion of prior 
billboard cases). 

39 Td. at 207, 137 S.W. at 963. 

40 249 Ill. 436, 94 N.E. 920 (1911). See also: Curran Bill Posting & Dis- 
tributing Co. v. City of Denver, 47 Colo. 221, 107 Pac. 261 (1910), (wherein 
an ordinance which restricted the size of billboards so that they could not carry 
the lithographs for which they had been designed was held to be void for 
unreasonableness). 

41 249 Ill. at 442, 443, 94 N.E. at 923. Accord: Chicago vy. Gunning System, 
214 Ill. 628, 73 N.E. 1035 (1905) ; Crawford v. City of Topeka, 51 Kan. 756, 33 
Pac. 476 (1893) ; Commonwealth v. Boston Advertising Co., 188 Mass. 348, 74 
N.E. 601 (1905). 
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in area in certain parts of the city. This time the restriction passed 
muster both in Illinois * and in the Supreme Court of the United 
States.** The ground of its constitutionality : use of the police power 
to promote health, safety, good morals and the general welfare. The 
evil of billboards: accumulation of rubbish and combustibles, hiding 
places for undesirable persons, screens for immoral acts. Without 
even mentioning aesthetics, the Supreme Court became a party to the 
fiction. But was this really a case where aesthetic considerations were 
veiled by plausible but secondary considerations of health and safety? 
Is it fair to say that our highest Court sanctioned such subterfuge? 
The answers would seem to be in the affirmative, since the ordinance 
also provided that a larger sign could be erected in any block in which 
the owners of a majority of the frontage gave their permission. 
Would it make sense to allow these owners to sanction billboards in 
their midst if the structures were really so great a menace to the entire 
community ? 

In St. Louis Poster Advertising Co. v. City of St. Louis,“* the Su- 
preme Court upheld another ordinance restricting the use of bill- 
boards and gave as reasons that these signs might fall upon pedes- 
trians in heavy winds, or become fire hazards, or be used as hiding 
places for undesirables. But in this decision, the Court clearly re- 
stated the rule of Welch v. Swasey, by saying: 


Possibly one or two details, especially the requirement of con- 
formity to the building line, have aesthetic considerations in view 
more obviously than anything else. But as the main burdens 
imposed stand on other ground, we should not be prepared to 
deny the validity of relatively trifling requirements that did not 
look solely to the satisfaction of rudimentary wants that alone we 
generally recognize as necessary.** 


Many billboard restrictions are today incorporated within compre- 
hensive zoning plans, many others are laid upon the rule in the St. 
Louis Poster Advertising Co. case, but nevertheless new attacks upon 
signs are constantly coming before the courts. Nor is the battle 
against billboards fought only in urban areas now, for the age of the 
automobile has extended the area of combat along our vast network 
of highways, with automobile clubs and highway commissions waging 
war upon roadside advertising as blots upon the beauty of the coun- 
tryside and hazards to safe driving. Thus, in the early case of Perl- 
mutter v. Greene ** the New York Superintendent of Public Works 


42 Thomas Cusack Co. v. City of Chicago, 267 Ill. 344, 108 N.E. 340 (1914). 
43 Cusack Co. v. City of Chicago, 242 U.S. 526 (1917). 

44 249 U.S. 269 (1919). 

45 Jd. at 274. 

46 259 N.Y. 327, 182 N.E. 5 (1932), 46 Harv. L. Rev. 157. 
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was held to be justified in having erected a screen to hide an adver- 
tising sign at a dangerous intersection where the diversion of a motor- 
ist’s attention would be hazardous. 

Another New York decision held, however, that signs on the out- 
side of busses could not be prohibited as a nuisance because they did 
not produce “physical discomfort.” 4 

The case of People v. Wolf *® was one which might well have sup- 
plied an opportunity in the New York Court of Appeals for the over- 
throw of the Rule Against Aesthetics, had the Nassau County Court 
decided other than it did. An ordinance of King’s Point prohibited 
all advertising signs in the community, excepting those offering prop- 
erty for rent or sale. This was held to be an undue restriction on the 
use and benefit of land, and an unwarranted exercise of police power. 
Nevertheless, the court recognized that “. . . the modern trend of 
decisions in our higher courts is to sustain the rule that private right 
must give way to public necessity and welfare... .” *® It was pointed 
out, however, that the ordinance would not necessarily accomplish its 
purpose of making the community more attractive, since not all adver- 
tising signs are unaesthetic, while non-advertising signs, which were 
not prohibited, are often quite ugly. From the opinion it appears that 
if the ordinance had been more capable of accomplishing its aim, and 
had been directed against all signs, it would have been upheld, for the 
court seemed to be sympathetically inclined toward aesthetic consider- 
ations. In this event, the decision would probably have been appealed, 
and the more liberal view of aesthetics could have been tested in more 
authoritative forums. 

That the highest New York court might have taken a liberal view 
of such an ordinance is indicated by Mid-State Advertising Corp. v. 
Bond.®° That case held an ordinance prohibiting all signs, excepting 
those offering property for sale and sky-signs atop buildings three or 
more stories high, in the City of Troy, to be violative of both the New 
York and Federal constitutions, in that it was a blanket restriction 
without definition of the structures proscribed or other standard of 
regulation. But the court prefaced its pronouncement by saying, 
“Even were we to assume that outdoor advertising on private 
property within public view may without compensation be restricted 
by law for cultural or aesthetic reasons alone. . . .,” ** thereby dis- 
playing an attitude markedly different from the flat assertion so often 


47 Fifth Avenue Coach Co. v. City of New York, 58 N.Y. Misc. 401, 111 N.Y. 
Supp. 759 (Sup. Ct. 1908). 

48 127 N.Y. Misc. 382, 216 N.Y. Supp. 741 (Nassau Cty. Ct. 1926). 

49 Td. at 385, 216 N.Y. Supp. at 744. 

50 274 N.Y. 82, 8 N.E. 2d 286 (1937). 

51 Jd. at 84, 8 N.E. 2d at 286. 
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seen in the reports that aesthetic considerations alone can never jus- 
tify use of the police power.** Judge Finch went even further in his 
dissenting opinion, and made a most enlightened and forceful argu- 
ment for upholding the ordinance and its patent purpose. Labeling 
People ex rel. Wineburgh Adv. Co. v. Murphy,** which in New York 
stands for the proposition that aesthetics will not support the use of 
police power, an outmoded concept of the extent of the police power, 
he pointed out that “[p]sychologists and business men themselves tell 
us that in pleasant surroundings work is done more efficiently . . .” * 
and argued that this is a good reason for excluding billboards even in 
a business district. Furthermore, he declared, an attractive commu- 
nity draws to itself new commercial enterprises and new residents and 
becomes better off financially. As a result, both the mental and physi- 
cal well-being of its inhabitants are improved. “The billboard eye- 
sore is in many ways akin to annoying sounds and undesirable odors 
which undoubtedly can be prohibited. . . .” °° 

Encouraged perhaps by both the majority and dissenting opinions 
in the Mid-State Advertising case, a lower court decision in New 
York three years later took another step toward recognition of aes- 
thetics. In Preferred Tires, Inc. v. Village of Hempstead ® an ordi- 
nance which prohibited overhanging signs was upheld as justified by 
the danger to pedestrians on the sidewalks below. To the plaintiff’s 
objection that the purpose of the restriction was really aesthetic, the 
court answered : 


This court is not restricted to aesthetic reasons in deciding to 
sustain the validity of the ordinance in question, but if it were 
so restricted, it would not hesitate to sustain the legislation upon 
that ground alone. The court cannot believe that, with the Legis- 
lature of the State specifically delegating the power to regulate 
or prohibit signs in the public streets, a municipal board in this 
day and age can be so restricted, as plaintiff contends, in thus 
promoting the happiness and general welfare of the commu- 


nity.*" 


52 Merced Dredging Co. v. Merced County, 67 F.Supp. 598 (S.D. Cal. 1946) ; 
City of New Orleans v. Levy, 223 La. 14, 64 So. 2d 798 (1953) ; In re Opinion 
of the Justices, 234 Mass. 597, 127 N.E. 525 (1920); Quintini v. City of Bay 
St. Louis, 64 Miss. 483, 1 So. 625 (1887) ; City of Scottsbluff v. Winters Creek 
Canal Co., 155 Neb. 723, 53 N.W. 2d 543 (1952). 

53 195 N.Y. 126, 88 N.E. 17 (1909). 

54274 N.Y. 82, 89, 8 N.E. 2d 286, 289 (1937). 

55 Id. at 89, 8 N.E. 2d at 289. 

56173 Misc. 1017, 19 N.Y.S. 2d 374 (Sup. Ct. Nassau Cty. 1940). See 
Note, 156 A.L.R. 568, 581 (1945). See also: Walnut and Quince Streets Corp. 
v. Mills, 303 Pa. 25, 154 Atl. 29 (1931), (wherein it was held that the City of 
Philadelphia could empower the Fine Arts Commission to approve or disapprove 
proposed structures on or over city streets, since an abutting property owner 
has no vested right to use the space over a public street, the city being trustee 
thereof for the common benefit. A theatre marquee was disapproved on frankly 
aesthetic grounds as being too garish and overly-illuminated). 

57 173 Misc. 1017, 1020, 19 N.Y.S. 2d 374, 377 (Sup. Ct. Nassau Cty. 1940). 
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In summing up the billboard cases, it may be said that the rule of 
St. Louis Gunning Advertisement Co. v. City of St. Louis, supra, is 
still the law everywhere—the primary justification for restrictions 
upon signboards must be found in protection of health, morals and 
safety ; aesthetic considerations may then be permitted as a secondary 
purpose. 

From these two lines of cases, which dealt with building height and 
billboard restrictions, it could be concluded that, prior to Berman v. 
Parker, this general proposition still held true: aesthetic considera- 
tions may not supply the only or the primary justification for the 
exercise of the police power.*® 

Recently, however, the Supreme Court of Wisconsin, in a prece- 
dent-breaking decision, based in large part upon that court’s interpre- 
tation of Berman v. Parker, has held squarely that aesthetic consider- 
ations may supply the primary justification for the exercise of the 
police power.®® It is considered that other courts will follow suit in 
the near future. 

Power of Eminent Domain 


A leading case in this field is that of Shoemaker v. United States © 
which upheld the acquisition by eminent domain of land for Rock 
Creek Park in the District of Columbia. The decision contains an 
informative discussion of prior cases which had litigated the same 
issue and had sanctioned the condemnation of land for parks. It 
points out the historical development and change in the attitude toward 
public needs, from colonial times when commons were used only for 
grazing or commercial purposes with no particular thought to recrea- 
tion and relaxation, adding, “In the memory of men now living, a 
proposition to take private property, without the consent of its owner, 
for a public park, and to assess a proportionate part of the cost upon 
real estate benefited thereby, would have been regarded as a novel 
exercise of legislative power.” 

In Wilson v. Lambert,® the question of who should pay for the 
land taken to make Rock Creek Park was litigated, the argument be- 
ing made that national funds should be used. In approving the 
requirement that adjoining landowners should be assessed instead, 
the Court said, “Whatever tends to increase the attractiveness of 
the city of Washington, as a place of permanent or temporary resi- 


58 Appeal of Medinger, 337 Pa. 217, 104 A.2d 118 (1954). 

59 Saveland Park Holding Corp. v. Wieland, 23 U.S.L. Weex 1159, 2519 
(Wisc. Mar. 8, 1955). 

60 147 U.S. 282 (1893). 

61 Id. at 297. 

62 168 US. 611 (1898). 
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dence, will operate to enhance the value of the private property situ- 
ated therein or adjacent thereto.” ** This passage is significant be- 
cause it states an argument often used by proponents of aesthetics, 
namely, that increasing the beauty of the community results in pro- 
tecting property values. 

Between the Shoemaker and Wilson cases, the Supreme Court 
decided United States v. Gettysburg Electric Railway Co.,°° revers- 
ing the lower court ** which had taken the narrow view that eminent 
domain could be exercised by the Federal Government only for a 
utilitarian purpose to carry out one of the specifically enumerated 
powers granted by the Constitution, such as the establishment of post 
offices and post roads. The Supreme Court found justification for 
condemnation of the site of the Battle of Gettysburg and its national 
enshrinement in the engendering of patriotism among those who 
would visit it and in the value which would enure to the military in 
being able to study the battle with all of its landmarks preserved. The 
Court, per Mr. Justice Peckham, said: 


. . . Such action on the part of Congress touches the heart, and 
comes home to the imagination of every citizen, and greatly tends 
to enhance his love and respect for those institutions for which 
these heroic sacrifices were made. The greater the love of the 
citizen for the institutions of his country the greater is the de- 
pendence properly to be placed upon him for their defense in 
time of necessity, and it is to such men that the country must 
look for its safety. . . .** 


What has this to do with aesthetics? In the first place, every na- 
tional, state or municipal park, monument or shrine has been estab- 
lished at least partially out of aesthetic considerations, either to pre- 
serve natural beauty or to create an attractive area out of former 
ugliness. In the second place, the passage quoted above suggests a 
potent argument for aesthetics that has not appeared in any of the 
cases thus far, namely, the engendering of love of country. If a 
person has grown up in an attractive and well-ordered community, 
rather than an ugly, blighted one, certainly his affection for home— 
his neighborhood—his town, his state and nation—will be the 
stronger. Certainly he will rise to its defense more quickly and 
more wholeheartedly. 

63 Id. at 617. 

64 See: Sayre, Aesthetics and Property Values: Does Zoning Promote the 
Public Welfare?, 35 A.B.A.J. 471 (1949). Saveland Park Holding Corp. v. 
Wieland, 23 U.S.L. WEEK 1159, 2519 (Wisc. Mar. 8, 1955) answers this query 
in the affirmative. 


65 160 U.S. 668 (1896). 


66 United States v. Certain Tract of Land, 67 Fed. 869 (C.C.E.D. Pa. 1895). 
67 160 U.S. 668, 682 (1896). 
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As to the part which aesthetic considerations may play in justifying 
the power of eminent domain there is a clear split of opinion. For 
example, it was held in Yarborough v. North Carolina Park Commis- 
sion * that a public use justifying eminent domain might be primarily 
aesthetic, and that land could be taken by the state, from its private 
owners, and given to the Federal Government for the purpose of 
establishing and preserving a national forest. On the other hand, 
in the recent case of Belovsky v. Redevelopment Authority © it was 
flatly stated that “. . . aesthetic objectives are not sufficient to justify 
the exercise of the power of eminent domain.” *° In the overwhelm- 
ing majority of instances where eminent domain is employed, the 
basic justification is probably some clear utilitarian necessity such as 
the building of roads, bridges, government institutions, or other pub- 
lic works, and as a practical matter aesthetic considerations actually 
are secondary. Hence there are fewer cases where the Rule Against 
Aesthetics is seriously considered. And, as pointed out before, the 
factor of payment certainly has allowed the courts to be more liberal 
in their attitude toward eminent domain than toward attempts to 
restrict the use of land by the police power. 


THE CASE FoR AESTHETICS 


It is always advisable to define one’s terms unless they have uni- 
versal, common and singular meanings; in legal writing it is abso- 
lutely necessary to do so. Consider, then, the meaning of the word 
“aesthetic.” It has been defined as: “having to do with the beauti- 
ful, as distinguished from the useful, scientific, etc.” "* Representa- 
tive legal definitions are: “relating to that which is beautiful or in 
good taste” and “pertaining to the beautiful,” ** while to the medical 
world it means simply: “relating to sensation, either mental or 
bodily.” 78 

It is quite apparent from a reading of the cases cited herein that 
the earlier courts, at least, thought of aesthetics in terms of objects 
of art and refined culture, which they believed to be matters quite 
above and apart from the everyday life of the average man. They 


68 196 N.C. 284, 145 S.E. 563 (1928). And see: In re Kansas City Ordinance 
No. 39946, 298 Mo. 569, 252 S.W. 404 (1923) (the condemnation of offensive 
nonresidential property along a boulevard, with payment to be effected by 
assessment upon adjacent landowners upheld; vigorous dissent to the effect that 
beautification does not justify eminent domain) ; In re City of New York, 57 
App. Div. 166, 68 N.Y. Supp. 196 (190 

69 See note 4 supra, and Pennsylvania | Mutual Life Insurance Co. v. City of 
Philadelphia, 242 Pa. 47, 88 Atl. 904 (19 

70 357 Pa. 329, 341, 54 A2d 277, 283 (1947). 

71 THORNDIKE-BARNHART COMPREHENSIVE Desk DIcTionARY (1951). 

72 Brack’s Law Dictionary (4th ed. 1951). 

78 STEDMAN’s Mepicat Dictionary (15th rev. ed. 1942). 
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could see no way in which aesthetics, so connoted, could be bound 
up with, or even influence, such areas as health, safety, good morals 
or even that catchall, the general welfare. And so, aesthetics was 
considered as something apart from the fields in which police power 
and eminent domain traditionally were considered applicable. For 
this the earlier courts cannot really be criticized, for they lacked 
knowledge and experience, now available, which clearly indicate that 
aesthetic considerations, when treated in their broader sense, influence, 
and are inextricably interwoven with, the public health, safety, morals 
and general welfare. 

By aesthetics in the broader sense is meant the inclusion of such 
familiar concepts as orderliness, neatness, cleanliness and attractive- 
ness, as applied to our homes and communities, for it is these attri- 
butes which the proponents of aesthetics really seek to attain. Effec- 
tive aesthetic legislation unquestionably protects property values by 
making a given neighborhood a desirable place in which to live.” 
Property tax receipts are kept high as a result, and this benefit enures 
to the community in the form of better public services such as hospi- 
tals, police protection, parks and schools. Does this not embrace the 
public health and safety? Surely we have seen enough of our cities 
sorely distressed because of mass emigration of their wealthier inhabit- 
ants to the cleaner, more attractive suburbs to know that the problem 
of deteriorating residential areas is not academic. Great strides are 
being made to clean out slums, but at an enormous cost to the public. 
And today’s marginal areas, many of them yesterday’s fashionable 
districts, are well on the way to becoming new slums which in turn 
will have to be cleared and rebuilt. Yet the decay of these neighbor- 
hoods could be arrested and their downward trend even reversed by 
aesthetic legislation in the form of requirements laid under the police 
power. Eminent domain has its place in actual slum clearance, but 
the practical factor of expense alone restricts its use. What are 
needed are such simple requirements as that the interiors and ex- 
teriors of buildings, especially those used as residences, be maintained 
at a prescribed minimum standard of repair, cleanliness and attrac- 
tiveness. It is not enough that a dwelling place have plumbing and 
be free of vermin; it should be well-lighted, well-ventilated and at- 
tractively painted as well, lest its inhabitants, in the words of Justice 
Douglas, be reduced “to the status of cattle.” It is not enough that 


7 Appeal of Medinger, 377 Pa. 217, 104 A.2d 118 (1953), for example, held 
that neither aesthetic considerations nor the protection of property values, nor 
both together, will promote the public health, safety, or morals, within the 
meaning of the state constitution. 
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a vacant lot be free of rubbish, and toxic weeds; it should also be 
graded and planted in grass. 

Looking toward the future, one sees another serious problem aris- 
ing from the inability of the community to force a property owner to 
conform to aesthetic standards. Today there are more individual 
home owners than ever before in our history and the vast majority 
of this residential property is heavily mortgaged. The Federal Gov- 
ernment has, through various of its agencies, guaranteed billions of 
dollars of mortgage debt, and therefore has a vital interest in protect- 
ing the value of the property involved. Insurance companies and 
banks have loaned the money with which this property was pur- 
chased. Thus every taxpayer in the United States, every one with an 
insurance policy, every one with banked savings has a direct stake in 
this property. Yet they have not been able, because of the Rule 
Against Aesthetics, to take adequate steps through the police power 
to protect their interests.” 

The argument that protection of property values justifies aesthetic 
legislation has recently been accepted by the Supreme Court of Wis- 
consin in the case of Saveland Park Holding Corp. v. Wieland,"* 
wherein the court said: 


We have no difficulty in arriving at the conclusion that the pro- 
tection of property values is an objective which falls within the 
exercise of the police power to promote the “general welfare”, and 


75 One recent case has recognized the effect of aesthetic considerations upon 
the value of a neighborhood as a tourist attraction. The Louisiana constitution 
enabled the City of New Orleans to take steps necessary to preserve the “quaint 
and distinctive” character and “architectural and historical” aspects of the Vieux 
Carre section of the city. An ordinance based upon this grant of power required 
new structures, and alterations to existing buildings, to conform to the area’s 
architecture, its color scheme and its building materials. Defendant was fined 
for displaying an improperly lighted sign of excessive size and for building a 
pink plastic enclosure on his property. In City of New Orleans v. Levy, 223 
La. 14, 64 So.2d 798 (1953) this restriction upon property use was held not 
violative of the Fourteenth Amendment. To the argument that the ordinance 
was unlawfully based upon aesthetics, the court said: “Perhaps aesthetic con- 
siderations alone would not warrant an imposition of the several restrictions con- 
tained in the Vieux Carre Commission Ordinance. But... this legislation is in 
the interest of and beneficial to the inhabitants of New Orleans generally, the 
preserving of the Vieux Carre section being not only for its sentimental value 
but also for its commercial value, and hence it constitutes a valid exercise of 
the police power.” And see: Wilson v. Lambert, 168 U.S. 611, 617 (1898). 

Within the past few years, zoning ordinances similar to that of New Orleans, 
designed to promote the restoration and protection of historic areas, have been 
adopted in a number of communities, including Winston-Salem, North Carolina, 
Annapolis, Maryland, Alexandria and Williamsburg, Virginia, and St. Croix, 
Virgin Islands. These ordinances have been based upon the police power. A 
novel device, lying midway between police power and eminent domain, was 
adopted on March 4, 1955, by the legislature of Puerto Rico. By the terms of 
House Bill 1194, owners of historic property in certain sections of San Juan 
will be compelled to restore and preserve the authentic Spanish architecture of 
their property, but will be compensated by exemption from property taxes. 

7623 U.S.L. WeeK 1159, 2519 (Wisc. Mar. 8, 1955). 
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that it is immaterial whether the zoning ordinance is grounded 
solely upon such objective or that such purpose is but one of 
several legitimate objectives.” 


When Justice Douglas wrote, in Berman v. Parker, that miserable 
and disreputable housing conditions may “suffocate the spirit” and 
“make living an almost insufferable burden,” he was entering upon a 
field of which our forefathers had no realization, and of which the 
legislatures and courts even today seem largely unaware,—the pro- 
found effect of environment upon the mind and, through the mind, 
upon the body. As pointed out in the dissenting opinion of Judge 
Finch in Mid-State Advertising Corp. v. Bond,"* businessmen know 
that the efficiency of their workers is increased in attractive surround- 
ings. So also, educators know that an aesthetically pleasing classroom 
stimulates learning. Doctors have learned that an attractive, cheerful 
hospital decor is conducive to more rapid recovery, and even penolo- 
gists realize that a drab and forbidding prison of medieval standards 
retards the rehabilitation of its inmates. So, standards of aesthetics 
are prescribed for our prisons and mental institutions, but the sacred- 
ness of private property prevents us from beautifying our communi- 
ties and perhaps thereby helping to keep some of their inhabitants 
from eventually becoming inmates of these institutions. 

The suggestion has already been made that one form which aes- 
thetic legislation might take is the requirement that private dwellings 
be maintained at a minimum aesthetic standard. In this connection, 
consider for a moment the effect upon a person—emotionally, finan- 
cially and, finally, physically—who takes pride in the appearance of 
his home, is painstaking in keeping it in good repair and good appear- 
ance but who lives next door to a run-down, unpainted, and thor- 
oughly disreputable house whose owner, being a person of coarse and 
unfeeling nature, cares nothing for the appearance of his home or its 
effect upon the neighborhood. Short of creating a fire hazard, breed- 
ing vermin or running a junkyard this neighbor is free to perpetuate 
his squalor, for considerations of public safety, health, morals and 
general welfare do not extend much beyond the prevention of fire, 
plague, and assignation. Yet this person has most assuredly affected 
the health and welfare of his neighbors. 

Aesthetics is often thought of as tending to build civic pride, and 
indeed the two concepts go hand in hand. But the influence of an 
attractive community goes much farther than the local level, as will 
be understood where is accepted the theory of the oneness of our 


77 Id. at 2519. 
78 274 N.Y. 82, 89, 8 N.E.2d 286, 289 (1937). 





EDITORIAL NOTES 749 


society and the complex interaction of multitudinous individual atti- 
tudes, reactions and effects which combine to measure the net worth 
of our nation. The American society is built upon the home and fam- 
ily; whatever influences tend to make home life more pleasant will 
raise the level of society. While physically attractive homes and 
neighborhoods are by no means a panacea for all social ills, it is suffi- 
cient if they contribute even in a small but substantial way to the 
correction of such evils as juvenile delinquency. And, as pointed out 
above, another end result of pride of home and community will un- 
doubtedly be an increased love of country. Surely the preservation 
of a battle ground, or even a national park, desirable as it may be, 
will have no more beneficial effect upon the nation as a whole than 
the preservation and improvement of the material condition of our 
communities. 

In summation, it is submitted that aesthetic considerations, as de- 
fined herein, are inseparable in their effect from other considerations 
of public health, safety, morals and general welfare. To speak of 
aesthetic considerations as though they were always separable is to 
display a narrow and unrealistic attitude no longer supportable in the 
light of the knowledge now possessed in the fields of sociology, crim- 
inology, economics and psychology. Accordingly, the rule of Welch 
v. Swasey, supra, and St. Louis Poster Advertising Co. v. City of St. 
Louis, supra, is meaningless and should be cast aside."® 


BERMAN v. PARKER 


Those who believe that aesthetic considerations can readily be sepa- 
rated from considerations of health, safety, morality and the general 
welfare, and that the former should not, standing alone, justify the 
use of the police power or eminent ¢on.sin, will be quick to point out 
that Berman v. Parker does not cite and directly overturn the holding 
in Welch v. Swasey, St. Louis Poster Advertising Co. v. City of St. 
Louis, or any other case which has adhered to the Rule Against Aes- 
thetics. And they will be correct; Berman v. Parker does not contain 
a single reference to a prior judicial pronouncement in regard to aes- 
thetics.°° These same persons may, indeed, interpret the Court’s 
language as actually supporting, without specifically reiterating, the 


79 Here it is well to consider Justice Holmes’ classic pronouncement on the 
extent of the police power: “It may be said in a general way that the police 
power extends to all the great public needs. Camfield v. United States, 167 
U.S. 518. It may be put forth in aid of what is sanctioned by usage, or held 
by the prevailing morality or strong and preponderant opinion to be greatly and 
immediately necessary to the public welfare.” Noble State Bank v. Haskell, 
219 U.S. 104, 111 (1911). 

80 United States v. Gettysburg Electric Railway Co., supra, and Shoemaker 
v. United States, supra, are cited on points other than aesthetic considerations. 





750 THE GEORGE WASHINGTON LAW REVIEW 


rule of the Welch and St. Lowis Poster Advertising Co. cases. To 
this end they may urge that the words, “beautiful as well as healthy, 
spacious as well as clean, well-balanced as well as carefully pa- 
trolled ;” ** indicate that aesthetic considerations may endure so long 
as they are secondary, i.¢., that a police regulation which is grounded 
upon the health of the community may incidentally work an aestheti- 
cally pleasing result without thereby being invalidated. 

The proponents of aesthetics, on the other hand, will answer that 
Berman v. Parker does overturn the prior cases in opposition, al- 
though without specific reference to them, it being perhaps peculiarly 
within the prerogative of the Supreme Court of the United States to 
overturn a rule of law by implication, especially where the discarded 
rule was laid down in a time when accepted social and legal philoso- 
phies were so different from what they are now. To them “as well 
as” will mean simply “or”, for they will take the view that the Court 
was recognizing that the attractiveness of a community affects the 
mental and physical health of its inhabitants, and that aesthetics, at 
least in a setting such as that of Berman v. Parker, cannot be con- 
sidered apart from health, safety, morality and the general welfare. 
Certainly this interpretation gives Justice Douglas’ references to the 
suffocation of the spirit, and the insufferable burden of living in mis- 
erable housing,®* their plain and clear meaning.®* 

It is believed that this latter view of Berman v. Parker is supported 
by the better reasoning, in the light of the arguments propounded 
earlier in this note in favor of the recognition of aesthetic considera- 
tions. But it must be admitted that the case contains language in 
regard to aesthetics over which there may be controversy in the fu- 
ture, for it is language which advocates can readily use to support 
conflicting views. The question may not be fully resolved until it is 
again presented to the Supreme Court in a case which turns more 
directly upon aesthetic considerations, in what has herein been called 
the broader meaning of the term. And, even where it is accepted that 
Berman v. Parker stands for the emancipation of aesthetics, there will 
be much room in which to dispute whether the new rule is to be 
applied by the police power or by eminent domain. 

Rosert A. BeErcs. 
quoted in the Introduction to this note, supra.) 

82 Id. at 32. 

83]1t might also be pointed out that the Court indicated the equivalency of 
factors of attractiveness and health in the following two passages: “It was not 
enough, they believed, to remove existing buildings that were insanitary or 
unsightly.” Jd. at 34. “It is not for the courts to determine whether it is 
necessary for successful consummation of the project that unsafe, unsightly, or 
insanitary buildings alone be taken or whether title to the land be included, any 


more than it is the function of the courts to sort and choose among the various 
parcels selected for condemnation.” Jd. at 36. 
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JUDICIAL ENFORCEMENT OF ADMINISTRATIVE 
ADHERENCE TO EXPRESS REGULATIONS 
AND ESTABLISHED CUSTOMS 


THE CouRTS AND THE ADMINISTRATIVE PROCESS 


The judiciary has refrained from assuming more than a limited 
role in shaping the administrative process. The principal creators 
of the administrative process are, of course, the federal and state leg- 
islatures and the administrators themselves. The legislatures define 
the scope and general form by express provisions of enabling or gen- 
eral regulatory statutes. The administrators supply the detailed pro- 
cedure by the promulgation of express regulations or the establish- 
ment of customary practices. Judicial supervision of the process thus 
created has been justified on two widely recognized grounds.’ First, 
the courts may impose on the administrator their construction of a 
statute which relates to procedure. Second, the courts may insist 
that administrative procedures fulfill requirements of constitutional 
due process. 

A third basis for judicial supervision of the administrative process 
exists which has been neither widely recognized nor thoroughly 
analyzed. The courts have created this additional basis by assuming 
the power to determine whether or not the administrator must always 
observe his own express regulations and established customs. The 
need for such determination usually occurs when the administrator 
ignores established procedure in adjudicatory or supervisory actions, 
either through inadvertence or through a desire to achieve an appro- 
priate result for a given problem. As a result of judicial limitation 
of the administrator’s discretion to ignore regulations and customs, 
the administrative process has been considerably stabilized. Specifi- 
cally, the regulatory authority of the administrator has been more 
uniformly applied to members of the general public, and the rule- 
making authority of the administrator has been accordingly limited. 
In addition, the legal status of the administrative regulation and cus- 
tom have been further defined. 

It is the purpose of this note to survey the judicial decisions which 
have outlined the binding effect of regulations and customs on the 
administrator. Particular emphasis will be given to the legal theories 
which the courts invoked to bind the administrator, the policy con- 
siderations which influenced the courts thus to limit the administrator, 
and the consequent enlargement of the courts’ supervisory power over 


1See Davis, ADMINISTRATIVE LAw 277 (1951). 
2 Id. at 278. 
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administrative actions. The note will not be concerned with such 
related, but distinct, problems as arise when the administrator at- 
tempts to apply retroactively a regulation or order * or when the regu- 
lation is interpretive rather than legislative.‘ 


PROTECTION OF TRADITIONAL PROPERTY RIGHTS 


During the 19th century and the first decade of this century, the 
courts were confronted with very few cases involving the question of 
whether the administrative agencies and officers must adhere to their 
existing regulations and customs. When the question arose, the 
courts recognized in themselves only a limited power to enforce adher- 
ence by the administrator.° The few cases of that period were unani- 
mous in declaring that the administrator could ignore, modify, or 
repeal any regulation or custom at will, so long as no valuable prop- 
erty right was impaired.® 

The courts’ earliest assumption of power was thus based on a tradi- 
tional jurisdiction over disputes involving classical property rights. 
Once having assumed jurisdiction, the courts were strongly persuaded 
by another factor when compelling administrative adherence to a regu- 
lation or custom. This factor was the reasoning and policy which 
presumably led the administrator to adopt the procedure. A brief 
description of these few early cases will illustrate the policies and the 
property rights protected. 

One case was brought by a federal employee to recover salary 
arrears withheld because the employment was not authorized by ex- 
press statute or regulation.* The custom of thus hiring employees 
without statutory authorization was interpreted as resulting from a 
policy of necessity since the complex details of government adminis- 
tration cannot be fully prescribed by express regulations. The Gov- 
ernment was not allowed to deny the validity of the custom and im- 
pair the employee’s right to earned salary. 

An express regulation of the General Land Office was involved in 
litigation of title to land.* Both litigants claimed derivation of title 
from different patents granted by the Land Office under the public 

8 Typical problems in this area are analyzed in Jarre, ADMINISTRATIVE Law, 
CASES AND MarTerIAts 167 (1953). 

* A collection of cases involving this problem is given in 1 J. Pus. Law 491 
ar Richt v. United States Land Assoc., 142 U.S. 161 (1891) ; Lytle v. Arkan- 
sas, 9 How. 314 (U.S. 1850). 

6 See Bernard v. Ashley, 3 Fed. Cas. No. 1,346 at y < D. Ark. 1853), 
affirmed sub nom. Barnard vy. Ashley, 18 How. 43 (U.S. 1856). 

7 United States v. Macdaniel, 7 Pet. 1 (U.S. 1833 


). 
8 James v. Germania Iron Co., 107 Fed. 597 (8th Cir. 1901) ; Germania Iron 
Co. v. James, 89 Fed. 811 (8th Cir. 1898). 
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domain pre-emption statutes. The dispute was resolved by showing 
that still a third patent had been issued earlier than either of the two 
in dispute. The validity of the earliest patent had been questioned 
immediately after issuance, and the question of validity had been sub- 
mitted to the Land Commissioner. The regulation of the General 
Land Office forbade issuance of another patent to such land until the 
local land office was officially notified of the Commissioner’s revoca- 
tion of the original patent. One patent in dispute had been issued 
before the Commissioner’s decision and the other patent had been 
issued after. The former patent was declared invalid because in viola- 
tion of the regulation. Title derived from the latter patent, which 
conformed to the regulation, was upheld in the litigation. The regu- 
lation, the court asserted, evidenced a policy of the General Land 
Office to foil speculators who might obtain an advantage over the 
general public through inside information. 

The land title disputes also involved a custom of the General Land 
Office. The custom pertained to decisions of hearings wherein an 
informer sought to prove fraud in a homestead land occupation. The 
hearings were designed to insure honest occupation of the public 
domain by qualified homesteaders. Informers were encouraged to 
instigate such hearings by the promise of a reward. Successful proof 
of fraudulent homesteading obtained for the informer a patent to the 
land in question. A decision favorable to the homesteader, on the 
other hand, was customarily treated as an equitable bar against subse- 
quent informers. The court denied legal enforcement of a patent 
awarded to an informer in one hearing, because the homesteader had 
successfully defended against a different informer in an earlier hear- 
ing. The policy underlying this custom was the imparting of finality 
to the hearing and the prevention of harassment by the informers who 
abounded at that time. 

A common characteristic is discernible in the policies which the 
courts attributed to the administrative procedures. All embodied the 
desire of the administrator to prevent the type of harm that actually 
occurred and brought on litigation. The courts thus justified their 
enforcement of a regulation or custom as giving effect to the admin- 
istrative policy as well as protecting the property right. 


9 Howe v. Parker, 190 Fed. 738 (8th Cir. 1911). 

10 An approving critique of the land patent decisions and their conformance 
to the objectives and purposes of the General Land Office program is found in 
McClintock, The Admimstrative Determination of Public Land Controversies, 
IV Administration of Justice, 9 Minn. L. Rev. 638, 647 (1925), reprinted in IV 
SELECTED Essays on CONSTITUTIONAL LAw 750 (1938). 


5 
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Express REGULATIONS AND THE “Force AND ErFrect oF LAw” 


During the past thirty-five years, the courts have reversed their 
attitude and have attributed to the administrator much less discretion 
to ignore a regulation or custom. The reversal was not gradual, but, 
on the contrary, was very abrupt. Some decisions held without justi- 
fication or persuasive argument that the administrator could not 
ignore regulations.** Most of the decisions, however, sought to 
rationalize the binding of the administrator to his regulations and 
customs. 

The protection of traditional property rights has not been a signifi- 
cant factor in recent litigation. Only one case has been found which 
resorted to the previously described 19th century cases for a rationale 
to enforce observance of the regulation by the administrator.”” 

A large number of opinions have bound the administrator to his 
express regulation—but not to his customary practice—by a brief 
reference to the fact that validly enacted administrative regulations 
have the “force and effect of law.” The regulation, it is argued, thus 
controls the administrator in the same manner as the statute governs 
the legislature. The significance of this capsulized argument is indi- 
cated by the phrase, “force and effect of law.” The phrase was coined 
in recent years as a method of succinctly stating that administrative 
regulations were enacted in the administrator’s exercise of a validly 
delegated legislative power, a power often called the rule-making 
authority.** The phrase has been used extensively in those opinions 
which define the legal impact of the regulations on the everyday trans- 
actions of the populace. The impact of the regulations has had many 
ramifications. The obvious effect of the regulations is regulatory,’ 
and in this regard the courts are carrying out the expressed legisla- 
tive intent. Other important effects are judicially imposed and are 
incidental to carrying out the legislative intent. In tort actions based 
on negligence, the regulations, like statutes, have been treated as 


11 Gulf Land Co. v. Atlantic Refining Co., 134 Tex. 59, 131 S.W.2d 73 
(1939) ; Railroad Commission v. Beaver Reclamation Oil Co., 132 Tex. 27, 117 
S.W.2d 52 (1938). See Railroad Commission y. Mack- Hank Petroleum Co., 
186 S.W.2d at 356 (Tex. Ct. Civ. App. 1945). 

12 Sheridan-Wyoming Coal Co. v. Krug, 84 App. D.C. 288, 172 F.2d 282 
(D.C. Cir. 1948), reversed on other grounds sub nom. Chapman v. Sheridan- 
mae Coal Co., 338 U.S. 621 (1950) (lease of mineral rights from federal 
ands 

13 Yakus v. United States, 321 U.S. 414 (1944) ; Columbia Broadcasting Sys- 
tem, Inc. v. United States, 316 U.S. 407 (1942) ; ; United States v. Grimaud, 
220 U.S. 506 (1911) ; Edwards v. Guthner, 106 Colo. 209, 103 P.2d 6 (1940). 
See Davis, ApMINIsTRATIVE LAW 43 et seq. (1951). 


14 Federal Crop Insurance Corp. v. Merrill, 332 U.S. 380 (1947); United 
States v. Baltimore & Ohio Ry. Co., 293 U.S. 454 (1935). 
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establishing duties and standards of care for the tort feasor.* In 
contracts, the regulations have been held to establish legal duties 
which render unenforceable an agreement to the contrary.*® In crim- 
inal law, the regulations may require oaths which subject the affiant 
to perjury prosecution.’* All of these considerations must be read 
into the phrase, “force and effect of law,” when evaluating the argu- 
ment which requires the administrator to conform to his express 
regulations. 

The “force and effect of law” concept has been invoked to enforce 
administrative adherence to regulations dealing with a wide variety of 
subjects. One important category may be defined by considering the 
activities and regulations of certain agencies. The proceedings of 
federal, state, and municipal civil service commissions have often ig- 
nored some existing regulation which the courts held to control the 
commissions. The regulations pertained to minimum job qualifica- 
tions,** the procedure for evaluating the applicant’s job qualifications,*® 
the methods of conducting and rating competitive examinations,?° and 
the hearing procedure for discharge of civil service employees.**_ The 
regulations of a state corporation commission, which prescribed the 
hearing procedures to be afforded applicants for certificates of con- 
venience and necessity, were held to be binding on the commission 
and were not to be indirectly defeated by the revival of a lapsed 
certificate.2* The regulations of a state school board, which described 
the procedure to be followed in warning school districts of improper 
conditions affecting classification for state financial aid, were held to 
control the board when withholding a district’s share of the state 
funds.?* The regulations of a state alcoholic control board, which 


15 Lilly v. Grand Trunk Western Ry. Co., 317 U.S. 481 (1943); Interstate 
Motor Lines, Inc. v. Great Western Ry. Co., 161 F.2d 968 (10th Cir. 1947). 

16 Regents of New Mexico College v. Albuquerque Broadcasting Co., 158 F.2d 
900 (10th Cir. 1947). 

17 United States v. Morehead, 243 U.S. 607 (1917) ; United States v. Smull, 
236 U.S. 405 (1915). 

18 People ex rel. King v. Gregory, 335 Ill. App. 570, 82 N.E.2d 369 (1948) ; 
Application of O*Brien, 255 App. Div. 385, 7 N.Y.S.2d 596 (1st Dep’t 1938), 
affirmed sub nom. O’Brien v. Delaney, 280 N.Y. 697, 21 N.E.2d 202 (1939); 
Walsh v. Watson, 198 Misc. 643, 99 N.Y.S. 2d 805 (Sup. Ct. 1950); Stanton v. 
Civil Service Commission, 189 Misc. 782, 75 N.Y.S.2d 732 (Sup. Ct. 1947). 

19 Mallen v. Morton, 199 Misc. 805, 99 N.Y.S.2d 521 (Sup. Ct. 1950). 

20 Civil Service Board v. Warren, 74 Ariz. 88, 244 P.2d 1157 (1952); Taylor 
v. McSwain, 54 Ariz. 295, 95 P.2d 415 (1939); Jacoby v. McNamara, 83 
N.Y.S.2d 763 (Sup. Ct. 1948); Poss v. Kern, 263 App. Div. 320, 32 N.Y.S.2d 
979 (1st Dep’t 1942). 

21 People ex rel. Bergquist v. Gregory, 337 Ill. App. 661, 86 N.E.2d 434 
(1949). 

22 Tucson Warehouse & Transfer Co. v. Al’s Transfer, Inc., 77 Ariz. 323, 271 
P.2d 477 (1954). 

23 State ex rel. Independent School Dist. No. 6 v. Johnson, 65 N.W.2d 668 
(Minn. 1954). 
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provided for a hearing de novo on appeal from local hearing, were 
held to prevent the board’s denial of an appeal hearing.** 

The opinions which held that the foregoing regulations must be 
followed in agency proceedings were very terse and justified the hold- 
ing merely by a brief reference to the regulation’s “force and effect 
of law.” The terseness of the opinions limits conjecture as to the 
actual considerations which persuaded the courts. The nature of the 
proceedings and the subject matter of the regulations, however, sug- 
gest possible motivations. All regulations in this group concern the 
dispensing of valuable benefits and rights by a government to its citi- 
zens. As the early 19th century opinions admittedly bound the admin- 
istrator to established procedures to safeguard traditional property 
rights, so the modern cases apparently have used the same method to 
safeguard a valuable right, i.e., the citizen’s share, or right to compete 
for a share, of these benefits.2* In so doing, the courts have acknowl- 
edged and given effect to the purposes of the legislation creating the 
administrative duty.2* For example, the civil service systems have 
been long understood to have two main objectives in filling govern- 
mental positions.** One is the selection of personnel on the basis of 
merit. The other is providing for all job seekers a fair opportunity to 
compete for employment. 

The courts have also used the “force and effect of law” concept to 
bind the administrator to specific regulations governing another im- 
portant category of administrative proceedings, namely, the deporting 
and excluding of aliens by the Immigration and Naturalization Serv- 
ice and the classification of draft registrants by the Local Selective 
Service Boards. The observance of regulations by these administra- 
tors is expressly stated in the opinions to be a phase of the due process 
or standard of fairness to which aliens and draft registrants are consti- 
tutionally entitled. 

The due process doctrine was no doubt invoked in these opinions 
principally to conform to the history of extremely limited judicial 
review available to aliens and draft registrants The alien was long 
ago identified as a problem of national sovereignty, subject to what- 
ever regulation and control that Congress may specify.2* The federal 


24 Cino v. Driscoll, 130 N.J.L. 535, 34 A.2d 6 (1943). 

25 Carrow, THE BACKGROUND OF ADMINISTRATIVE Law 22 (1948) comments 
on the decreasing distinction of rights, benefits and privileges in a society regu- 
lated by a social service government. 

26 Mr. Carrow contends that the will of the populace establishes the standards 
which both the legislature and courts employ to check the power of administra- 
tive agencies. Jd. at 138 

27 See WILMERDING, GOVERNMENT BY Merit 15 (1935) and discussion in Tay- 
lor v. McSwain, 54 Ariz. 295, 95 P.2d 415 (1939 

28 Fong Yue Ting v. United States, 149 U.S. 698 (1893). 
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courts have limited their control of the alien proceedings to requiring 
due process, a flexible requirement that has varied from a mere admin- 
istrative decision when an alien sought entry *° to a full judicial hear- 
ing when a resident alien claimed citizenship.*° The draft registrant 
was similarly declared to be a subject of Congressionally specified 
administrative control.*t The federal courts have granted the draft 
registrant only the most limited review for the purpose of determining 
whether the Selective Service Board had obtained jurisdiction ** and 
whether applicable statutes were observed.** 

Some of the regulations which control alien proceedings and which 
have been held to bind the administrator are as follows. One regula- 
tion required that deportable aliens upon arrest must hear a reading 
of an affidavit which describes the reason for arrest and must then be 
given an opportunity to secure counsel.** Certain other regulations 
pertained to the discretionary granting of hearings not statutorily or 
judicially required *° and the discretionary granting of various reliefs 
from deportation not otherwise required.** Several regulations were 
directed to specific details of the deportation hearing and required that 
the alien be allowed to have one friend present during the hearing,*” 
that the alien be allowed to cross-examine adverse witnesses,** and 
that any prior statements by witnesses, to be admissible as evidence, 
must be circumscribed by the usual safeguards of veracity and relia- 


bility, i.e., interrogation under oath and attestation of the transcript.*® 
Another regulation required that the Board of Immigration Appeals 
consider and recommend final decisions on deportation hearings to 
the Attorney-General.*° The Selective Service Board regulations all 
pertained to opportunity for presenting to the Local Board evidence 


29 United States v. Ju Toy, 198 U.S. 253 (1905). 

380 Ng Fung Ho v. White, 259 U.S. 276 (1922). 

31 Estep v. United States, 327 U.S. 114 (1946). 

32 United States v. Dickinson, 346 U.S. 389 (1953). 

33 United States v. Nugent, 346 U.S. 1 (1953). 

34 Sibray v. United States ex rel. Plichta, 282 Fed. 795 (3d Cir. 1922) ; Col- 
yer v. Skeffington, 265 Fed. 17 (D. Mass. 1920). See United States ex rel. 
Bilokumsky v. Tod, 263 U.S. at 155 (1923). 

35 United States ex rel. Weddeke v. Watkins, 166 F.2d 369 (2d Cir. 1948), 
cert. denied, 333 U.S. 876 (1948); Alexiou v. McGrath, 101 F. Supp. 421 
(D.D.C. 1951). 

36 Mastrapasqua v. Shaughnessy, 180 F.2d 999 (2d Cir. 1950). 
ma States ex rel. Chin Fook Wah v. Dunton, 288 Fed. 959 (S.D.N.Y. 


88 Ex parte Bunji Une, 41 F.2d 239 (S.D. Cal. 1930); Ex parte Radivoeff, 
278 Fed. 227 (D. Mont. 1922). 

89 Bridges v. Wixon, 326 U.S. 135 (1945). 

40 United States ex rel. Accardi v. Shaughnessy, 347 U.S. 260 (1954), 7 
U. or Fra. L. Rev. 328. 
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upon which classification could be made “ and having a classification 
made thereon.*? 

The opinions compelling the Selective Service Boards and the 
Immigration Service to observe the foregoing regulations were more 
articulate as to the motives which prompted the decisions. The courts 
were uniformly disturbed by the disadvantageous position of the alien 
or draft registrant who was denied the operation of the regulation. 
The unfairness of discriminating against the individual was empha- 
sized. The expressed motives take on deeper significance when viewed 
in light of the fundamental nature of the proceedings of the two agen- 
cies. The proceedings of both significantly affect the personal free- 
dom and liberty of the persons who are subject thereto.** The extent 
to which personal freedom is affected varies with the circumstances of 
the individual, but is usually less than in criminal prosecutions.*“* The 
judicial control of these proceedings under due process doctrines has 
been limited in keeping with the impact of the proceedings on the 
individual.** The due process doctrines have required adequate and 
fair opportunity to be heard,** but, as in all administrative proceed- 
ings, have not imposed specific procedures.**? The courts have broad- 
ened this tradition of insuring fundamentally fair proceedings for 
aliens and draft registrants by including the requirement that admin- 
istrative regulations be uniformly applied. The ultimate effect of 
binding the administrator to his regulations is once more seen to be 
the protection of a valuable, if not priceless, right—that of personal 
freedom and liberty. 

A few cases have justified the enforcement of an express regulation 
by finding in the enabling statute a legislative intent to limit admin- 
istrative discretion in rule-making. One case held that the failure of 
a corporation commission to observe regulations produced a result 
not contemplated by the statute.** Specifically, the informal revival 
of a lapsed certificate of necessity and convenience was determined to 
be equivalent to its issuance without the safeguards which the legis- 
lature intended to accompany the granting of such a certificate. This 


41 Bejelis v. United States, 206 F.2d 354 (6th Cir. 1953); Niznik v. United 
eT toy F.2d 972 (6th Cir. 1950) ; United States v. Zieber, 161 F.2d 90 (3d 

ir. 4 

42 United States v. Stiles, 169 F.2d 455 (3d Cir. 1948). 

43 Ng Fung Ho v. White, 259 U.S. 276 (1922). 

44 United States v. Ju Toy, 198 U.S. 253 (1905). 

45 A survey of the proceedings enforced for aliens is given in Note, 80 U. or 
Pa. L. Rev. 878 (1932), reprinted in IV Setecrep Essays on CONSTITUTIONAT, 
Law 579 (1938). 

46 The Japanese Immigrant Case, Yamataya y. Fisher, 189 U.S. 86 (1903). 

47 NLRB v. Mackay Radio & Telegraph Co., 304 U.S. 333 (1938). 

48 Tucson Warehouse & Transfer Co. v. Al’s Transfer, Inc., supra note 22. 
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consideration was coupled with the “force and effect of law” concept 
to forbid the commission’s ignoring the regulations. Another case 
analyzed the enabling statute and found that the enactment of regu- 
lations was the only method granted to a pension board for determin- 
ing a pensioner’s qualifications.*® Ignoring the regulations and grant- 
ing a pension on another basis was held to be an invalid exercise of 
authority. The “force and effect of law” concept was not invoked 
in the latter case. 

The construction of enabling statutes will probably result in few 
instances of judicial recognition of the administrator’s discretion to 
ignore regulations, unless the statute expressly grants the power. 
Implied administrative powers of any sort are sparingly recognized by 
the courts.*° 

An important consequence of all the foregoing opinions relates to 
administrative discretion and the judicial power to supervise the 
administrative process. The regulations were enacted in pursuance 
of an express statutory grant of discretionary rule-making authority 
to the administrative agencies and officers. By ignoring the regula- 
tions in adjudicatory or supervisory proceedings, the administrator 
sought to establish an additional discretion which would modify the 
rule-making authority. The asserted discretion would allow ad hoc 
imposition of different substantive and procedural requirements for 
different persons and problems. The opinions unequivocally denied 
such discretion in the administrator. 


ESTABLISHED CUSTOMS AND ARBITRARY ADMINISTRATIVE ACTION 


The 19th century opinions employed the same rationale to bind the 
administrator to his established customs as they did to enforce observ- 
ance of his express regulations. This has not proved true during the 
last thirty-five years, however, since the enforcement of express regu- 
lations has relied on the “force and effect of law” concept. The cus- 
tomary practices of the administrator did not seem to fall properly 
within that concept. Despite this, the administrative custom has 
frequently been held to bind the administrator. Typical of such 
customs are the granting of hearings to applicants for a huckster 
license,** the acceptance of overdue applications for subsidies by a 
federal agency,® the granting of stays of deportation for aliens who 


49 State ex rel. Wichman vy. Trustees of Police Relief Fund, 150 Ohio St. 
280, 80 N.E.2d 842 (1948). 


50 See Davis, ADMINISTRATIVE LAw 212 (1951). 
51 Matter of Asrelan, 100 N.Y.L.J., Aug. 20, 1938, p. 439, Col. 2M (Sup. Ct.). 


52 Berchem v. Reconstruction Finance Corp., 191 F.2d 922 (Em. Ct. App. 
1951). 
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have private citizenship bills in Congress,®* and the establishing of 
uniform and reasonable bail for arrested aliens.** 

The theories upon which the customs were enforced emphasize that 
the members of the general public should be treated uniformly. 
Departure from the uniform procedure was thought to be permissible 
only under unusual circumstances justifying a different procedure; 
otherwise, departure would be arbitrary and capricious. It is inter- 
esting to note that these considerations are essentially the same as 
those which prompted the decisions involving alien deportation and 
exclusion regulations. The considerations were equally persuasive 
with regard to both regulation and custom, even though the custom 
is not dignified by the “force and effect of law” concept. 


NON-ENFORCEMENT OF REGULATIONS AND CUSTOMS 


The courts have not found it necessary or desirable to force admin- 
istrative adherence to all regulations and customs. The legal theories 
allowing a relaxing of established procedures have been varied. 

Several isolated opinions of recent date attributed to the administra- 
tor a wide discretion. One case suggested in an unreasoned dictum 
that the Interstate Commerce Commission had the power to disregard 
a regulation forbidding the assignment of a reparations award.*> An- 
other case allowed a public service commission to ignore a regulation 
requiring minimum heights of sidewalk canopies.** The court attrib- 
uted to the commission the discretion to alter, interpret, and apply 
rules. Alteration was conditioned on a showing that there was neces- 
sity to do so and that no party or the public suffered thereby. 

Many decisions have allowed the temporary relaxing of a regula- 
tion by expressly recognizing exceptions to the “force and effect of 
law” concept. To accomplish this result, the regulations were classi- 
fied as procedural, and the administrator was allowed to ignore or 
modify at will, subject to one restriction. The restriction was that 
no party to the proceeding may be placed in a disadvantageous posi- 
tion thereby. 

Procedural regulations are defined as regulations which the admin- 
istrator adopts to provide for the “orderly transaction of business.” 
Examples of rules which have been classified as procedural are as 
follows. An NLRB regulation that the formal charge to initiate pro- 


53 United States ex rel. Knauff v. McGrath, 181 F.2d 839 (2d Cir. 1950), 
vacated as moot, 340 U.S. 940 (1951). 


54 United States ex rel. Pirinsky v. Shaughnessy, 177 F.2d 708 (2d Cir. 1949). 


(iss Spiller v. Atchinson, Topeka & Santa Fe Ry. Co., 253 U.S. at 135 
¥. 


56 State ex rel. Dail v. Public Service Commission, 240 Mo. App. 250, 203 
S.W.2d 491 (1947). 
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ceedings be sworn before a notary public was classified as procedural 
because its purpose was to give a basis for a perjury action.” An 
NLRB requirement that labor-management contracts be reduced to 
writing was similarly classified.°* A state public utilities commission 
regulation that applicants for franchise submit a map of the area was 
declared to be a procedural requirement.*® Regulations which require 
that certain acts be accomplished in a given interval are often classed 
as procedural, 

The opinions which recognize the administrator’s discretion to 
ignore or modify procedural regulations draw an analogy to the rule 
of courts. The quasi-judicial nature of the administrative actions 
and the desirability of attaining the ends of justice are stressed to 
strengthen the analogy.*t These considerations were described as 
being particularly applicable to the NLRB, which “. . . acts in the 
public interest and not in vindication of private rights.” ° 

The discretion to relax an express regulation has been successfully 
reserved in the provisions of the regulation itself. The Texas Rail- 
road Commission did so in promulgating a substantive regulation 
establishing the minimum spacing of oil wells. The regulation re- 
served the discretion to specify closer spacing to prevent “confiscation 
of property” or waste of the oil reserves. The Texas courts validated 
the reservation of discretion ** although the same courts normally 
apply an arbitrary rule that the Commission must abide by its own 
regulations, even procedural regulations.** There was no apparent 
reaction to the circumvention of the judicial rule that agencies may 
not ignore their own regulations. In fact, the Texas opinions thor- 
oughly explored the Commission’s duties to validate the discretion. 
The regulation governing oil well spacings was subjected to the con- 
struction usually applied to statutes. The construction revealed a lack 
of definite standards for making exceptions to the general require- 


57 NLRB vy. J. S. Popper, Inc., 113 F.2d 602 (3d Cir. 1940). 

58 NLRB v. Grace Co., 184 F.2d 126 (8th Cir. 1950). 

59 McFayden v. Public Utilities Consolidated Corp., 50 Idaho 651, 299 Pac. 
671 (1931). 

60 NLRB v. Monsanto Chem. Co., 205 F.2d 763 (8th Cir. 1953) (applying 
for review); Washburn Wire Co. v. Commissioner of Internal Revenue, 67 
F.2d 658 (1st Cir. 1933) (filing proposed tax settlement) ; Board of Tax Ap- 
peals v. United States ex rel. Shults Bread Co., 59 App. D.C. 161, 37 F.2d 442 
(D.C. Cir. 1929) (applying for time extension). See Goldstein v. Murphy, 
267 App. Div. at 485, 47 N.Y.S.2d at 440 (3d Dep’t 1944), reversed sub nom. 
In re = Goldstein, 293 N.Y. 927, 60 N.E.2d 132 (1944) (filing written 
report). 

61 NLRB v. Monsanto Chem. Co., 205 F.2d 763 (8th Cir. 1953). 

82 Td. at 764. 

— Commission v. Shell Oil Co., 139 Tex. 66, 161 S.W.2d 1022 
(1942). 

64 See note 11 supra. 





762 THE GEORGE WASHINGTON LAW REVIEW 


ment. The defect did not prove fatal, as it might for a statute. The 
courts looked to the adjudicatory aspect of the Commission’s duties 
and held that a clear factual showing of need for an exception would 
justify the relaxing of the regulation. 

The administrator can apparently ignore customs when they are of 
a procedural nature. The custom of a municipal officer in drawing 
lots to break ties between low contract bidders has been held not to 
bind the officer when other considerations suggested the elimination 
of a low bid.* 


CoNCLUSIONS 
A. RELATIVE STATUS OF REGULATION AND CUSTOM 


The courts have made little distinction between express regulations 
and customary practices insofar as their binding effect upon the 
administrator is concerned. By thus inferentially equating adminis- 
trative customs and express regulations, the courts have substantially 
confirmed a concept stated in the early 19th century case of United 
States v. Macdaniel.** The essence of that concept is that the customs 
and practices of executive officers, acting in an administrative ca- 
pacity, create and define a body of norms (“a kind of common law”) 
which are as legally persuasive as expressly enacted regulations and 
statutes.’ The conceptualistic approach of the Macdaniel case was not 
found in the recent opinions where more realistic and practical rea- 
sons were sought to explain the significance of the administrative cus- 
tom. The foregoing conclusions become more meaningful when com- 
pared to like conclusions resulting from other legal problems as dis- 
cussed below. 

Outside the problem of whether the administrative officer must 
adhere to his established custom, there has been only limited occasion 
in the past to define the status of customs relative to express regula- 
tions. Several early cases equated the legal status of government 
activities arising from custom with those arising from express regu- 
lation or statute. The purpose of so equating was to extend the scope 
of bribery statutes, which referred specifically and exclusively to offi- 
cial acts and regulations.** Without the broad interpretation of the 
term “official acts and regulations,” the bribery statutes would have 
been inapplicable to a large segment of governmental activity. A 


on Baitinger Electric Co. v. Forbes, 170 Misc. 589, 10 N.Y.S.2d 924 (Sup. Ct. 
1939 


). 

667 Pet. 1 (U.S. 1833). 

67 “Hence, of necessity, usages have been established in every department of 
the government, which have become a kind of common law, and regulate the 
rights and duties of those who act within their respective limits.” Jd. at 14-15. 

68 United States v. Birdsall, 233 U.S. 223 (1914); Haas v. Henkel, 216 U.S. 
462 (1910). 
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more recent case found that the custom of an agency in granting 
rehearings constituted a valid basis for granting a rehearing in the 
absence of express regulations so permitting.** The principal signifi- 
cance of these cases lies in their recognition of two factors. First, 
custom governs a large portion of executive and administrative action. 
Second, these customs must be highly regarded in legal disputes be- 
cause they are intricate factors in governmental functions having the 
gravest consequence to affected parties. The same considerations are 
apparent, though unexpressed, in those opinions which bound the 
administrator to his established customs. 

There is one exception to the conclusion that customs may be 
equated to express regulations. The exception arises when there is a 
direct conflict between a custom and the express provisions of a regu- 
lation. In that event, the regulation appears controlling. A custom 
of Congress, which allowed a committee to operate with less than the 
quorum stipulated by regulation, does not constitute the committee’s 
proceedings those of a duly convened tribunal wherein criminal per- 
jury could occur." Moreover, when the subordinate officers of the 
Office of Price Administration developed the practice of authorizing 
maximum prices that were higher than those permitted by express 
and duly enacted pricing regulations, the custom operated neither as 
an estoppel against the agency “ nor as a waiver by the agency.”” 


B. ExTENT THAT REGULATIONS AND CUSTOMS 
Binp ADMINISTRATOR 


The creation of a legal remedy for disputes where the administrator 
has ignored an express regulation or established custom has posed a 
continuing problem for the courts. A uniformly applicable doctrine 
to aid in the solution of the problem has yet to be developed. On the 
contrary, the language of the opinions dealing with this problem seems 
to indicate extreme changes in the judicial attitude and approach, 
depending on the era in which the problem arose and the area of 
administrative action wherein the regulation or custom controlled. 
Despite the seeming inconsistency of the opinions, it is submitted that 
the body of case law surveyed in this note reveals a harmonious judi- 
cial attitude as to the binding effect of regulations and customs on 
the administrator. The appearance of inconsistency is thought to 
result from shifts of emphasis in considering the complex of factors 


69 Helvering v. Continental Oil Co., 68 F.2d 750 (D.C. Cir. 1933). 

70 Christoffel v. United States, 338 U.S. 84 (1949), 63 Harv. L. Rev. 176. 

71 Fleming v. Hanscom, 162 F.2d 164 (9th Cir. 1947) ; Bowles v. Indianapolis 
Glove Co., 150 F.2d 597 (7th Cir. 1945), cert. denied, 326 U.S. 794 (1945). 

72 Wells Lamont Corp. v. Bowles, 149 F.2d 364 (Em. Ct. App. 1945), cert. 
denied, 326 U.S. 730 (1945). 
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which control the establishment and define the influence of adminis- 
trative procedures. 

One of the most important factors which influenced the courts was 
the actual effect of the failure to observe the regulation or custom. 
The 19th century opinions concerned themselves expressly with this 
factor and bound the administrator when a traditionally recognized 
property right was impaired. The 20th century opinions have appar- 
ently responded to the impairment of equally valuable rights, benefits, 
and privileges, but have not expressly acknowledged a concern in this 
regard. This conclusion is not disturbed by the opinions which grant 
a wide discretion to the administrator to ignore regulations and cus- 
toms. In those cases, the relaxing of the regulations deprived none 
of the parties of any right, benefit, or privilege. In many instances, 
the party was benefitted. Moreover, these opinions contained a re- 
quirement that an interested party to the proceedings could not be 
placed in a disadvantageous position by the administrator’s exercise 
of discretion. 

A more subtle factor that has influenced the opinions is the funda- 
mental nature of the administrator’s authority or discretion in relation 
to the rule-making function. The ignoring of a regulation or custom 
by the administrator is an ad hoc exercise of rule-making power, and 
the courts have in effect determined whether or not the administrator 
has this ad hoc power in addition to the general rule-making author- 
ity. The terse nature of the opinions obscured the courts’ reasoning 
as to this problem, but it may be deduced that the problem has three 
fundamental and distinct aspects; namely, (1) the legislative intent 
as to whether the administrator should possess ad hoc rule-making 
power, (2) the conflict of ad hoc rule-making power with constitu- 
tional traditions of due process of law, and (3) the power of courts 
to intervene in the exercise of ad hoc rule-making power. 

Every opinion in the foregoing discussion concerned itself with one 
of these aspects. The 19th century opinions were primarily con- 
cerned with the power of the courts. Presumably because the admin- 
istrative functions were so closely allied to the executive department 
function, the judicial power was thought to be limited. The 20th 
century opinions have unhesitatingly assumed the jurisdictional power 
and devoted primary attention to the legislative intent and the conflict 
with constitutional traditions. 

The large number of opinions which emphasized that regulations 
bind the administrator because they have the “force and effect of law” 
were concerned with the conflict of ad hoc rule-making with consti- 
tutional traditions. The “force and effect of law” concept embodies 
the historical struggle to validate the delegation of rule-making author- 
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ity as well as the consistent judicial recognition that regulations and 
their effect on the public are on a near par with statutes enacted by 
the legislature. By emphasizing these considerations, the opinions 
impliedly hold that the equal protection of law doctrines which are 
applied to statutes ** are applicable to regulations. An identical impli- 
cation arises from the opinions which denied a discretion in the admin- 
istrator to ignore customs arbitrarily and capriciously. 

The few opinions which recognize a wide discretion in the adminis- 
trator to ignore established customs and express regulations do not 
necessarily contradict the foregoing conclusion. The nature and sub- 
stance of the regulations in the two groups of cases are distinguish- 
able. The consequence of ignoring the two different groups of regu- 
lations is the basis of this distinction. The opinions suggest, there- 
fore, that the subject matter of administrative regulations and cus- 
toms is so diversified that equal protection of law doctrines are not 
uniformly applicable. It should be noted incidentally that whether 
the regulation is substantive or procedural is not the controlling test.”* 

The opinions which analyzed the enabling statute for legislative 
intent to bind the administrator were searching for a measure of the 
rule-making discretion legislatively granted to the administrator. In 
this way the courts escaped the necessity of facing the more compli- 
cated issues of the power of the court to limit administrative discretion 
and the extent to which constitutional doctrines control this discre- 
tion. The search for legislative intent may become in the future an 
increasingly important judicial approach to the problem of ad hoc 
rule-making power. The legislative attitude in this regard has been 
expressed by Congress and a few state legislatures in general regu- 
latory statutes, notably the Administrative Procedure Act,”* the Fed- 
eral Register Act,”° and the Model State Administrative Procedure 
Act.77 An important result of these statutes is the surrounding of 
administrative rule-making with procedural formality. The statutes 
require, so far as is practical, that interested and affected parties 
receive notice of proposed rule-making, participate in hearings prior 
to rule-making, receive notice of the enactment of rules by publication, 
and initiate rule-making by petition. The statutory formalizing of 
the rule-making process renders the enactment of regulations consist- 


73 Fully discussed by FrEuND, LEGISLATIVE REGULATION 29 et seq. (1932) and 
McGEEHEE, Dus Process of LAW UNDER THE FEDERAL Cons tiTuTION 60-64 
1906). 


74 But see GELLHoRN & BysE, ADMINISTRATIVE Law, CAsEs AND CoMMENTS 
898-907 (1954); ParKeR, ADMINISTRATIVE Law 189-196 (1952); Cooper, Ap- 
MINISTRATIVE AGENCIES AND THE Courts 287 (1951). 

75 60 Srat. 237 (1946), as amended, 5 U.S.C. §§ 1001-1011 (1952). 

76 49 Stat. 500 (1935), as amended, 44 U.S.C. §§ 301-314 (1952). 

77 HANDBOOK, Nati. Conr. of Comm’rs. on Unir. State Laws 329 (1944). 
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ent with democratic legislative process."* Since ignoring a regulation 
in an administrative proceedings is a temporary repeal of the regula- 
tion and the summary enactment of any substitute procedure or sub- 
stantive standard, it logically follows that the legislative intent of the 
foregoing statutes would be violated by most ad hoc rule-making. 
The judiciary and the legislature have both taken significant steps 
to reduce the administrative discretion to ignore regulations and cus- 
toms. There will undoubtedly remain, however, an ever-present need 
for recognizing some discretion of this type in the administrator. Sub- 
stantial justice and the nature of the administrative duty will so 
require. Illustrative is the duty of the Texas Railroad Commission 
in specifying oil well spacings. The judiciary must ultimately recon- 
cile the increasingly complicated duties of the administrator, which 
prevent the establishment of all-embracing and uniformly applicable 
regulations and customs, with the actual effects of the administrator’s 
ignoring the regulation and custom. From this basis the courts may 
then determine if the administrator is exercising discretion granted 
by the legislature and if the discretion conflicts with the due process 
doctrines of equal protection of the law. Donacp L,. Hoirorp. 


78 That the rule-making process has become a miniature legislative process, 
see Davis, ADMINISTRATIVE LAw 56 (1951). 





RECENT CASES 


ADMINISTRATIVE LAw—NoTICcE REQUIREMENTS IN PROPOSED 
Rute-Makinc.—State Corporation Commission of Kansas filed a 
complaint with the Interstate Commerce Commission alleging railroad 
freight rates on grain from origins in Oklahoma and Texas were 
unduly preferential to producers and shippers in those states. Car- 
riers named in the complaint were served and filed answers but there 
was no general notice by publication. After hearing, the Commission 
entered an order increasing the rates to be charged by defendant 
carriers. State Corporation Commission of Kansas v. Atchison, To- 
peka & Santa Fe Ry., 289 1.C.C. 553 (1953). Southern Bakers Asso- 
ciation sought review alleging, among other things, that the order 
was void because the Commission failed to comply with section 4(a) 
of the Administrative Procedure Act, 60 Stat. 237 (1946), 5 U.S.C. 
§ 1003(a) (1952), which requires that general notice of proposed 
rule-making be published in the Federal Register “‘. . . unless all per- 
sons subject thereto are named and either personally served or other- 
wise have actual notice thereof in accordance with law... .” Held, 
Section 4(a) of the Act does not require the publication of notice 
since the proceeding here was within the express exception thereto. 
Southern Bakers Ass'n. v. United States, 124 F. Supp. 600 (N.D. Ga. 
1954). 

Whether personal service upon the carriers alone in particular rate 
cases gives the notice section 4(a) contemplates has not been judi- 
cially determined heretofore. In the instant case, there was no ques- 
tion but that petitioners, as consumers and consignees of the grain, 
would be materially affected by the order; they must pay the freight. 
Whether they are “subject thereto,” as that term is used in the Act, 
is not clear. Unfortunately, the court in the principal case stated its 
conclusion that the proceeding fell within the exception without setting 
forth any reasons therefor. 

The phrase “subject thereto” has various meanings, and the mean- 
ings most suited to the context and general purposes of a statute must 
be chosen in determining what the legislature intended. See e.g., 
United States v. Northern Pac. Ry., 54 F. Supp. 843, 844 (D. Minn. 
1944). One of the basic purposes in adopting the Administrative 
Procedure Act was to require government agencies to keep the public 
informed of procedures and rules and to provide for public participa- 
tion in the rule-making process. Legislative History of the Admin- 
istrative Procedure Act, Sen. Doc. No. 248, 79th Cong., 2d Sess. 
193, 251 (1946) ; Attorney General’s Manual on the Administrative 
Procedure Act 9 (Dep’t of Justice 1947); Frnat Rep. Art’y. Gen. 
Comm. Ap. Proc., SEN. Doc. No. 8, 77th Cong., Ist Sess. 25 (1941). 
However, the language of the Act and its legislative history show that 
Congress intended some limitation on this general objective. 

Bills pending before the Senate and House Committees on the 
Judiciary on the subject of administrative procedure during the Con- 
gress in which the Act became law contained no exception to the 
requirement of notice by publication in the Federal Register in pro- 
posed rule-making proceedings. S. 7, H.R. 18, 339, 1117, 1203, 

[ 767 ] 
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1206 and 2602, 79th Cong. (1945-46). The House Committee on 
the Judiciary recognized the impracticability of requiring formal pub- 
lication of proposed: rules in extenso, Fina Rep. Attr’y Gen. Comm. 
Ap. Proc., supra at 228 (1941), and added the exception as a com- 
mittee amendment when S. 7, supra, was reported to the House of 
Representatives. H.R. Rep. No. 1980, 79th Cong., 2d Sess. (1946). 
The House Judiciary Committee, explaining the reason for inserting 
the exception, stated, “. . . There is no reason to burden the Federal 
Register with notices addressed to particular parties who have been 
personally served or otherwise have notice.” H.R. Rep. No. 1980, 
supra at 51 n.8. The Attorney General’s Manual, supra at 28, spe- 
cifically points out that where proceedings are commenced: to establish 
rates for named carriers or utilities, section 4(a) of the Act does not 
require publication in the Federal Register if notice is personally 
served upon such persons. Section 3(a)(3) of the Act, relating to 
“public information,” requires publication in the Federal Register of 
“. . . substantive rules as authorized by law and statements of general 
policy or interpretations formulated and adopted by the agency for 
guidance of the public, but not rules addressed to and served upon 
named persons in accordance with law. ...”’ (Emphasis added.) 
The italicized language was added as a committee amendment, H.R. 
Rep. No. 1980, supra at 50 n.6, “... in order not to fill the Federal 
Register with a great mass of particularized rule making which has 
always been satisfactorily handled without general publication.” 

At least one further committee amendment clarifies the legislative 
intent in adding the exception to the requirement of general notice. 
Section 2(c) of the Act defines “rule” in terms of agency statements 
of “general or particular’ applicability. (Emphasis added.) The 
phrase “or particular” was inserted, H.R. Rep. No. 1980, supra at 49 
n.l, “. . . to embrace specifically rules of ‘particular’ as well as ‘gen- 
eral’ applicability . . . in order to avoid controversy and assure cover- 
age of rule making addressed to named persons. .. .” Thus Congress 
has catagorized rule making into proceedings leading to the formula- 
tion of general rules and regulations and rules involving named par- 
ties. It has provided alternate notice procedure for the latter category 
but makes general notice by publication in the Federal Register man- 
datory in cases where the rule or order is addressed to indicated, but 
unnamed and unspecified, persons or situations. Fuchs, Procedure 
in Administrative Rule-Making, 52 Harv. L. Rev. 259, 264, 265 
(1938). 

When one examines the nature and volume of business before 
administrative agencies, Frnar, Rep. Arr’y. Gen. Comm. Ap. Proc., 
supra at 314-26, the logic of dispensing with general notice where the 
parties subject to the rule are named and have actual notice becomes 
obvious. This is particularly true of the Interstate Commerce Com- 
mission, Att’y. Gen. Comm. Ad. Proc., ICC, Sen. Doc. No. 10, Part 
11, 77th Cong., Ist Sess. (1941), which yearly handles hundreds of 
complaint proceedings instituted against existing rates on railroads, 
motor and water carriers and freight forwarders. Each complaint 
involves only the possibility of changing a rate or schedule of rates 
for named carriers. To require formal publication of notice in the 
Federal Register of all these limited proceedings would fill the Regis- 
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ter “with a great mass of particularized rule-making” and, in effect, 
defeat its notice-giving purposes. 

It is submitted, therefore, that the decision in the instant case on 
the notice point represents a correct interpretation of the notice 
requirements of section 4(a) of the Administrative Procedure Act as 
applied to the facts here but should be narrowly applied in subsequent 
cases. Where a complainant can show a substantial interest in a pro- 
posed rule, the courts may well hold that he is subject to it and not 
within the exception. Bryce Curry. 


ConFLict oF Laws—SERVICE OF Process ON AGENT OF FOREIGN 
CoRPORATION—SOLICITATION AS Doinc Business WITHIN A 
STATE.—Plaintiff, injured while flying over Florida in one of defend- 
ant’s planes, served process in Ohio on the District Sales Manager of 
Capital with whom defendant had a reciprocal leasing agreement 
whereby its planes were flown into Ohio by its crews under lease to 
Capital. Defendant, whose own operations did not extend north of 
Washington, D. C., moved to quash service of process on the ground 
that it did not do business within the state of the forum. Plaintiff 
alleged that the solicitation and sale of through-flight tickets by Capi- 
tal over defendant’s lines and the operation of defendant’s planes and 
crews under the leasing agreement constituted doing business within 
the state. The trial court upheld defendant’s contention and dismissed 
the complaint. Held, reversed; the solicitation and sale of joint-route 
tickets over a connecting carrier furnished the necessary minimum 
contacts with the forum so that maintenance of a suit does not offend 
fair play and substantial justice. Scholnik v. National Airlines, Inc., 
219 F.2d 115 (6th Cir. 1955). In order to sue a foreign corporation 
it must appear that it was doing business within the jurisdiction of 
the forum. St. Claire v. Cox, 106 U.S. 350 (1882). When a corpo- 
ration is permitted by a state to do business within that state, it may 
impose as a condition that it provide an agent for service of process 
within the state. Lafayette Ins. Co. v. French, 18 How. 404 (U.S. 
1855). 

A corporation is considered present where it does business. Phila- 
delphia & R. Ry. v. McKibbin, 243 U.S. 264 (1917). The difficulty 
is determining what constitutes “doing business.” In Green v. Chi- 
cago, B. & QO. Ry., 205 U.S. 530 (1907), the doctrine was laid down 
that solicitation within a jurisdiction is not “doing business.” A rail- 
road having no tracks within the district, but maintaining an office for 
solicitation of freight and passenger tickets on connecting lines was 
held not “doing business.” Philadelphia & R. Ry. v. McKibbin, 
supra; Cancelmo v. Seaboard Airline Ry., 12 F.2d 166 (D.C. Cir. 
1926). Solicitation through agents having no authority to contract 
does not amount to doing business within a state. People’s Tobacco 
Co. v. American Tobacco Co., 246 U.S. 79 (1918). 

Dissatisfaction with this rule led to the “solicitation plus” rule by 
which some other activity combined with solicitation was considered 
“doing business.” Jnternational Harvester Co. v. Kentucky, 234 U.S. 
579 (1914). Thus soliciting plus contracting for ticket sales, or issu- 
ing bills of lading is “doing business.” Wendell v. Holland America 
Line, 40 App. D.C. 1 (D.C. Cir. 1913) ; See also Barnett v. Texas & 
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Pac. Ry., 145 F.2d 800 (2d Cir. 1944). Recognizing that solicitation 
might itself be the heart of doing business, some courts have found it 
enough to render a corporation amenable to service of process. Frene 
v. Louisville Cement Co., 134 F.2d 511 (D.C. Cir. 1943). Mainte- 
nance of a regular agency for solicitation of business may in itself be 
sufficient to constitute doing business. Hutchinson v. Chase & Gil- 
bert, 45 F.2d 139 (2d Cir. 1930). Very little more than “mere solici- 
tation” is required. Frene v. Louisville Cement Co., supra. 

Dissatisfaction with the doctrine of the Green case, that solicitation 
is not doing business within a jurisdiction, showed itself in St. Louis 
S.W. Ry. v. Alexander, 227 U.S. 218 (1913) and Missouri K. & T. 
Ry. v. Reynolds, 255 U.S. 565 (1921). This feeling has appeared 
again in a recent decision holding that solicitation within a jurisdic- 
tion is sufficient to render a foreign corporation amenable to service 
of process where the contacts with the forum are such as to make it 
reasonable and just according to our traditional conception of fair 
play and substantial justice. International Shoe Co. v. Washington, 
326 U.S. 310 (1945). Though not expressly overruling the “mere 
solicitation” doctrine, this case has limited the holding of the Green 
case, Travelers Health Ass’n v. Virginia, 339 U.S. 643 (1950). It 
has resulted in a “new enclave” which has brought foreign corpora- 
tions under more substantial regulation by the states. Bomze v. 
Nardis Sportswear Inc., 165 F.2d 33 (2d Cir. 1948) ; Consolidated 
Cosmetics v. D-A Pub. Co., 186 F.2d 906 (7th Cir. 1951). 

The most advanced step towards recognition that solicitation is 
“doing business” has been taken in the field of insurance regulation 
where the need of the state to protect citizens from unlicensed compa- 
nies who solicit business by mail from out of state has been recognized. 
Osborn v. Oslin, 310 U.S. 53 (1940). This power of regulation is 
not to be determined by the place of contracting or of performance, 
but by the consequences and the degree of interest that the state has in 
seeing that the obligations are carried out. Hoopeston Canning Co. 
v. Cullen, 318 U.S. 313 (1943). Otherwise the state may be helpless 
to protect its citizens from foreign corportations who have no offices 
within the state. See Travelers Health Ass'n v. Virginia, supra at 
653 (concurring opinion of Douglas, J.). The field of insurance regu- 
lation is slightly different because of the peculiar statutes covering 
—_ regulation. 59 Strat. 33 (1945), 15 U.S.C. §§ 1011-1015 
(1952). 

The refusal of the Supreme Court to overrule these conflicting 
authorities has led to confusion among the courts. Thus, maintain- 
ing a news gathering agency within the district is not “doing busi- 
ness”; Layne v. Tribune Co., 71 F.2d. 223 (D.C. Cir. 1934) ; but the 
purchase of 59,600 turkey eggs through a resident is, Bootes’ Hatch- 
ery & Packing Co. v. Sup. Ct. for Merced County, 91 Cal. App. 2d 
526, 205 P.2d 31 (1949). The Green case is still quoted as controlling 
in some circuits and districts particularly in the field of interstate 
carriers. Zuber v. Pennsylvania R. R., 82 F. Supp. 670 (N.D. Ga. 
1949) ; Noerr Motor Freight v. Eastern R. R. Presidents’ Confer- 
ence, 113 F. Supp. 737 (E.D. Pa. 1953). Other courts look for 
“solicitation plus” or find a presumption of doing business in solicita- 
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tion, Wood v. Dela. & H. R. R., 63 F.2d 235 (2d Cir. 1933) ; or sub- 
ject the corporation to service if for no other reason than it enjoys 
the protection of the laws of the forum, Landell v. Northern Pac. Ry., 
98 F. Supp. 479 (D.D.C. 1951). The question of the place of trial 
is no longer to be determined by the rule of the Green case but simply 
by basic principles of fairness. Lone Star Package Car Co. v. B. & O. 
R. R., 212 F.2d 147 (Sth Cir. 1954). See, The Growth of the Inter- 
national Shoe Doctrine, 16 U. or Cut. L. Rev. 522 (1949). The doc- 
trines of “solicitation” or “solicitation plus” have been discarded in 
favor of the practical everyday concept of doing business as a test of 
venue. United States v. Scophony Corp., 333 U.S. 795 (1948). The 
question has become one to be decided on the particular facts of the 
particular case. Willett v. Union Pac. R. R., 76 F. Supp. 903 (N.D. 
Ohio 1948) ; Goldstein v. Chicago, R. I. & P. R. R., 93 F. Supp. 671 
(W.D.N.Y. 1950). Some feel this vagueness makes the rule worth- 
less and judgment dependent upon the whims of the judges. Jnter- 
national Shoe Co. v. Washington, supra at 326. 

Perhaps it is impossible to establish a working rule which will gov- 
ern all situations. An attempt has been made in a recent case which 
suggested that the only remaining question is whether forcing the for- 
eign corporation to trial in the forum of those activities is too unfair 
to be constitutionally defensible. French v. Gibbs Corp., 189 F.2d 
787 (2d Cir. 1951). When the corporation is doing business continu- 
ously outside of the state of incorporation, whether it will be subject 
to personal service depends upon the application of the doctrine of 
forum non conveniens. Kilpatrick v. Tex. & Pac. Ry., 166 F.2d 788 
(2d Cir. 1948). It is no longer possible to decide categorically 
whether a corporation is present. The question must be determined 
in light of fair play considering the place the cause arises and the 
convenience to the parties. Insurance Co. v. Lone Star Package Car 
Co., 107 F. Supp. 645 (S.D. Tex. 1952). Even continuous business 
within the state of the forum would not be enough if it would be un- 
just to try the corporation there. Latimer v. S/A Industrias Reuni- 
das F. Matarazzo, 175 F.2d 184 (2d Cir. 1949). If the only forum 
available is the state of residence of the corporation, a serious incon- 
venience to the state’s power of regulation would exist. Travelers 
Health Assn. v. Virginia, supra. 

In the principal case the court rejected the “solicitation plus” doc- 
trine and grounded the opinion on the finding that the making of 
actual contracts of carriage within the forum amounts to the necessary 
minimum of contacts so that maintenance of the suit does not offend 
traditional notions of fair play and substantial justice. On the facts 
the holding would seem to be correct under either test. 

As things now stand it may be difficult to point out the existence 
of a rule of general application. The trend is definitely away from 
the holding of the Green case despite its continued vigor in some 
areas. There are also indications pointing to a disregard of the “solici- 
tation plus” rule. Since it would be nearly always possible to find 
something more than “mere solicitation,” this was at best an artificial 
concept. Changing conditions have brought recognition of the fact 
that solicitation can and often does actually constitute doing business, 
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and the corporation so engaged should be subject to the process of 
the forum. The recent decisions of the Supreme Court indicate that 
it will apply a test of “fair play” to determine whether service and 
suit in the courts of the forum will amount to a serious hindrance or 
expense without consideration of the limitations of the older rules of 
solicitation or presence. It is submitted that this is a more practical 
rule and will result in greater fairness and equity to both parties. 
The acceptance of the newer doctrines in the principal case indicates 
an intention to extend this concept into the field of interstate carriers. 


William N. Early.* 


* Co-winner, 1955 ANNuAL Geo. Wasu. L. Rev. Recent Cas—E ANNOTATION 
CoMPETITION for prospective members of the Law Review Staff. 


CONSTITUTIONAL LAW—CITIZENsHIP—Loss oF NATIONALITY.— 
Plaintiff, born in Hawaii to parents who were subjects of Japan, was 
therefore a native-born citizen of the United States and also a sub- 
ject of Japan. Upon graduation from high school in Hawaii, he went 
to Japan to further his education. Unable to return after the outbreak 
of hostilities in 1941, he was conscripted into the Japanese Army. 
After the war, plaintiff’s application for a United States passport was 
denied on the ground that he had expatriated himself by serving in 
the Japanese Army. Shortly thereafter he voted in the Japanese gen- 
eral election of 1946. Plaintiff now seeks a judgment declaring him 
to be a national of the United States. Held, involuntary service in 
a foreign armed force does not effect a forfeiture of American citi- 
zenship; and, the provisions of 54 Star. 1169, 8 U.S.C. § 801 (1940), 
[re-enacted in the Immigration and Nationality Act, 66 Srat. 268, 8 
U.S.C. § 1481(a)(5) (1952)] providing that a national of the United 
States shall lose his nationality by voting in a political election of a 
foreign country are unconstitutional when invoked against those pos- 
sessing a dual citizenship status. Terada v. Dulles, 121 F. Supp. 6 
(D. Hawaii 1954). 

In reaching the decision above the court rejected the theory that 
constitutional authority for statutory expatriation could be implied 
from the grant to Congress of the power of naturalization, U.S. 
Const. Art. 1, § 8, thus following the view of the Supreme Court 
that the power vested in Congress is a power to confer citizenship, 
not a power to take it away. Additionally, the Fourteenth Amend- 
ment does not impliedly sustain the constitutionality of the statutory 
provision in question since it has conferred no authority upon Con- 
gress to restrict the effect of birth, declared by the Constitution to con- 
stitute a complete right to citizenship. United States v. Wong Kim 
Ark, 169 U.S. 649 (1898). The court also rejected the concept of 
“inherent powers of a sovereign state” as giving rise to authority to 
take away citizenship from a native-born citizen without his consent. 

Originally, questions of expatriation were decided in this country 
according to the English common-law rule which required govern- 
mental consent to expatriation. The Act of July 27, 1868, 15 Srar. 
223 (1868), however, recognized a natural and inherent right of a 
citizen to expatriate himself without the consent of the Government. 
Ex parte Griffin, 237 Fed. 445 (N.D.N.Y. 1916). Later development 
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resulted in the establishment of certain statutory grounds of expatri- 
ation such as acts of the citizen from which his consent to expatriation 
could be implied and upon which the Government expressly condi- 
tioned its consent. Savorgnan v. United States, 338 U.S. 491 (1950). 
The constitutionality of such a statutory provision was upheld in the 
case of Mackenzie v. Hare, 239 U.S. 299 (1915), in which the provi- 
sion of 34 Strat. 1228 (1907) depriving any American woman who 
voluntarily married an alien of her citizenship was challenged. The 
Court justified the constitutionality of statutory expatriation by de- 
claring it to be one of the inherent powers of sovereignty, stating that 
it would hesitate to limit or embarrass such powers, especially where 
international relations are involved. For a more recent treatment of 
this latter concept, see United States v. Curtiss-Wright Export Corp., 
299 U.S. 304 (1936). In answer to the argument that in sustaining 
the statute, any act, however lawful, might be considered as an act 
of expatriation, the Court there conceded that a change of citizenship 
cannot be arbitrarily imposed by the legislature without the concur- 
rence of the individual. However, “conditions of national moment” 
would justify such imputation of consent from an otherwise lawful 
and nonsignificant act. The Court concluded that since the purpose of 
the statute in issue was to avoid the international complications which 
might ensue from such marriages, conditions of national moment were 
present. 

Thus concurrence of the citizen as a basis for expatriation does not 
require that there be express renunciation of American citizenship. It 
is enough that one voluntarily perform an act which the statute de- 
clares to be an act of expatriation. In Savorgnan v. United States, 
supra, the Supreme Court held that a native-born American who vol- 
untarily and knowingly obtained Italian citizenship while in the 
United States through naturalization in accordance with Italian law, 
thereafter living in Italy from 1941 to 1945 with her Italian husband 
had expatriated herself under applicable statutory law. It decided 
that intent not to abandon American citizenship cannot defeat an ob- 
jectively defined act of expatriation. See also Acheson v. Mariko 
Kuniyuki, 189 F.2d 741 (9th Cir. 1951). In effect, performance of 
an act of expatriation, if voluntary, raises a conclusive presumption 
that the national has evinced a conscious desire to expatriate himself. 
Kasumi Nakashima v. Acheson, 98 F. Supp. 11 (S.D. Cal. 1951). 

As to the statutory provision considered in the instant case, Con- 
gress took the position that a person who participates in the political 
affairs of a foreign state by voting in a political election reveals an 
attachment and allegiance inconsistent with allegiance to the United 
States, Kaswmi Nakashima v. Acheson, supra; whether or not the 
person has or acquires the nationality of the foreign state, Hichino 
Uyeno v. Acheson, 96 F. Supp. 510 (W.D. Wash. 1951). The court 
in the principal case emphasized the compilation interjected into this 
fundamental question of Congressional power when an attempt is 
made to apply it to the case of dual citizenship. 

The Supreme Court in Shanks v. Dupont, 3 Pet. 242 (U.S. 1830), 
accepted the view that under certain circumstances dual citizenship 
may arise with ensuing multiplication of rights and duties in the same 
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individual. Recently, in Mandoli v. Acheson, 344 U.S. 133 (1952), 
it was held that plaintiff who was born in the United States of un- 
naturalized Italian parents, thereby becoming an American citizen and 
also an Italian national, did not lose his American citizenship under 
the Expatriation Act of 1907, 34 Star. 1228 (1907), as amended, 66 
Stat. 269 (1952), 8 U.S.C. § 1482 (1952), by reason of foreign resi- 
dence long continued after attaining majority. The Court recognized 
that where dual citizenship exists, one need not make an election, but 
may continue his dual status. Furthermore, the fact that a dual citi- 
zen asserts the rights of one citizenship does not without more mean 
that he renounces the other. However, as was stated in Minoru 
Hamamoto v. Acheson, 98 F. Supp. 904 (S.D. Cal. 1951), a Con- 
gressional design to discourage dual nationality is implicit in the sta- 
tutory provisions regarding expatriation. 

One of the cases relied upon by the district court in the principal 
case was Kawakita v. United States, 343 U.S. 717 (1952), a case 
wherein petitioner’s conviction of treason was sustained by the Court, 
three judges dissenting. It had been the contention of petitioner, a 
native-born American and also a citizen of Japan, that his residence 
in Japan during World War II, the entry of his name in a family 
census register, the removal of his name as an alien with Japanese 
authorities, the change in his university registration from American to 
Japanese, and his employment as an interpreter with a Japanese cor- 
poration, where he maltreated American prisoners of war, amounted 
to a renunciation of his American citizenship. In holding that such 
actions did not result in a loss of his citizenship, the Court said, at 
725: “. . . [D]ual citizenship presupposes rights of citizenship in 
each country. It could not exist if the assertion of rights or the 
assumption of liabilities of one were deemed inconsistent with the 
maintenance of the other .. .”. However, the distinguishing element 
in that case is readily apparent. None of the acts which petitioner 
claimed amounted to a renunciation of his American citizenship was 
declared by Congress in 8 U.S.C. § 801 to constitute an act of expatri- 
ation. 

It is submitted that the constitutionality of the statute in question, 
as applied to American citizens who occupy a dual status, could be 
sustained under the often cited case of Mackenzie v. Hare, supra, and 
its “conditions of national moment” test. The legislative history of 
the disputed section reveals a Congressional belief that participation 
in foreign elections involves a political attachment and practical alle- 
giance which is inconsistent with continued allegiance to the United 
States, even though the person in question is a dual national. See the 
Nakashima and Uyeno cases, supra. Thus, the legislature’s recog- 
nition of a possible dual status of the citizen voting in a foreign elec- 
tion and its apparent concern with such an eventuality would seem to 
attach to the act of voting by a dual citizen such significance that, un- 
der the Mackenzie doctrine, it would give rise to an imputation of 
consent to expatriation. To hold otherwise would seriously restrict 
Congressional authority in an area which could pose serious threats 
to the national security. James R. Taylor. 
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CoNSTITUTIONAL LAw—NATO “Stratus or Forces” TREATY— 
MANDAMUS TO SECRETARY OF STATE.—Two soldiers, stationed in 
France, were tried in a French court. Both pleaded guilty and were 
sentenced to terms in a French prison. Relatrix, the wife of one of 
the soldiers, filed a petition for habeas corpus and “such other relief 
as to the court may seem just and proper” in the United States Dis- 
trict Court for the District of Columbia, naming as respondents the 
Secretary of State, Secretary of Defense and Secretary of the Army. 
The petition alleged that the three secretaries had deprived relatrix’ 
husband of his liberty in a “Maison de Correction” at Orleans, France ; 
that the NATO Status of Forces Treaty, T.1.A.S. 2846 (1953), au- 
thorizing such detention, was unconstitutional; that trial in a French 
court was a denial of due process of law and other constitutional 
rights; that the Secretary of State, could, by representations to the 
Government of France, obtain a release of relatrix’ husband; and, 
that the Secretary of Defense had unjustifiably stopped pay and 
allotments to which relatrix was entitled by statute. The district 
court granted respondents’ motion to discharge a show cause order 
and dismissed the petition on grounds that it did not have jurisdiction 
to conduct habeas corpus proceedings. Relatrix appealed. Held, 
affirmed; (1) a court does not have authority to issue the writ of 
habeas corpus unless respondents having custody of the one sought 
to be released are within its power; (2) mandamus will not lie to 
compel the Secretary of State to intervene on behalf of a soldier de- 
tained by foreign authorities; (3) the petition, construed as one seek- 
ing a mandatory order requiring the Secretary of Defense to reinstate 
pay and allotments to relatrix’ husband does not state a claim for 
relief within the meaning of rule 8(a)(2) of the Federal Rules of 
Civil Procedure. United States ex rel Keefe v. Dulles, 23 U.S.L. 
WEEK (D.C. Cir. Sept. 6, 1954), cert. denied, 75 Sup. Ct. 440 (1955). 

The court did not rule on the allegation that the treaty was uncon- 
stitutional; discussion of that issue is beyond the scope of this note. 
Assuming therefore that the treaty is valid, treatment will be confined 
to the court’s denial of authority to grant habeas corpus relief; or, 
by mandamus, to compel the Secretary of State to intervene through 
diplomatic channels. 

Relatrix contended that since respondents, or their agents, were 
responsible for the illegal detention of her husband, and were within 
the territorial jurisdiction of the United States District Court for the 
District of Columbia, that court had power to grant habeas corpus 
relief. In denying this contention, the court held that the test of 
jurisdiction was whether or not respondents had actual or constructive 
custody of the prisoner, and that since the petition itself showed that 
the prisoner was detained by French authorities, such custody did 
not exist. It has been held that a court may issue the writ of habeas 
corpus notwithstanding the fact that the petitioner is incarcerated 
without the territorial limits of the court’s power. Ex parte Endo, 
323 U.S. 283 (1944). But in the Endo case the prisoner had been 
removed from the court’s territory after jurisdiction had attached, and 
an official with control over her custody remained within the court’s 
reach. The very term habeas corpus implies that the prisoner will 
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be produced before the court. Johnson v. Eisentrager, 339 U.S. 763, 
778 (1950). Such proceedings contemplate an action against some 
person with power to accomplish this result. Wales v. Whitney, 114 
U.S. 564, 574 (1885). Since it is rather difficult to conceive that 
any official of the United States could compel the French authorities 
to release the prisoner, it is submitted that the court’s decision deny- 
ing habeas corpus is correct. 

The question of whether the petition should have been sustained 
as one seeking a mandatory order compelling the Secretary of State 
to intervene requires examination of the NATO Status of Forces 
Treaty, supra, and Senate reservation to its ratification. The treaty 
provides that members of the armed forces of all parties shall be sub- 
ject to the jurisdiction of the State in which they are stationed with 
respect to crimes committed within the territory of that State and 
punishable by its laws. Art. VII, par. 1(b). Several, but not all of 
the procedural safeguards contained in the Constitution are enumer- 
ated, Art. VII, par. 9, and it is stipulated that the party having “pri- 
mary” jurisdiction shall give “sympathetic consideration” to a request 
for waiver of that jurisdiction when deemed particularly important 
to the other party concerned. Art. VII, par. 3(c). 

These provisions were the subject of vigorous debate when the 
treaty was presented to the Senate for ratification. 99 Conc. REc. 
8724-8782 (1953). Those opposed contended that the provisions did 
not adequately protect rights of military personnel as secured by the 
Constitution and the Uniform Code of Military Justice, 64 Star. 108- 
145 (1950), 50 U.S.C. §§ 551-736 (1952), and that they were incon- 
sistent with a rule of international law that members of the armed 
forces of a foreign state in transit or stationed in territory of a 
friendly sovereign, are immune from the jurisdiction of the latter. 
The Schooner Exchange v. McFadden, 7 Cranch 116 (U.S. 1812). 
Contra: United States v. Thierichens, 243 Fed. 419 (E.D. Pa. 1917) ; 
and see King, Jurisdiction over Friendly Foreign Armed Forces, 36 
Am. J. Int’, L. 539 (1942), and King, Further Developments Con- 
cerning Jurisdiction over Friendly Foreign Armed Forces, 40 Am. J. 
Inr’L L. 257 (1946). Advocates of the provisions contended that 
this so-called international law of immunity was not universally rec- 
ognized, see Barton, Foreign Armed Forces: Immunity from Crim- 
inal Jurisdiction, 27 Brit. Y.B. Int’, L. 186 (1950); and that the 
treaty afforded greater protection to the rights of service personnel 
than would be enjoyed in its absence, see Schwartz, Jnternational Law 
and the NATO Status of Forces Treaty, 53 Con. L. Rev. 1091 
(1953). An amendment reserving exclusive jurisdiction over United 
States forces to United States courts was rejected by a vote of fifty- 
three to twenty-seven 99 Conc. Rec. 8782 (1953). However, in rati- 
fying the treaty the Senate added a reservation which provided that 
where persons subject to the military jurisdiction of the United States 
were to be tried by foreign authorities, the commanding officer of 
United States forces in that State should request the local authorities 
to waive jurisdiction if, in his opinion, the accused were endangered 
by denial or absence of procedural rights he would enjoy in the courts 
of the United States, and if such waiver was not granted should re- 
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quest the State Department to intervene. The reservation further 
provided that a representative of the United States should attend the 
trial of American personnel and report any violation of the “personal” 
rights enumerated in the treaty, Art. VII, par. 9, to the commanding 
officer who should again request the State Department to intercede. 
It also specified that in the event the State Department was requested 
to initiate diplomatic action, the Executive branch should notify the 
Armed Services Committees of the Senate and House of Representa- 
tives. 99 Conc. Rec. 8780 (1953). Thus it appears that although 
the Senate may have approved trial by foreign authorities, it never- 
theless intended that such trial should not operate to deprive persons 
in the armed forces of rights they would enjoy in courts of the 
United States, and that the Executive branch should take such steps 
as were necessary to insure full protection of those rights. 99 Conc. 
Rec. 8757 (1953). The instant case raises the question of whether 
these acts of the Executive as contemplated by the Senate reserva- 
tion are reviewable in courts of the United States. 

As the court pointed out, there had been a literal compliance with 
the treaty and Senate reservation. A representative of the Staff 
Judge Advocate had attended the trial and on the basis of his report 
that the accused were accorded all safeguards that they would have 
enjoyed in a United States court, the military authorities had not re- 
quested the State Department to intervene. However, these facts were 
not essential to the court’s decision since it further stated that even 
had such request been made, the Secretary of State could not be com- 
pelled to grant it. Citing Marbury v. Madison, 1 Cranch 137 (U.S. 
1803), the court ruled that since the act to be done involved negotia- 
tions with a foreign state, it was clearly discretionary and beyond the 
scope of judicial authority. 

It is well-settled that officials, through whom the Executive acts, 
may be compelled by writ of mandamus to perform ministerial duties 
definitely required by law. Kendall v. United States, 12 Pet. 524 
(U.S. 1838). But the courts may not interfere with the exercise by 
executive officers of their official functions, even where such acts may 
require an interpretation of the law. Decatur v. Paulding, 14 Pet. 497 
(U.S. 1840). The Supreme Court has been unequivocal in the view 
that in foreign affairs the Executive is beyond reach of direction or in- 
terference by the courts. For example it has held that the courts may 
not question the decision of the Executive as to which of two conflict- 
ing sovereigns shall be recognized as the sovereign of a foreign State, 
United States v. Palmer, 3 Wheat. 610 (U.S. 1818) ; whether an in- 
dividual is entitled to privileges of a foreign minister, In re Baiz, 135 
U. S. 403 (1890) ; or whether a foreign nation has power to perform 
its treaty obligations, Terlinden v. Ames, 184 U.S. 270 (1902). The 
Supreme Court has expressly stated that in relations with other coun- 
tries, the President alone negotiates; United States v. Curtiss-Wright 
Export Corp., 299 U.S. 304, 319 (1936), and that the exercise of an 
“antagonistic jurisdiction” by courts would embarrass the Govern- 
ment and undermine its position, United States v. Lee, 106 U.S. 196, 
209 (1882). 

The instant decision imposes important limitations on rights of 
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service personnel stationed in NATO countries since its effect is to 
deny completely the power of United States courts to grant relief once 
custody has been assumed by foreign authorities. Even non-resident 
enemy aliens are not completely foreclosed from United States courts 
in habeas corpus proceedings, but are permitted at least to argue their 
cause in preliminary hearings, Johnson v. Eisentrager, supra at 781. 
See, e.g., In re Yamashita, 327 U.S. 1 (1945) ; Hirota v. MacArthur, 
338 U.S. 197 (1948). It is recognized that the court lacks power of 
compulsion over any officials of foreign states and any relief granted 
would necessarily constitute some interference with the Executive’s 
conduct of foreign affairs. Thus when viewed in terms of the Mar- 
bury v. Madison doctrine, supra, the decision can scarcely be criti- 
cized. However, the result is wrong. The NATO Status of Forces 
Treaty, supra, should be amended to guarantee at least limited oppor- 
tunity for review in United States courts. John E. Holtzinger, Jr. 


EMINENT DomaIn—PusLic ParKING FACILITIES—FAILURE TO 
Controt Rates CHARGED AS DETERMINATIVE OF PusBLic Use.—The 
City of San Francisco instituted a proceeding in mandamus to com- 
pel its Controller to certify the availability of funds to be used to 
acquire land by eminent domain for public parking facilities. The 
city planned to lease the land to a private operator who would con- 
struct and operate thereon a public parking garage. The City Con- 
troller refused to certify funds on the ground that the acquisition was 
not for a public use since the proposed lease did not give the city the 
right to control the rates to be charged. Held, mandamus denied; 
failure to reserve the right to control the parking rates to be charged 
rendered the use a private rather than a public use. San Francisco v. 
Ross, 270 P.2d 488 (Cal. Dist. Ct. App. 1954). 

An acquisition of land by eminent domain must be for a public use. 
Cau. Const. Art. I, §14. An acquisition by a municipality for the 
purpose of providing off-street parking space is a public use, City of 
Whittier v. Dixon, 24 Cal.2d 664, 151 P.2d 5 (Dist. Ct. App. 1944), 
even when the municipality rents such land to a private lessee to con- 
struct and operate parking facilities thereon, Barnes v. New Haven, 
140 Conn. 8, 98 A.2d 523 (1953); Poole v. Kankakee, 406 Ill. 521, 
94 N.E.2d 416 (1950). But the lease must not be primarily for the 
private benefit of the lessee rather than for a public purpose. Denthan 
Enterprises v. O’ Dwyer, 302 N.Y. 451, 99 N.E.2d 235 (1951). The 
mere existence of private benefit in connection with such a lease does 
not render the use private; thus a private lessee may be allowed to 
charge the public for the use of municipally owned parking facilities 
without destroying the public nature of the land on which the facility 
is located. Lowell v. Boston, 322 Mass. 709, 79 N.E.2d 713 (1948). 

In the instant case the court stated that although provision of off- 
street parking facilities generally serves a public purpose, it ceases to 
be primarily for a public use when the facility is operated for the 
benefit of a private operator who is permitted to charge what the 
traffic will bear. There apparently has been no previous holding di- 
rectly on the question of whether a failure by the municipal lessor 
to reserve the right to control the rates charged would in itself ren- 
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der the use primarily private rather than public and make a taking by 
eminent domain unconstitutional. None of the above cited cases give 
any indication of such a distinction. Leasings to private operators 
which allowed them to charge parking fees have been upheld as a public 
use both where reservation of municipal control over rates to be 
charged had been retained, Barnes v. New Haven, supra, Poole v. 
Kankakee, supra; and where no such reservation was made, San 
Francisco v. Linares, 16 Cal.2d 441, 106 P.2d 369 (1940); Lowell 
v. Boston, supra. These decisions held that gain by a private lessee 
was incidental to the public purpose involved. The control of rates 
by the lessor-municipality and their effect on whether the use was 
public or private were not considered. 

A test for determining when private benefit would destroy the pub- 
lic nature of the use of land was established in Redevelopment Agency 
of San Francisco v. Hayes, 122 Cal. App.2d 777, 266 P.2d 105 (Dist. 
Ct. App. 1954), in which a city ordinance, authorizing the taking of 
land by eminent domain for the clearance of slum and blighted areas 
and resale to private persons, was upheld as constitutional. The main 
attack upon the ordinance was that it authorized the taking of private 
property and its resale to other private persons. The court stated 
that the traditional restricted definition of public use had been en- 
larged to include public purpose, the concept now being that the tak- 
ing of property itself, as distinguished from the subsequent use of 
that property, may be required in the public interest; the sole limita- 
tion being that proper protection be provided for the continuing serv- 
ice of the public purpose. The court in effect proposed as the sole 
requirement of public use that it continue to serve a valid public pur- 
pose no matter how great the incidental private benefit. 

The Redevelopment case, supra, which was relied on by the city 
in the instant case was rejected as precedent on the basis of the 
court’s factual finding that the public purpose which primarily needed 
serving was that of providing inexpensive parking facilities, and that 
this purpose would not necessarily be protected by a plan allowing the 
rates charged to be governed solely by such factors as the prices 
charged in private lots. This basis seems to indicate that the court 
did not intend its holding to be applied as a general limitation upon 
the public nature of the use of land for municipal parking facilities, but 
rather intended it to apply to the specific situation involved in the 
instant case; that is, where the need was for inexpensive parking, not 
just for additional parking. 

Generally, the purpose for which the city here required the park- 
ing facility—that of clearing the streets of traffic congestion—is rec- 
ognized as a valid public purpose since such facilities promote the 
health and safety of the municipality. Whittier v. Dixon, supra, 
Poole v. Kankakee, supra; McSorley v. Fitzgerald, 359 Pa. 264, 59 
A.2d 142 (1948). But the purpose which the court emphasized here 
—that of providing an inexpensive convenience to automobile owners 
—has not been generally recognized as a valid public purpose and is 
subject to question on the ground that the low rates charged would 
primarily benefit automobile owners rather than the general public. 

It is submitted that the instant case should be limited to the specific 
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factual situation here involved, that is, where the need is for inex- 
pensive parking facilities; it should not be applied where the need is 
primarily for additional parking facilities. If it is not so restricted, 
municipalities will be deprived of an effective means of combating the 
urgent and growing problem of traffic congestion in municipal streets. 
Patricia Frohman. 


FEDERAL PROCEDURE—MERGER OF LAW AND Eguity—APPEAL- 
ABILITY OF INTERLOCUTORY Stay OrpErs.—The petitioner entered 
into a joint venture agreement with the respondent which contained 
a clause providing for arbitration of any dispute over calculation of 
profit. Alleging improper practices, the respondent brought an equit- 
able action for an accounting in a state court. The action was re- 
moved to a federal district court on the basis of diversity of citizen- 
ship. The district court refused to order a stay of the action pend- 
ing arbitration. Under 28 U.S.C. § 1292 (1) (1952) which provides 
that appeals may be taken when an injunction is granted, continued, 
modified, refused, or dissolved by an interlocutory order, the peti- 
tioner sought to appeal the district court’s interlocutory order re- 
fusing the stay. The circuit court of appeals dismissed the appeal. 
Held, affirmed; the refusal to stay an equitable action is not the re- 
fusal of an injunction so as to permit appeal under 28 U.S.C. § 1292 
(1) (1952). Baltimore Contractors, Inc. v. Jacob H. Bodinger, 75 
Sup. Ct. 249 (1955). 

In the federal judicial system there has been a policy of long stand- 
ing against piecemeal appeals. McLish v. Roff, 141 U.S. 661, 665, 
666 (1891); Catlin v. United States, 324 U.S. 229, 233, 234 (1945). 
Congress has, however, enacted provisions allowing appeals from a 
limited class of interlocutory orders. The first congressional enact- 
ment of this nature permitted appeals in equity from interlocutory 
orders “granting or continuing injunctions.” 26 Stat. 828 (1891). 
The limitation of the class of appealable interlocutory orders to “in- 
junctions” has been maintained throughout the legislative history of 
this provision and is embodied in the present statute under which ap- 
peal was attempted in the instant case. Thus, the problem presented 
is: when is a stay of proceedings an injunction? 

The Court in the instant case specifically reaffirmed the rationale 
for determining this question as developed from a line of cases com- 
mencing with Enelow v. New York Life Insurance Co., 293 U.S. 379 
(1935). 

In the Enelow case the Court held that in a legal action, when a 
court ruled that an equitable defense was to be tried first and thereby 
refused a demand for jury trial, the court had, in effect, enjoined the 
legal action. The analogy to the chancellor of a court of equity grant- 
ing an injunction to the further prosecution of an action at law was 
employed. With the divided law-equity sides of the same court then 
in effect, the judge’s order enjoining himself was, therefore, immedi- 
ately appealable as the grant of an injunction. 

This logic of the Enelow case was analogous to the rulings in re- 
gard to the appealability of an order tranferring an action from one 
side of the court to the other. Thus, an order granting removal from 
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law to equity was immediately appealable. New York Life Insur- 
ance Co. v. Panagiotopoulos, 80 F.2d 136 (1st Cir. 1935). An order 
granting removal from equity to law was not immediately appealable. 
Werner v. Zintmaster, 77 F.2d 74 (3d Cir. 1935). 

The theory of the Enelow case was extended to allow immediate 
appeal from a judge’s order in an action at law denying a stay of the 
action at law pending arbitration. The special defense of the arbitra- 
tion agreement being held to be “equitable.” Shanferoke Coal & 
Supply Corp. v. Westchester Service Corp., 293 U.S. 449 (1935). 

In actions brought under the admiralty jurisdiction of the federal 
courts, the theory of the Enelow case was held not to apply, ad- 
miralty courts ordinarily not issuing injunctions. Schoenamsgruber 
v. Hamburg American Line, 294 U.S. 454 (1935); In re Pahlberg 
Petition, 131 F.2d 968 (2d Cir. 1942). But cf. W. E. Hedger 
Transportation Corp. v. Gallotta, 145 F.2d 870 (2d Cir. 1944). 

The merger of law and equity brought about in 1938 with the 
adoption of the Federal Rules of Civil Procedure was thought, by 
several authorities, to have removed the logical basis for the Enelow 
case decision. Beaunit Mills, Inc. v. Eday Fabric Sales Corporation, 
124 F.2d 563, 565, (2d Cir. 1942), 20 Texas L. Rev. 619; 3 Moore, 
FEDERAL PRACTICE § 39.01 (1st ed. 1938). 

The Supreme Court, however, reaffirmed the theory of the Enelow 
case, ruling in a similar fact situation, that the district court judge’s 
order was as effective as an injunction issued by a chancellor. Ettel- 
son v. Metropolitan Life Insurance Co., 317 U.S. 188, 192 (1942). 
This decision was criticized as perpetuating “a procedural anachron- 
ism,” 3 Moore, FEDERAL Practice, 1950 Cum. Supp. § 39.01, p. 39 
(1st ed. 1938), but was followed in the circuit courts, Gatliff Coal Co. 
v. Cox, 142 F.2d 876 (6th Cir. 1944) ; International Union United 
Furniture Makers of America v. Colonial Hardwood Flooring Co., 
168 F.2d 33 (4th Cir. 1948) ; Ring v. Spina, 166 F.2d 546 (2d Cir. 
1948), cert. denied, 335 U.S. 813 (1948). But cf. Mottolese v. Pres- 
ton, 172 F.2d 308 (2d Cir. 1949). 

In City of Morgantown v. Royal Insurance Co., 337 U.S. 254 
(1949), the Court first considered a case analogous to the principal 
case. The insurance company brought an equitable action for reforma- 
tion of a policy, the city counterclaimed at law for recovery on the 
policy, the court denied a jury trial and appeal was attempted from 
this denial. In affirming the dismissal of the appeal, the Court’s opin- 
ion did not expressly overrule the Enelow and Ettelson cases; but 
raised, and left unanswered, the question of the validity of the analogy 
to common-law practice which supported them. Going further, the 
Court ruled that here was not a situation where a “chancellor” could 
be said to be enjoining a “judge,” but it was rather a case of a judge 
ruling as to the manner in which he would try “one issue in a civil 
action pending before himself.” Jd. at 257. Pointing out the equi- 
table nature of the action stayed, Mr. Justice Frankfurter in a con- 
curring opinion distinguished the decision of the majority from the 
Enelow and Ettelson cases and held them unimpaired; a dissenting 
opinion by Mr. Justice Black and Mr. Justice Rutledge held them 
overruled. 
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Subsequent to the Morgantown case, the circuit courts of appeal 
continued to accept appeals under the theory of the Enelow and 
Ettelson cases. Hudson Lumber Co. v. United States Plywood Corp., 
181 F.2d 929 (9th Cir. 1950); Wilko v. Swan, 201 F.2d 439 (2d 
Cir.), rev'd on other grounds, 346 U.S. 427 (1953); Tenney Engi- 
neering, Inc. v. United Electrical Radio & Machine Workers of 
America, 207 F.2d 450 (3d Cir. 1953) ; Reconstruction Finance Corp. 
v. Harrison & Crosfields, Ltd., 204 F.2d 366 (2d Cir.), cert. denied, 
346 U.S. 854 (1953) ; Shomberg v. United States, 210 F.2d 82 (2d 
Cir. 1954), aff'd on other grounds, 23 U.S.L. Weex 4159 (U.S. 
April 4, 1955). 

It was increasingly recognized, however, that there were limita- 
tions in the logic of the Enelow and Ettelson cases and, therefore, 
appeals were denied in a number of situations in which this logic was 
presented to the courts as justifying an appeal of &n interlocutory 
order. Jiffy Lubricator Co. v. Stewart-Warner Corp., 177 F.2d 360 
(4th Cir. 1949), cert. denied, 338 U.S. 947 (1950) (order granting 
change of venue) ; Republic of China v. National City Bank of New 
York, 194 F.2d 170 (2d Cir. 1952) (order staying action for one 
year) ; American Airlines v. Forman, Judge, 204 F.2d 230 (3d Cir. 
1953) (refusal of judge to dismiss complaint); United States v. 
Richardson, 204 F.2d 552 (5th Cir. 1953) (order staying proceed- 
ings pending discovery) ; /nternational Nickel Co. v. Martin J. Barry, 
Inc., 204 F.2d 583 (4th Cir. 1953) (order staying proceedings pend- 
ing outcome of another trial). 

The decision in the principal case has removed any doubt as to the 
appealability of interlocutory stay orders. The opinion of the Court 
expressly reaffirmed the Enelow and Ettelson cases and at the same 
time cited the Morgantown case as controlling on its facts. Thus, 
the stay of an action of a legal nature is appealable; the stay of an 
action of an equitable nature is not appealable. There would seem to 
be no logical basis for accepting appeals in one case and not in the 
other, but in reaching this result the Court has ruled that it is better 
judicial practice to follow the precedents allowing appeal than to over- 
rule them. Modern federal procedure contemplates not actions in law 
or in equity but civil actions, which can contain both issues of an 
equitable nature and issues of a legal nature. Jurisdiction on appeal 
which is based on a differentiation between law and equity would, 
therefore, seem to be difficult in its application. Since the Court does 
not choose to extend its interpretation of the word “injunction” any 
further than was done in the Enelow case, it is submitted that this is 
a field in which congressional action would bring desirable uniformity 
and simplicity. James F. Merow.* 


* Co-winner, 1955 AnNuaL Gro. WasH. L. Rev. Recent Cas—E ANNOTATION 
CoMPETITION for prospective members of the Law Review Staff. 


Lasor LAw—UnFAIR LagBor PRACTICE STRIKERS—REINSTATE- 
MENT OF EMPLOYEES.—The National Labor Relations Board 
(NLRB) sought to enforce an order against the employer requiring, 
inter alia, reinstatement with back pay of employees who had en- 
gaged in a strike provoked by the employer’s unfair labor practices. 
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During the strike, the Massachusetts Supreme Judicial Court had 
sustained a lower court injunction against picketing on the grounds 
of violence on the picket line. Thayer Co. v. Binnall, 326 Mass. 467, 
95 N.E.2d 193 (1950). In the hearing before the NLRB on unfair 
labor practice charges brought by the union, the employer sought to 
use the state court injunction as a conclusive showing of unprotected 
activity by the dischargees and therefore res judicata on the issue of 
reinstatement. Held, order enforced in part but remanded for the 
making of further findings; in ordering reinstatement with back pay 
under section 10(c) of the National Labor Relations Act (NLRA), 
as amended, 61 Stat. 147 (1947), 29 U.S.C. § 160(c) (1952), the 
NLRB must find that the employees were not discharged for cause 
and that their reinstatement would effectuate the policies of the Act. 
Even if the state court’s injunction can be said to amount to a find- 
ing that the enjoined activities were not protected under section 7 of 
the Act, it does not remove the Board’s discretion to order reinstate- 
ment. NLRB v. Thayer Co., 213 F.2d 748 (3d Cir.), cert. denied, 
348 U.S. 883 (1954). 

Under section 2(3) of the NLRA, the employer-employee rela- 
tionship continues when an employee’s work has ceased as the result 
of a current labor dispute. It has therefore been held that on the 
termination of an economic strike, such as one for higher wages or 
other improvements in working conditions, the striking employees are 
entitled to reinstatement to their old jobs. Nevertheless, the employer 
has the right to continue his business during the strike and to that 
end may hire workers to fill the vacated positions. Any replacements 
hired on a permanent basis need not be discharged in order to rein- 
state the strikers. NLRB v. MacKay Radio and Telegraph Co., 304 
U.S. 333 (1938). However, where jobs are available, an employer’s 
attempt to discharge or his refusal to reinstate these economic strik- 
ers may become an unfair labor practice since the strike is protected 
concerted activity. Home Beneficial Life Ins. Co. v. NLRB, 159 F.2d 
280 (4th Cir. 1947). In the case of a strike provoked by an employ- 
er’s unfair labor practice, the NLRB may order reinstatement of the 
strikers regardless of the fact that replacements intended as perma- 
nent may have to be discharged. Such an order is considered to be 
within the NLRB’s power under section 10(c) of the NLRA, to 
remedy situations stemming from unfair labor practices. Black Dia- 
mond S.S. Corp. v. NLRB, 94 F. 2d 875 (2d Cir.), cert. denied, 304 
U.S. 579 (1938). The same rule applies where during the course 
of an economic strike the employer commits an unfair labor practice. 
NLRB v. Pecheur Lozenge Co., 209 F.2d 393 (2d Cir. 1953). 

The problem becomes more complex when the question of the char- 
acter of the employees’ activities is raised. The NLRA protects 
concerted activities of employees in section 7, but not simply on the 
basis that such action is by a group rather than an individual. Jnter- 
national Union U.A.W., A.F.L., Local 232 v. Wisconsin Employ- 
ment Relations Board, 336 U.S. 245, 258, (1949). Certain forms of 
concerted activity do not fall within the scope of the protection of 
section 7 because they are themselves activities which the Act pro- 
scribes as union unfair labor practices in section 8(b). MacKay 
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Radio & Telegraph Co., 96 NLRB 740 (1951). In addition, 
where the activity has violated some other federal law, it has been 
held to be unprotected. Southern S.S. Co. v. NLRB, 316 U.S. 31 
(1942). Where the activity in question violates neither the NLRA 
nor another federal law, it may nevertheless be described as “inde- 
fensible” and therefore outside the protection of the Act. NLRB v. 
Local No. 1229, International Brotherhood of Electrical Workers, 
346 U.S. 464 (1953). 

Where reinstatement is sought by economic strikers, that relief may 
be denied if the strike activity is found to be unprotected because in 
discharging such strikers the employer will not have violated sections 
8(a)(1) and 8(a)(3) of the Act. Packinghouse Workers v. NLRB, 
210 F.2d 325 (8th Cir. 1954). However, even though the fact that 
the employee activity is unprotected gives the employer the right to 
discharge economic strikers for such activity, it does not give him 
the right to discharge them for an entirely different reason. If the 
employer in fact discharges an employee for discriminatory reasons, 
he has committed an unfair labor practice. NLRB v. Coal Creek 
Coal Co., 204 F.2d 579 (10th Cir. 1953). The NLRB may be war- 
ranted in finding that the discharge was not motivated by a purpose 
of vindicating public justice, but rather that breaches of the peace 
served only as a pretext for furthering a deliberate antiunion policy. 
NLRB v. Reed & Prince Mfg. Co., 118 F.2d 874 (lst Cir.), cert. 
denied, 313 U.S. 595 (1941). But even without these other consid- 
erations, unprotected concerted activity that is not unlawful does not 
automatically terminate the employer-employee relationship. Stew- 
art Die Casting Corp. v. NLRB, 114 F.2d 849 (7th Cir. 1940). The 
employer must take prompt, affirmative action in the form of a dis- 
charge or a refusal to reinstate, or he may find that he has waived 
his right to do so. NLRB v, Wallick & Schwalm Co., 198 F.2d 477 
(3d Cir. 1952). If the employer reinstates some of the strikers, it 
may be held that he has condoned the unprotected activity and that 
refusal to reinstate others is discriminatory. NLRB v. E.A. Labora- 
tories, Inc., 188 F.2d 885 (3d Cir.), cert. denied, 342 U.S. 871 
(1951). But where the unprotected activity has been found to be 
unlawful under the Act, the Board will not apply the condonation 
theory. MacKay Radio & Telegraph Co., 96 NLRB 740 (1951). 

With unfair labor practice strikers the problem is somewhat differ- 
ent. Under section 10(c) of the Act, when the NLRB has found an 
employer unfair labor practice, it may order reinstatement with back 
pay where to do so will effectuate the policies of the Act; provided, 
however, that reinstatement of an individual as an employee may not 
be ordered where the discharge or suspension was for cause. The 
“for cause” proviso was added to section 10(c) of the NLRA in the 
1947 Taft-Hartley amendments. 61 Strat. 136 et seg. (1947), 29 
U.S.C. 141 et seq. (1952). The legislative history of the Act indicates 
that it was intended that unlawful or improper activities were to be re- 
moved from the Act’s protection. H.Conr. Rep. No. 510, 80th Cong., 
lst Sess. 58 (1947). However, the Senate-House conferees, in reject- 
ing the provisions of the House bill which specified certain unpro- 
tected activities, indicated that recent decisions by the NLRB and the 
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courts had made such provisions unnecessary. H. Conr, Rep. No. 510, 
supra at 38; 93 Cong. Rec. 6600 (June 5, 1947). In one of the cases 
cited by Congress, the Supreme Court had held that the particular 
illegal conduct involved was good cause for discharge. NLRB v. 
l‘ansieel Metallurgical Corp., 306 U.S. 240 (1939). Even here, 
however, the question of the NLRB’s discretionary power to shape 
a remedy for an unfair labor practice was not ignored. Jd. at 258. 
The NLRB has successfully contended that it may consider whether 
the misconduct involved in a strike is serious enough to warrant a 
refusal to reinstate strikers. Republic Steel Corp. v. NLRB, 107 
F.2d 472 (3d Cir. 1939}; NLRB v. Kelco Corp., 178 F.2d 578 (4th 
Cir. 1949). Senator Taft, too, in answer to critics of the new lan- 
guage, insisted that the question of good cause was, in every case, 
one for the NLRB to determine. 93 Conc. REc. 6677 (June 6, 1947) 
and A3233 (June 21, 1947). 

In the instant case, the court recognized three categories for the 
purposes of exploring the power of the NLRB to order reinstate- 
ment under section 10(c). At one extreme are those activities pro- 
tected under section 7; at the other, those proscribed in section 8(b) 
as union unfair labor practices or those in violation of some other 
federal law. In between is an area of activity which may be called 
merely unprotected. The NLRB has indicated that this distinction 
has value in determining the propriety of a reinstatement order. 
Perry Norvell Co., 80 NLRB 225, 241 (1948). Particularly where 
the question is one of employer condonation, the differentiation be- 
tween unlawful and merely unprotected activity has been important. 
MacKay Radio & Telegraph Co., 96 NLRB 740 (1951). However, 
in cases where the question of reinstatement of unfair labor practice 
strikers is raised, the NLRB may deny the remedy simply on the 
grounds that the activity was unprotected. Valley City Furniture 
Co., 110 NLRB No. 216 (1954). But see Cox, The Right to En- 
gage in Concerted Activities, 26 Inv. L.J. 319, 324 n. 24 (1951). 

Violence on the picket line can remove the strike or picketing 
activity from the protection of section 7 of the Act for the purposes 
of permitting state court action in the form of injunction or criminal 
proceedings. Allen-Bradley Local No. 1111 v. Wisconsin Employ- 
ment Relations Board, 315 U.S. 740 (1942). The NLRB has held 
that an employer has the right to take disciplinary measures against 
strikers who engage in serious acts of misconduct, which measures 
may go as far as absolute discharge. Puerto Rico Container Corp., 
89 NLRB 1570 (1950) ; Union Carbide & Carbon Corp., 100 NLRB 
689 (1952). However, unauthorized acts of violence on the part of 
individual strikers may not be chargeable to other union members in 
the absence of proof of their participation in that violence. NLRB v. 
Deena Artware, 198 F.2d 645 (6th Cir. 1952). An employer may be 
fully convinced that one of the striking employees has been guilty of 
violent conduct, but he discharges such an employee at the risk of 
being wrong. Salt River Valley Water Users Ass’n v. NLRB, 206 
F.2d 325 (9th Cir. 1953). Even where a state court injunction issues 
against a strike on the grounds of violence, a blanket refusal to rein- 
state all strikers will not be upheld merely on the basis of that injunc- 

6 
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tion. NLRB v. Cambria Clay Products Co., 215 F.2d 48 (6th Cir. 
1954). In all of these cases the NLRB has insisted that its evaluation 
of the conduct involved is the one that disposes of the strikers’ rein- 
statement rights; and even if it agrees that through the enjoined 
activity all such rights were forfeited, it does so on its own findings 
of fact. B.V.D. Co., 110 NLRB No. 206 (1954). 

In proceedings involving orders of reinstatement and back pay, the 
NLRB finds an opportunity to use its expertise and fact-finding proc- 
esses fully. Particularly where there is an unfair practice strike and 
the strike is found to be unprotected, the NLRB’s discretion under 
section 10(c) would seem to come into full play. This is the situa- 
tion in the instant case, and the court’s view as to the effect of a state 
court injunction upon that discretion would seem to be correct. But 
the court also indicates that a different result might be reached in the 
case of an economic strike. There, it is said, the injunction could be 
considered a determination that the activity is unprotected and there- 
fore res judicata on the question of reinstatement. In order to apply 
this proposed distinction, however, the strike must first be character- 
ized as economic. Even then the propriety of the discharge does not 
always follow. The NLRB might find that there was actual discrim- 
ination or that the condonation theory applies. In any case, the 
NLRB will usually insist upon determining the extent to which the 
enjoined conduct has affected the rights of individual strikers. Not 
only are these questions pecularily within the NLRB’s province to 
decide, but none of them has been before the state court when an 
injunction issues. It is submitted that such an injunction, even if it 


be called a determination of unprotected activity, cannot dispose of 
the reinstatement rights of either economic or unfair practice strikers. 
Arthur D. Kelso, Jr. 


PATENTS—EVIDENCE—CORPORATE PATENT ATTORNEY—CLIENT 
PrRIVILEGE.—On motion for the production of some 6,000 documents 
under Rule 34, Federal Rules of Civil Procedure, in a suit for declara- 
tory judgment of noninfringement, invalidity, and misuse of patents, 
the corporate defendants refused to produce the documents, relying 
primarily on the attorney-client privilege and the “work product” 
exemption. Held, the corporate patent attorneys are not “house coun- 
sel,” and the employees of defendants’ patent departments were en- 
gaged in nonlegal work to which the attorney-client privilege and 
“work product” exemption do not attach. Zenith Radio Corp. v. 
Radio Corp. of America, 121 F. Supp. 792, 101 U.S.P.Q. 316 (D. 
Del. 1954). Under the rule of the instant case, confidential disclo- 
sures by a corporation to its patent attorneys are not privileged not- 
withstanding the fact that confidential communications from a corpo- 
ration to its “house counsel” for the purpose of obtaining legal advice 
are privileged. 

The court admitted that “house counsel” are ordinarily within the 
attorney-client privilege but gave two reasons why patent department 
attorneys are not “house counsel.” 

The first reason raised by the court was that corporate patent attor- 
neys are not primarily engaged in legal activities. In the eyes of the 
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court, patent attorneys are not “acting as lawyers” when they make 
determinations of patentability based on legal tests of invention, when 
they apply general patent law to the developments of their companies, 
or when they participate in any proceeding before the Patent Office. 
However, in the instant case, the court stated that the privilege would 
attach when patent department attorneys engage in applying rules of 
law to facts known only to themselves and other employees of their 
client-companies in preparing cases for and prosecuting appeals in 
the courts, but declared that communications applying the patent law 
to confidential disclosures of an inventor were not within this prin- 
ciple. It would appear that confidential communications pertaining 
to pending litigation were the only type involving the corporate pat- 
ent departments that the court considered privileged. The over- 
whelming weight of authority is to the contrary—there need not be 
litigation pending for the privilege to apply. See generally 8 Wic- 
MORE, EVIDENCE § 2294 (3d ed. 1940). 

The court also viewed the corporate patent attorney’s advice as 
more business or engineering in character than legal. It has been 
held that there is no privilege where an attorney is also director and 
general manager of a corporate defendant and is advising and acting 
on business matters. United States v. Vehicular Parking, Ltd., 52 F. 
Supp. 751, 60 U.S.P.Q. 60 (D. Del. 1943). On the other hand, 
much legal advice contains some element of business character. Much 
of a “house counsel’s” advice is “business advice” and at least some 
of a patent attorney’s advice is business advice. Nevertheless, the 
instant case distinguishes between the two on the application of the 
privilege. The presence of business character does not appear deter- 
minative. 

The second reason given by the court for withholding the privilege 
from patent attorneys is that the defendants also had patent agents in 
their employ, and viewed practice before the Patent Office as “non- 
legal” because persons not attorneys may qualify for such practice. 
35 U.S.C. App. § 1.341 (1954). Strong arguments have been ad- 
vanced for including patent agents and other administrative practi- 
tioners within the privilege. 8 WiGcMoreE, EvipeNnce § 2300a (3d ed. 
1940); [1950] Itt. L. Forum 486-9; 51 Micu. L. Rev. 601-3 
(1952) ; 32 Texas L. Rev. 453-5 (1954). But see Falsone v. United 
States, 205 F.2d 734 (Sth Cir. 1953) (C.P.A. authorized to practice 
before Treasury Department not within the privilege). The Com- 
missioner of Patents is authorized to prescribe regulations governing 
the conduct of patent agents. 35 U.S.C. § 31 (1954). Patent agents 
must qualify by examination, pay a fee, and take an oath. 35 U.S.C. 
App. § 1.34 (1954). 

Precedent for the rule of the instant case may be found in United 
States v. United Shoe Machinery Corp., 89 F. Supp. 357, 85 U.S.P.Q. 
5 (D. Mass. 1950). There, defendant had patent agents among the 
attorneys in its patent department. The court held that since patent 
agents had been held not subject to the privilege, Brungger v. Smith, 
49 Fed. 124 (C.C. Mass. 1892), it was similarly to be withheld from 
the patent attorneys since they both did the same type of work. Sev- 
eral other decisions support the view that a patent solicitor cannot 
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claim the privilege. Kent Jewelry Corp. v. Kiefer, 202 Misc. 778, 
113 N.Y.S.2d 12 (Sup. Ct. 1952); Moseley v. Victoria Rubber Co., 
55 L.T. 482 (Ch. Div. 1886) ; McKercher v. Vancouver-lowa Shin- 
gle Co., [1929] 4 D.L.R. 231 (B.C, Sup. Ct.). 

The basic policy for the privilege, seemingly ignored in these cases, 
is that clients should be encouraged to communicate in confidence all 
the facts necessary to obtain proper advice. The attorney-client privi- 
lege has been preserved as advantageous to society notwithstanding 
the fact that it allows relevant evidence to be suppressed. The obvi- 
ous benefit to be derived by encouraging a client to make full dis- 
closures of pertinent facts to his attorneys in complete confidence is 
thought to outweigh any detriment caused by the suppression of evi- 
dence. 8 WiGmorE, EvipENCE § 2291 (3d ed. 1940). Dean Wigmore 
is of the opinion that if the proceedings are conducted under more or 
less formal rules of procedure, the hearings and decisions are quasi- 
judicial in nature, the agent has a natural and responsible part in 
presenting his client’s case, and the client must confide in his agent 
precisely as he does in the attorney. “There is every reason for recog- 
nizing a privilege for the confidences; nor is there any apparent rea- 
son against it.” 8 WicMmore, Evipence § 2300a (3d ed. 1940). All 
of the specified conditions are met in the case of the agent practicing 
before the Patent Office. 

Under the rule of the instant case, the “work product” exemption 
which found expression in Hickman v. Taylor, 329 U.S. 495 (1947), 
is not to be applied to papers of corporate patent attorneys. Although 
the “work product” rule is not a true privilege and perhaps only a 
limited immunity from discovery, the same reasons were given by the 
court in the principal case for refuting this exemption as were used 
in repudiating the attorney-client privilege. 

In the complex society of today many people and considerable 
financial interests are affected by the decisions of the Patent Office 
tribunals. Patent Office proceedings are highly technical and require 
the services of a patent specialist. A general legal practitioner is 
simply not equipped to handle them. Such proceedings are, however, 
decidedly legal in character. The Patent Office performs functions 
judicial in nature and has formal rules of procedure and evidence. 
It is anomalous that under the rule of the instant case the attorney- 
client privilege would not protect the client who must necessarily 
confide in his patent practitioner. It is submitted that no substantial 
public interest is served by placing either a private client and his 
patent attorney or a corporation and its patent counsel at such a dis- 
tinct disadvantage by withholding the attorney-client privilege. 

Gideon F. Rothwell. 


PATENTS—STRUCTURAL LIMITATIONS IN METHOD CLAIMsS.—Ap- 
pellant’s claims to a process for coating the interior of lamp bulbs 
were rejected as improper because of the recitation of specific ap- 
paratus. The claims were directed to a method of manipulating 
separate hand tools to apply coating material to the inner walls of 
the bulb, and were thought to lack invention over a similar prior 
art process employing different apparatus. Appeal was taken to the 
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Patent Office Board of Appeals. Held, reversing decision of the Pri- 
mary Examiner, the recital of specific tools in the method claim is 
unobjectionable provided that it is the use of the tools and not the 
structure thereof which forms the patentable portion of the claim. 
Ex parte Hermanson, 103 U.S.P.Q. 219 (Pat. Off. Bd. of App. 
1954). 

The principal issue in this case concerns the propriety of includ- 
ing structural elements in method claims. The Board concluded that 
the recitation was unobjectionable in that the novel feature of the in- 
vention lay in the use of tools in the manner and for the purpose 
specified in the claim. The basis for the decision was that the recita- 
tion of the tools was necessary properly to define the method. 

The holding in the instant case is significant in that it focuses at- 
tention on a frequent type of rejection. The prejudice against the 
recital of specific apparatus in a method claim is thought to stem 
from early decisions which emphasized that a patentable method con- 
stituted an abstract series of steps, or sequence of operations, totally 
independent of any specific apparatus. In the early case of Cochrane 
v. Deener, 94 U.S. 780 (1876), the Court defined a patentable 
method as the performance of certain acts in a certain order and 
held that the tools used in practicing the process were of secondary 
importance and that the patentability of the process was to be con- 
sidered irrespective of the form of instrumentality used. 

The characterization in Tilghman v. Proctor, 102 U.S. 707 (1880) 
of methods as modes of acting, susceptible to the use of many forms 
of apparatus, and capable of recognition only by the effects evident 
during performance of the acts, undoubtedly ‘contributed to the view 
of processes as abstractions. The opinions of the courts in suits for 
the infringement of method claims have also tended to emphasize 
the concept of a method as an abstract series of steps with the tools 
involved therein of incidental importance. 

For instance, it has long been settled that infringement of a method 
cannot be avoided by merely varying the details of the apparatus 
taught by patentee. Smith v. Snow, 294 U.S. 1, rehearing denied, 
204 U.S. 732 (1934); Lever Brothers v. Proctor and Gamble Co., 
139 F.2d 633 (4th Cir. 1943); 3 WALKER oN Patents § 483 
(Deller’s ed. 1937). For the proposition that the essence of a process 
patent is unchanged without regard to variation in the instruments 
used so long as the acts which compose the process are performed, 
see Sbicca-Del Mac, Inc. v. Milius Shoe, 145 F.2d 389 (8th Cir. 
1944). 

The type of reasoning in the infringement cases has manifested 
itself in opinions concerning the requirements for patentability of 
processes. In Buckeye Incubator v. Blum, 17 F.2d 456 (N.D. Ohio 
1927), the court held that the process must consist of a novel series 
of steps or sequence of operations, independently of the apparatus 
or means for producing it. To the same effect, holding that inven- 
tion must always reside in the sequence of steps performed on the 
material treated, and never in the apparatus for practicing the proc- 
ess, is New Process Fat Refining v. Hardesty Co., 30 F. Supp. 292 
(D. Del. 1939). 
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On appeal from the Patent Office, where the applicant has at- 
tempted to traverse references by distinguishing his apparatus over 
that used in prior art methods, the courts have repeatedly held that 
the means employed cannot lend patentability to a claimed method. 
In re Freeman, 27 C.C.P.A. (Patents) 795, 108 F.2d 244, 44 
U.S.P.Q. 116 (1939); In re Sweeney, 34 C.C.P.A. (Patents) 866, 
159 F.2d 752, 72 U.S.P.Q. 501 (1947). The attitude of the courts 
is typified by such cases as In re Best, 24 C.C.P.A. (Patents) 857, 
87 F.2d 475 (1937), holding that a change in structure will not ren- 
der patentable a method which is the same as one followed in the 
prior art. Similarly, for the holding that limitations to the structure 
for performing the process are out of place in process claims, see 
In re Fessenden, 45 App. D.C. 21, 1916 Com. Dec. 172. Where ap- 
pellant’s claims for a process of glass melting recited a crucible with 
inner walls having a high alumina content, the court affirmed a rejec- 
tion by the Patent Office based on the inclusion of structural limita- 
tions. In re Oakley, 22 C.C.P.A. (Patents) 834, 73 F.2d 934 
(1934). In a similar case, the court affirmed the Patent Office re- 
jection of an applicant’s claims drawn to a method of impregnating 
cable on the ground that the structural limitation of a “dry friction” 
seal, rather than the mercury seal of the prior act, could not properly 
be included in a process claim. In re Vincent, 30 C.C.P.A. (Patents) 
1037, 135 F.2d 936, 57 U.S.P.Q. 557 (1943). Even in a case where 
the patents relied on in rejecting the applicant’s method claims dis- 
closed a strikingly different apparatus, the court held that the criteria 
for patentability did not lie in the apparatus, but in the process taught 
in the reference patents. In re Hawley, 35 C.C.P.A. (Patents) 879, 
166 F.2d 204, 76 U.S.P.Q. 581 (1948). 

Despite the number of adverse holdings, however, it is not to be 
concluded that the courts have unanimously condemned the inclusion 
of structural limitations in method claims. A leading case to the con- 
trary is Ex parte Gustaveson, 14 U.S.P.Q. 332 (Pat. Off. Bd. of 
App. 1932), where the claims were drawn to a method of making 
combs for book matches, and differed from the prior art only in the 
recital of a hard unyielding plane cutting surface. The claim was 
allowed in view of a verified showing that the elimination of the 
soft yielding cutting surface of the prior art produced certain unob- 
vious advantages. The novelty of the process in the Gustaveson ap- 
plication was based entirely on the use of a new form of apparatus, 
and the structural limitations in the claims actually defined the crux 
of the invention. 

It has been suggested by one writer that claims to a method may 
properly rely for patentability upon structural limitations, as in the 
Gustaveson case, if the method is carried thereby beyond the ordinary 
skill of a mechanic. RuivisE, PATENTABILITY AND VALipiTy § 212 
(1st ed. 1936). 

Where the apparatus disclosed by the patentee in a method for 
making ice differed from the prior art in structure as well as in the 
manner of operation, the inclusion of the apparatus was held to be 
unobjectionable. Ex parte Barrett, 26 U.S.P.Q. 151 (Pat. Off. Bd. 
of App. 1934). In the Barrett case the Board reversed the Exam- 
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iner’s decision because of the new mode of operation taught by the 
appellant. 

As a matter of fact, the restriction of method claims to the mere 
series of steps comprising the process has resulted in the invalida- 
tion of the patent. Daniel Green Shoe Co. v. Dolgeville Shoe Co., 
210 Fed. 164 (2d Cir. 1913). The new use of the specific tool, a 
hollow-bottomed shoe last, was held by the court to comprise an es- 
sential part of the invention, and the omission of the tool structure 
from the claims rendered them invalid. 

It is noteworthy that in the Green Shoe case, as in the Gustaveson 
case, the novelty of the process actually inhered in the new structure. 
This distinction has been proposed as a criterion for judging the 
propriety of structural limitations in method claims. Ettis, PATENT 
Craims § 383 (1st ed. 1949). For the view that the rejection of 
method claims for structural limitations should be withheld in cases 
where novelty is based on use of new tools and employed only in 
those cases where the recited structure is incidental and bears no 
patentable relation to the process steps, see Jenks, Processes, 4 J. 
Pat. Orr. Soc’y 375 (1922). Some support is lent to Mr. Jenks’ 
views by the opinion rendered in Ex parte Sadtler, 28 U.S.P.Q. 141 
(Pat. Off. Bd. of App. 1934), holding that there was no question 
as to the allowability of many method claims limited to use with cer- 
tain specific apparatus, and that the propriety of the claims in each 
case was to be decided on its own merits. 

In the Sadtler case, supra, the Board upheld the patentability of 
method claims which differed slightly from the prior art structures. 
A holding somewhat to the same effect is Ex parte Aston, 15 U.S.P.Q. 
292 (Pat. Off. Bd. of App. 1932), where the patentable difference 
relied upon in the process claims also involved a change of apparatus. 
The Board there held that the larger vessel recited by the patentee 
not only made possible maintenance of the proper temperature but 
prevented bridging of the mixture and thus involved invention com- 
prising a substantial change. In the Aston case, again, the novelty 
of the changed dimensions actually comprised an integral part of the 
process. For a decision that the allowance of separate claims on 
novel apparatus should not preclude patent protection for a method 
employing the novel apparatus, see Societe Anonyme Des Manufac- 
tures v. Marzall, 108 F. Supp. 310 (D.D.C. 1952). 

The more liberal view is typified by such cases as Ex parte Buck- 
bee, 77 U.S.P.Q. 23 (Pat. Off. Bd. of App. 1948), where the Ex- 
aminer’s rejection of claims to a method of producing color television 
pictures was reversed because it was felt that while some form of 
structure was essential to practicing the process, the success of the 
claims did not hinge upon any specific form thereof. Hence, it will 
be seen that in a considerable number of cases the propriety of in- 
cluding structural limitations within the enumerated series of steps 
in a method claim has been upheld. 

It is submitted that in cases where the structural limitations or spe- 
cific apparatus comprises an integral part of the inventive method 
and the novelty actually inheres in the sequence of steps employing 
the new apparatus, no reasonable ground exists for objecting to the 
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inclusion of the apparatus in the claims of the application. The 
reasoning of the Board of Appeals in overruling the Examiner’s de- 
cision in the instant case appears to coincide with the better reasoned 
cases and represents the sounder view. Paul F. Arseneau. 





PATENTS—UseE OF Worp “SuBSTANTIALLY” IN PATENT CLAIMS. 
—Patentee sued for infringement of a patent containing claims cover- 
ing a tractor hitch. One element of the claims was a drawbar con- 
nected to the tractor frame at a point “substantially” one-half of the 
distance between the front end of the tractor frame and axles of the 
tractor. The patent failed to define in any way the word “substan- 
tially.” Held, patent invalid because it lacked invention over the 
prior art and because the term “substantially” rendered the claims 
vague and indefinite. Todd v. Sears, Roebuck and Co., 119 F. Supp. 
38, 101 U.S.P.Q. 122 (W.D.N.C.), aff'd on other grounds, 216 F.2d 
594, 103 U.S.P.Q. 285 (4th Cir. 1954). 

One of the principal issues in the case involved the use of the term 
“substantially” in the claims. The court found that the hitchpoint 
in the accused device was approximately 59 percent of the distance in 
question whereas the claim recited that the hitchpoint was “substan- 
tially” midpoint of the distance. In addition, the patentee testified he 
would rather not state whether 40, 60, 75, or 80 percent would be 
within the patent. The court stated that although the term should 
be allowed considerable latitude of meaning where it is applied to 
such subjects as thickness, the failure of the patentee to define the 
term in the specification rendered the claims vague and indefinite. 
Other cases are to the same effect in treating the term “substantially.” 
United Carbon Co. v. Binney & Smith Co., 317 U.S. 228 (1942) ; 
General Electric Co. v. Wabash Co., 304 U.S. 364 (1938); Barkeij 
v. Lockheed Aircraft Corporation, 210 F.2d 1, 100 U.S.P.Q. 294 (9th 
Cir. 1954); General Motors Corporation v. Estate Stove Co., 201 
F.2d 645, 96 U.S.P.Q. 62 (6th Cir. 1953); Steel Wheel v. B. F. 
Goodrich Rubber Co., 27 F.2d 427 (E.D. Mich. 1928). 

The patentee is required to claim distinctly the subject matter of his 
invention. 35 U.S.C. § 112 (1952). The limits of a patent must be 
known for the protection of the patentee, the encouragement of the 
inventive genius of others, and the assurance that the subject of the 
patent will be dedicated ultimately to the public. General Electric 
Co. v. Wabash Co., supra. 

The use of the term “substantially” in patent claims has been wide- 
spread and has been accorded variegated treatment by the courts in 
the light of the requirement of distinctiveness in a claim. Although 
its most popular use has been in describing an element in a claim, its 
use in the introductory clause has been approved. Where the patentee 
was claiming a “substantially” stabilized glyceride oil, its use was 
held not to be fatal as it must always be implied when not introduced 
and adds nothing when it is. Musher Foundation, Inc. v. Alba Trad- 
ing Co., 150 F.2d 885, 66 U.S.P.Q. 183, (2d Cir. 1945). 

In the majority of cases, it has not been so complacently treated. 
The term “substantially” when applied to elements in a claim gener- 
ally has been used in the past to qualify such descriptive expressions 
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as those of dimensions, quality, and proportions. The instant case 
is an example of its use to qualify dimensions in a structure. In a 
patent drawn to an electric razor, the claims recited a plurality of 
extremely thin blades of a shear plate with “substantially the same 
cross-sectional area” along their lengths. The court stated that the 
expression would not include variations of 45 to 75 percent in area 
as the patent contained no suggestions that functional considerations 
might require blades of varying thickness. Schick Dry Shaver, Inc. 
v. General Shaver Corp., 44 U.S.P.Q. 422 (D. Conn. 1940). 

In an infringement suit involving facts similar to those of the in- 
stant case, the claims of the patent in issue recited that the drive 
shaft of a sand screening device should be “substantially coincident” 
with the center of gravity of the frame. Where the variation of the 
defendant’s structure was seven inches, the court said that holding 
“substantially coincident” to mean “coincident” would destroy the 
claims of the patent. If the variation is such that the objects of the 
invention are accomplished, then the meaning of “substantially coin- 
cident” is met. Robins v. Wettlaufer, 23 C.C.P.A. (Patents) 952, 81 
F.2d 882, 28 U.S.P.Q. 470 (1936). Where the claims of a patent on 
a sleeve surrounding a tube to prevent breakage recite that the inner 
diameter of the sleeve is “substantially” the same as the outer diam- 
eter of the tube, the claims were construed as indicating that there 
might be either a tight or loose fit between the inner surface of the 
sleeve and the outer surface of the tube. In re Parker, 32 C.C.P.A. 
(Patents) 1132, 148 F.2d 1003, 65 U.S.P.Q. 370 (1945). 

Perhaps the most common use of the term “substantially” is in 
the situation where it is desired to claim a degree of purity or quality. 
In United Carbon Co. v. Binney & Smith, supra, a claim reciting 
“substantially pure carbon black” was held invalid for indefiniteness 
in that it would be difficult for persons not skilled in the art to measure 
the inclusions or appreciate the distinctions. However, in a later case 
involving a reissue of the same patent, the claims were held to be 
sufficiently definite with no change other than the added expression 
“free from binders.” United Carbon Co. v. The Carbon Black Re- 
search Foundation, Inc., 59 F. Supp. 384, 64 U.S.P.Q. 366 (D. Md. 
1945). But compare that case with one in which a claim reciting the 
use of aluminum “substantially free of waxy coatings” was rejected 
for indefiniteness. The reason given by the Patent Office Board of 
Appeals was that it is impossible to tell what degree of purity shall 
be used. Ex parte Gardner, 64 U.S.P.Q. 137 (Pat. Off. Bd. of App. 
1944). 

se process claim which included a step to remove “substantially all 
moisture,” the court construed “substantially” to mean so nearly free 
of moisture as to make the substance which is being dried behave as 
if entirely dry. Plant Products Co. v. C. H. Phillips Chemical Co., 
16 F. Supp. 553 (S.D.N.Y. 1936). Claims which recited, in a proc- 
ess step, “a fluid flow of sufficient velocity to substantially eliminate 
the tube wall laminar film” were allowed as accurate even though the 
film was not entirely eliminated since the slight portion remaining 
was negligible. Ex parte Mallory, 52 U.S.P.Q. 297 (Pat. Off. Bd. of 
App. 1941). 
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Another frequently encountered application for the term “substan- 
tially” arises from the necessity of claiming proportional factors or 
something less than an absolute physical state. The problem is 
similar to that encountered in the “degree of purity” cases. It was 
held in a claim that the expression “substantially atmospheric pres- 
sure” means so near to atmospheric pressure as to produce and main- 
tain the economies and superiorities which were sought. Engineer 
Co. v. Hotel Astor, 226 Fed. 779 (S.D.N.Y. 1914). 

Similarly in a case involving a claim reciting an auxiliary coil being 
coupled electromagnetically to a first coil with a coefficient of coup- 
ling “substantially equal to unity,” the court stated that the expression 
did not mean as close to unity as it is physically possible to get for 
such interpretation would ignore the word “substantially.” Hazeltine 
Corp. v. A. H. Grebe & Co., 21 F.2d 643 (E.D.N.Y. 1927). A claim 
on a vacuum tube reciting that the anode current becomes “substan- 
tially saturated” was held sufficiently clear although “substantially” 
was not defined in the specification. Expert testimony pointed out 
that when a saturated current condition is reached, further variation 
in current is negligible and would not exceed five or six percent. Har- 
ries v. Air King Products Co., 87 F. Supp. 572, 83 U.S.P.Q. 447 
(E.D.N.Y. 1949). 

In many cases, the patentee uses the term “substantially” in claims 
without the descriptive matter needed to impart meaning to the term. 
In Ex parte Guest and McNamee, 88 U.S.P.Q. 505 (Pat. Off. Bd. 
of App. 1950), the claims were drawn to a process employing a cat- 
alyst containing iron and copper in “substantially larger proportion” 
than chromium. The Board, in rejecting the claims as indefinite, 
stated that expressions in claims such as “substantially larger pro- 
portion” and “substantially greater” are generally bad; but when 
the differences have been particularly and distinctly pointed out in 
the claims, the defect is eliminated. Similarly, in a case involving a 
claim directed to an electric oven which claim recited “a lower heat- 
ing element of substantially greater capacity than said top heating ele- 
ment,” there was a rejection for indefiniteness for defining the in- 
vention merely by claiming heating elements of different capacities. 
General Motors Corp. v. Estate Stove Co., supra. 

But compare with In re Hutchison, 26 C.C.P.A. (Patents) 1370, 
104 F.2d 829, 42 U.S.P.Q. 90 (1939), where claims drawn to a 
welding torch recited passages disposed a “substantial distance” be- 
hind the orifice. “Substantial distance,” although recognized as a 
somewhat indefinite term, was held proper, where according to the 
art involved, the meaning can be determined with reasonable clear- 
ness. 

Broadly speaking, clear recognization of the value of the term 
“substantially” in a claim was given in Crosley Corp. v. Westinghouse 
Elec. & Mfg. Co., 52 F. Supp. 884, 59 U.S.P.Q. 466 (W.D. Pa. 
1943) where the court stated that its most important function in a 
claim is to prevent one from avoiding literal infringement by making 
minor changes in the claimed invention. This rule found expression 
in a case involving an infringement of a patent on seat cushions where 
claims recited a seat bottom plate which is “substantially imperforate.” 
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The patentee was allowed to assert as an equivalent a bottom plate 
with a few perforations since the functional effect of the invention was 
not altered by the use of slight perforations for softening purposes. 
Stubnitz-Greene Spring Corp. v. Fort Pitt Bedding Co., 110 F.2d 192 
(6th Cir. 1940). 

The use of the term “substantially” is especially useful in a claim 
embracing a structure wherein slight variations in manufacturing 
tolerances or structural configuration would be immaterial. Schick 
Dry Shaver, Inc. v. General Shaver Corp., supra. In a patent cover- 
ing a cushion spring, the words “substantially straight” were held to 
be properly applied to wire straight throughout the major portion of 
its length. Nachman Spring-Filled Corp. v. Kay Mfg. Co., 139 F.2d 
781, 59 U.S.P.Q. 349 (2d Cir. 1943). 

Therefore, it is submitted that the word “substantially” plays a 
significant role in the drafting of many types of patent claims. When 
used with sufficiently definitive language in the specification or claim 
it is entitled to considerable latitude of meaning. Most of the cases 
discussed herein which rejected claims on the basis of vagueness and 
uncertainty appear to evaluate the claim as a whole rather than fo- 
cusing primarily on the term “substantially.” Often the claims con- 
taining the term were fatally indefinite on other grounds, such as the 
omission of a necessary structural limitation or failure to designate 
clearly a process step. In other words, where the claim is inherently 
vague, the use of the term imparts an additional lack of clarity. 

In the instant case, failure of the patentee to define the term “sub- 
stantially” in the specification necessitated the court’s establishing the 
allowable limits to be accorded its use. This would depend primarily 
on the nature of the invention and the art involved for few patents 
would give any protection unless some departures from the precise 
disclosure were allowed. The court properly concluded that the 
patentee’s attempt to broaden his claims to include a variation of 59 
percent of the distance in question when the claim called for sub- 
stantially one-half was so excessive as to render the claim indistinct. 
However, it is felt that the condemnation rendered of the general 
usage of the term “substantially” failed to appreciate its value to the 
inventor in drafting claims which completely protect his invention. 

Thomas R. Foster. 


TAXATION—EXCLUSIONS FROM GROSS INCOME—REIMBURSEMENT 
or ALLOWANCE FOR MovinG DEPENDANTS AND HOUSEHOLD EFFECTS 
OF AN EmpLoyee.—Reimbursement or allowances for expenses in- 
curred by an employee in moving himself, his immediate family, 
household goods and personal effects from one official station to an- 
other for permanent duty in the interest of his employer are not in- 
cludable in the gross income of the employee to the extent such re- 
imbursement or allowance is expended for such purpose. Any ex- 
penditure in excess of such reimbursement or allowance is not de- 
ductible for federal income tax purposes. 1954 Int. Rev. Rut. No. 
429 (1954), modifying, O.D. 1135, 5 Cum. Butt. 174 (1921) and 
I.T. 3022, XV-2 Cum. BULL. 76 (1936). 

In a 1921 Office Decision, O.D. 1135, supra, it was held that pay- 





796 THE GEORGE WASHINGTON LAW REVIEW 


ment by the Government to reimburse the cost of transportation of 
dependents of an Army officer when transferred from one post to an- 
other was in the nature of additional compensation and taxable in- 
come to the taxpayer since such expenses were non-deductible per- 
sonal expenses. A later decision by the Assistant Commissioner, I.T. 
3022, supra, held that like payments to officers and enlisted personnel 
of the Coast Guard were reimbursement of personal expenses and 
therefore taxable income of such individuals. 

Expenses incurred by a taxpayer in moving dependents and house- 
hold effects have traditionally been held personal expenses regardless 
of the purpose for, or the circumstances surrounding, the move in ac- 
cordance with O.D. 1135, supra. Baxter D. McClain, 2 B.T.A. 726 
(1926) (moving to enter into new employment) ; Walter Schmidt v. 
Commissioner, 11 B.T.A. 1199 (1928) (moving wife and child to 
and from spring baseball training camp) ; Leland D. Webb, 1 B.T.A. 
759 (1925) (moving wife of Naval officer to new post of duty) ; 
George B. Lester v. Commissioner, 19 B.T.A. 549 (1930) (changing 
place of employment temporarily) ; H. Willis Nichols, Jr. v. Commis- 
sioner, 13 T.C. 916 (1949) (the court emphasizing that no trade or 
business exigencies caused an Army officer to move his family and 
possessions to a new post where he had been assigned for permanent 
duty); Rice v. Commissioner, P-H 1954 TC Mem. Dec. § 54,121 
(1954) (changing place of employment). Any reimbursement to 
the employee for such expense has been held in the nature of addi- 
tional compensation and not deductible for income tax purposes, again 
following O.D. 1135, supra. Leland D. Webb, supra; H. Willis Ni- 
chols, Jr. v. Commissioner, supra; Baxter D. McClain, supra; 1.T. 
3022, supra; Rice v. Commissioner, supra. In 1937 the Chief Coun- 
sel, emphasizing that the expenditure was not made for the benefit or 
convenience of the taxpayer but “to insure more complete service” 
to the United States, held that payment by the Government to an 
officer of the Foreign Service to reimburse the expense incurred in 
moving himself, his family and household goods from one foreign post 
to another pursuant to orders of the Secretary of State should be 
excluded from gross income, modifying a prior decision on the matter 
which had included the reimbursement in gross income and allowed 
a deduction only to the extent of the personal expense of the taxpayer 
himself and denying a deduction for the expenses of the family and 
household goods in accord with the above decisions and I.T. 1518, I-2 
Cum. Butt. 90 (1922). G.C.M. 18430, 1937-1 Cum. Butt. 137, 138. 
The Chief Counsel distinguished O.D. 1135, supra, I.T. 3022, supra, 
and Baxter D. McClain, supra, for their failure to show that it was 
essential to the service to be rendered to the Government or to the 
employer that the households and dependents be maintained at the 
new location. The Assistant Commissioner then expressly modified 
I.T. 1518, supra, in so far as it was inconsistent with this decision. 
I.T. 3081, 1937-1 Cum. Buti, 254. In 1946, §116(k) Int. Rev. 
Cope of 1939 [identical to §912(2), 1954 Code] was added to the 
law, excluding from gross income such payments received by officers 
of the Foreign Service. Following the introduction of this provision 
into the Code, the question of deduction for such expenses incurred 
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by an officer of the Foreign Service which were reimbursed by the 
Government was presented to the Tax Court which held that such 
expenses were personal and did not qualify for deduction under 
§ 23(a) Int. Rev. Cope of 1939 [substantially § 162(a), 1954 Code] 
but were excluded only by reason of § 116(k), Int. Rev. Cope of 
1939. Fulton Freeman v. Commissioner, 21 TC Mem. Dec. 245 
(1952). 

Under § 62(2)(A), Int. Rev. Cope of 1954, expenses deductible 
under §§ 161 et seq., Int. Rev. Cope of 1954, paid or incurred by the 
taxpayer in connection with the performance by him of services as 
an employee under a reimbursement or other expense allowance ar- 
rangement with his employer are deductible from gross income. Cf. 
U.S. Treas. Rec. 118 § 39.22(n)-1 (1953). This section permits 
deductions from gross income for expenses which would otherwise 
be deductible by the taxpayer only if the standard deduction were 
not used and all deductions were itemized thereby giving a deduction 
for such expenses in addition to the standard deduction where it is 
used. Sen. Rep. No. 1635, 83d Cong., 2d Sess. 9 (1954) (by impli- 
cation) ; H.R. Rep. No. 1337, 83d Cong., 2d Sess. 9 (1954) (by im- 
plication). Deduction for personal, living and family expense is not 
permitted, § 262, Int. Rev. Cope of 1954, and any reimbursement to 
an employee for such expense constitutes additional income to the 
employee which must be included in gross income and for which no 
deduction will be allowed. Benjamine G. Rae v. Commissioner, 11 
B.T.A. and TC Mem. Dec. 998.340 (1942) (vacation and automo- 
bile expense) ; Old Colony Trust Co. v. Commissioner, 279 U.S. 716 
(1929) (taxes); R.T. Herbruck v. Commissioner, 21 TC Mem. 
Dec. 557 (1952) (living expenses). 

Ordinary and necessary business expenses are deductible from 
gross income, § 162(a), INT. Rev. Cope of 1954, and reimbursement 
or allowance arrangements to compensate the employee for any ex- 
penditure made for the benefit of the employer which fall within this 
classification are not taxable to the employee. G.C.M. 18430, supra; 
Victor Cooper v. Commissioner, 18 TC Mem. Dec. 597 (1949) ; J.C. 
Nichols v. Commissioner, 42 B.T.A. 618 (1940). 

Section 62(2)(A) of the 1954 Code and like language in prior 
Codes and the Regulations relative thereto provides that the reim- 
bursement shall first be included in gross income and then a deduction 
taken from gross income for such item. Some decisions, however, 
intimate that where the deduction would be proper there is no need 
that the item be included in the first instance as no mathematical or 
tax difference results therefrom. G.C.M. 18430, supra; J. S. Culli- 
nan v. Commissioner, 5 B.T.A. 996, 999 (1927); Jay N. Darling v. 
Commissioner, 4 B.T.A. 499, 503 (1926) ; Donald W. Smith v. Com- 
missioner, 19 TC Mem. Dec. 816 (1950); Max E. Wind v. Com- 
missioner, 13 TC Mem. Dec. 414 (1950). Notwithstanding these 
decisions, the proper form is to first include the item and then take the 
deduction. Ollie v. Kessler, 39 B.T.A. 646, 651 (1939). 

Expenditures made by an employee which under usual circum- 
stances would be considered as purely personal in nature may under 
other circumstances be incurred, not for the benefit or convenience of 
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the taxpayer, but for the benefit of the employer, as an ordinary and 
necessary business expense to him under § 162 Int. Rev. Cope of 
1954. Any reimbursement or allowance to the employee for such 
expense would therefore qualify for deduction from his gross income 
under Section 62(2)(A). Thus it was held in Int. Rev. Rut. 190, 
1953-2 Cum. Butt. 303, that reimbursement for expenses incurred 
by employees in commuting daily to and from work at a project out- 
side the normal work area on a temporary basis did not constitute 
taxable income to the employees but was deductible under § 22(n) (3) 
Int. Rev. Cope of 1939 [substantially § 62(2)(A), 1954 Code], the 
ruling stating that such payments should be treated as reimbursement 
of expenses incurred by the employee in the business of the employer 
rather than of expenses personal to the employee. The ruling further 
stated that any excess over reimbursement could be deducted only 
if the employee elected to itemize deductions. This ruling is of par- 
ticular significance as prior to this time such expenses had been held 
to be purely personal expenses not subject to deduction. S.S.T. 413, 
1941-1 Cum. Buty, 408. The ruling was careful to distinguish the 
case of the commuter who maintained a residence at a place apart 
from his work according to his personal desire. Commissioner v. 
Flowers, 326 U.S. 465 (1946); Frank H. Sullivan, 1 B.T.A. 93 
(1924). But cf., Harry F. Schurer v. Commissioner, 3 T.C. 544 
(1944), acqg., 1944-1 Cum. Butt. 24. 

In Otto Sorg Schairer v. Commissioner, 9 T.C. 549 (1947), reim- 
bursement for loss incurred by an employee in carrying out orders 
of the employer to sell his home and move to another nearer to his 
place of work to make his services more readily available upon call 
was considered not additional compensation taxable to the employee 
although such loss was not deductible to the taxpayer under U.S. 
Treas. Rec. 111, § 29.23(e)-1 (1943). The court emphasized that 
the loss was not occasioned to satisfy the personal desires of the tax- 
payer who was content to maintain his home where he had been lo- 
cated for some time and who had no desire to move to the new loca- 
tion and that the agreement to reimburse the loss was not in any way 
dependent upon the salary of the taxpayer. 

The language of the ruling restricting application to situations 
where the move is “in the interest of the employer” indicates that 
it was contemplated that the move of the employee qualify as a rea- 
sonable business expense to the employer under § 162. It would ap- 
pear, therefore, that the “convenience of the employer” rule as pre- 
viously applied primarily to meals and lodging supplied or reim- 
bursed by the employer will thus logically apply, i.e., that the move 
was not occasioned at the insistance of the employee but the require- 
ments of the employer’s business dominated and controlled. Gunnar 
Van Rosen v. Commissioner, 17 T.C. 834 (1951) which cited Arthur 
Benaglia v. Commissioner, 36 B.T.A. 838 (1937). Whether a reim- 
bursement meets the requirements will be a question of fact in most 
cases. Rice v. Commissioner, supra (by implication) ; accord, Com- 
missioner v. Flowers, supra; Commissioner v. Heininger, supra. 

It is submitted that the instant ruling is but an extension of the 
continuing recognition that expenses and losses, ordinarily personal 
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in nature, can be incurred in the sole interest of the employer from 
which the taxpayer-employee receives no benefit and that under such 
circumstances reimbursement or allowances to cover the expense or 
loss do not constitute income to the taxpayer but are really payments 
designed to make him whole. As such, they should not be taxable 
as income. Ronald E. Madsen. 


TRADE-MARKS—UNFAIR COMPETITION—RELATED Goops AND 
SERVICES.—Plaintiff brought an action for trade-mark infringement 
and unfair competition to enjoin the defendant’s use of plaintiff’s 
trade-mark “TIME”, registered for a weekly news magazine, on de- 
fendant’s trucks and advertising material used in its public freight 
service. Plaintiff, Time, Inc., is engaged in the business of publica- 
tion of magazines, production of motion picture films, television and 
radio presentations and operation of television stations. Held, for 
defendant; because of the common nature of the word “Time” and 
the great dissimilarity in plaintiff's and defendant’s lines of business, 
the likelihood of confusion arising from defendant’s use of plaintiff’s 
trade-mark was no more than de minimis. Time, Inc. v. T.I.M.E., 
Inc., 123 F. Supp. 446 (S.D. Cal. 1954). 

Prior to the 1905 Trade-Mark Act, 33 Stat. 724 (1905), the com- 
mon law decisions used a “confusion of goods” test to determine in- 
fringement. Godillot v. American Grocery Co., 71 Fed. 873 
(C.C.D.N.J. 1896). Under this test the critical question was 
whether the products of plaintiff and defendant were so similar that 
the public might confuse the goods. The 1905 Act required that the 
marks be similar and that the goods be “of substantially the same 
descriptive properties.” 33 Strat. supra at 728. Some courts con- 
strued this statute literally and accorded a narrow degree of protec- 
tion to the first user. D. & C. Co. v. Everett Fruit Products Co., 20 
F.2d 279 (D.C. Cir. 1927); Sun-Maid Raisin Growers v. American 
Grocer Co., 17 C.C.P.A. (Patents) 1034, 40 F.2d 116 (1930); Atlas 
Mfg. Co. v. Street & Smith, 204 Fed. 398 (8th Cir. 1913); Beech- 
Nut Packing Co. v. P. Lorillard Co., 7 F.2d 967 (3d Cir. 1925). 
Others considered the statute as embodying a “confusion of source” 
test that would support an infringement action where the goods 
though different were so related that purchasers would believe they 
were produced by the same source even though the goods were 
“ .. not... of the ‘same descriptive properties’ in the colloquial 
sense.” Yale Electric Corp. v. Robertson, 26 F.2d 972 (2d Cir. 
1928); Aunt Jemima Mills Co. v. Rigney & Co., 247 Fed. 407 
(2d Cir. 1917), cert. denied, 245 U.S. 672 (1918); L. E. Waterman 
Co. v. Gordon, 72 F.2d 272 (2d Cir. 1934). 

In some unfair competition cases, not governed by the 1905 Act, 
courts have applied a broader “confusion of sponsorship” test that 
affords injunctive relief despite lack of similarity of the goods if the 
purchaser would be led to believe that the second user affixes the 
mark to his goods with the consent or under the “sponsorship” of 
the original user. Esquire, Inc. v. Maira, 101 F. Supp. 398 (M.D. 
Pa. 1951); Esquire, Inc. v. Esquire Bar, 37 F. Supp. 875 (S.D. Fla. 
1941); Vogue Co. v. Vogue Hat Co., 12 F.2d 991 (6th Cir.), cert. 
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denied, 273 U.S. 706 (1926); Triangle Publications, Inc. v. Rohr- 
lich, 167 F.2d 969 (2d Cir. 1948) ; Hanson v. Triangle Publications, 
Inc., 163 F.2d 74 (8th Cir. 1947), cert. denied, 332 U.S. 855 (1948) ; 
Stork Restaurant v. Shati, 166 F.2d 348 (9th Cir. 1948); Stork 
Restaurant, Inc. v. Marcus, 36 F. Supp. 90 (E.D. Pa. 1941); ef. 
Time, Inc. v. Viobin Corp., 128 F.2d 860 (7th Cir.), cert. denied, 
317 U.S. 673 (1942). 

The maximum protection granted has been in some unfair compe- 
tition cases applying a “dilution” test, i.¢e., preserving the advertising 
value of a unique mark by prohibiting its use even on unrelated goods 
where there is no likelihood of confusion at all. Tiffany & Co. v. 
Tiffany Productions, Inc., 147 Misc. 679, 264 N.Y. Supp. 459 
(Sup. Ct. 1932); Wall v. Rolls-Royce Co. of America, Inc., 4 F.2d 
333 (3d Cir. 1925). 

The Lanham Trade-Mark Act, 60 Stat. 427 (1946), 15 U.S.C. 
§1114(1) (1952) makes likelihood of confusion “as to the source 
of origin” of the goods or services the test for infringement. Even 
though the test for infringement under the Lanham Act clearly ap- 
pears to be “confusion of source,” it affords no litmus-paper solution. 
One of the early decisions under the Lanham Act appeared to nar- 
row the extent of protection rather than broaden it. California Fruit 
Growers Exchange v. Sunkist Baking Co., 166 F.2d 971 (7th Cir. 
1947), 16 Geo. Wasz. L. Rev. 589 (1948) ; see also Lunsford, Trade 
Mark Infringement and Confusion of Source: Need for Supreme 
Court Action, 35 Va. L. Rev. 214 (1949). Perhaps one factor in- 
fluencing the courts in this case was the recent economic literature 
emphasizing the “monopolistic” aspects of trade-marks. CHAMBER- 
LIN, THE THEORY OF Monopo.istic CoMPETITION, 59-62 (6th ed. 
1948) ; Brown, Advertising and the Public Interest: Legal Protec- 
tion of Trade Symbols, 57 Yate L.J. 1165 (1948). But cf., Oppen- 
heim, Public Interest in Legal Protection of Industrial and Intellec- 
tual Property, 40 T.M. Rep. 613 (1950). Other cases, however, 
have regarded the Lanham Act test as extending the scope of trade- 
mark protection. Pan American World Airways, Inc. v. Clipper Van 
Lines, Inc., 98 F. Supp. 524 (E.D.N.Y. 1951); Safeway Stores, 
Inc. v. Dunnell, 172 F.2d 649 (9th Cir. 1949); The Alligator Co. 
v. Larus & Bro. Co., 39 C.C.P.A. (Patents) 939, 196 F.2d 532 
(1952); John Walker & Sons, Ltd. v. Tampa Cigar Co., 197 F.2d 
72 (5th Cir. 1952). 

The courts have continued to experience difficulty in applying the 
Lanham Act test to issues of trade-mark infringement and registra- 
tion in cases involving the use of the same mark on different products. 
It is not required that actual competition be present, but only that the 
goods or services be sufficiently related to present a likelihood of 
confusion of source. The Alligator Co. v. Larus & Bro. Co., supra. 

In determining whether or not the articles are sufficiently related 
to cause a likelihood of confusion as to their source, the courts have 
considered the physical characteristics and the intended use of the 
articles, the channels of trade through which the articles are sold and 
the classes of purchasers to which the articles are sold. White Co. v. 
Vita-Var Corp., 37 C.C.P.A. (Patents) 1039, 182 F.2d 217 (1950) ; 
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Goldsmith Bros. v. Atlas Supply Co., 32 C.C.P.A. (Patents) 1001, 
148 F.2d 1016 (1945) ; Philco Corp. v. F. & B. Mfg. Co., 170 F.2d 
958 (7th Cir. 1948). 

In The Creamette Co. v. Conlin, 191 F.2d 108 (5th Cir. 1951), 
the court held that macaroni and spaghetti were distinctly different 
from frozen sweet dessert, i.e., ice cream, and that the products were 
similar only in both being food products. The court seized upon the 
fact that macaroni or spaghetti must be cooked while the defendant’s 
product was ready for consumption. 

In the rather extreme case of Hyde Park Clothes, Inc. v. Hyde 
Park Fashions, Inc., 204 F.2d 223 (2d Cir.), cert. denied, 346 U.S. 
827 (1953), defendant’s use of the same mark on women’s suits as 
plaintiff used on men’s suits was held not to constitute trade-mark 
infringement or unfair competition. 

In Philco Corp. v. F. & B. Mfg. Co., supra, the court held that 
radios and radio parts were not sufficiently related to ignition repair 
parts to result in a reasonable likelihood of confusion of purchasers. 
Also, the use of the word “Life” as a part of “Life Color Laboratory, 
Inc.” used in connection with developing and printing of color photo- 
graphs was held not likely to cause confusion with “Life” for a 
weekly magazine. Time, Inc. v. Life Color Laboratory, Inc., 279 
App. Div. 51, 107 N.Y.S.2d 957 (1st Dep’t 1951), aff'd, 303 N.Y. 
965, 106 N.E.2d 56 (1952). 

However, air freight services and moving van service for house- 
hold goods have been held to be sufficiently related to warrant an in- 
junction against the owner of the van service for using plaintiff’s 
trade-mark “clipper” and a picture of an airplane on its moving vans. 
Pan American World Airways, Inc. v. Clipper Van Lines, Inc., 98 
F. Supp. 524, (E.D.N.Y. 1951). 

While the courts have generally followed the “confusion of source” 
test in determining the field of exclusive use of a trade-mark, they 
have been prone to place less emphasis on this test where a strong 
mark is involved. The more arbitrary and fanciful the mark, the 
broader the scope of protection that is allowed. Arrow Distilleries, 
Inc. v. Globe Brewing Co., 117 F.2d 347 (9th Cir. 1948).; Sunbeam 
Lighting Co. v. Sunbeam Corp., 183 F.2d 969 (9th Cir. 1950). This 
doctrine has been severely criticized by some writers who feel that 
the first user of an arbitrary or fanciful mark should be protected 
only where the public would be likely to identify the goods or serv- 
ices of the second user of the mark with the first user. Pattishall, 
Trade-Marks and the Monopoly Phobia, 50 Micu. L. Rev. 967 
(1952); Schechter, The Rational Basis of Trade-Mark Protection, 
40 Harv. L. Rev. 813 (1927). 

It should be noted that in several recent decisions the courts and 
the Patent Office have overlooked the test of confusion of source and 
applied the test of confusion of sponsorship or perhaps even the dilu- 
tion concept. A striking example of such a decision was rendered by 
Assistant Commissioner Leads in Copacabana, Inc. v. Breslauer, 101 
U.S.P.Q. 467 (Pat. Off. 1954). In this case the word “Copacabana” 
was held unregistrable for perfumes and a line of cosmetics in view 
of the opposer’s use of the identical word as a name for its restaurant. 
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And the owner of the trade name Safeway Stores, Inc., successfully 
opposed the registration of the mark “Safe-Way” on paper toilet seat 
covers in view of the opposer’s use of its trade name in connection 
with its chain of retail grocery stores. Safeway Stores, Inc. v. Dun- 
nell, 172 F.2d 649 (9th Cir. 1949). Even though the relation of the 
goods or services seems somewhat remote in these cases, it should be 
noted that perfumes are sold in the “Copacabana” restaurant and 
that toilet tissues are sold in “Safeway” stores. See also, Hanson v. 
Triangle Publications, Inc., 163 F.2d 74 (8th Cir. 1947); Bulova 
Watch Co. v. Stolzberg, 69 F. Supp. 543 (D. Mass. 1947). 

The foregoing cases illustrate the prevailing confusion among the 
courts when they are applying the Lanham Act test of confusion “as 
to the source of origin” of the goods or services. It is interesting to 
note that Senator Wiley proposes to end this confusion by amending 
the Lanham Act to make the test for trade-mark infringement such 
use of the same or a colorable imitation of a registered mark that 
“. . . is likely to cause confusion, or to cause mistake, or to de- 
ceive....” Sen. Rep. 215, 84th Cong., Ist Sess. 23 (1955). 

In the instant case the court’s reasoning is believed to be sound. 
It is difficult to perceive how the goods and services of the plaintiff 
engaged in the business of publication of magazines, motion picture 
film productions and radio and television presentations are sufficiently 
related to the goods and services of the defendant who operates a 
public freight service to result in a likelihood of confusion of source. 

It is submitted that the degree of relation between the goods and 
services of the first and second user should be considered as a very 
important factor by the courts and the Patent Office in determining 
whether confusion of source will be likely to result in allowing the 
concurrent use of identical or similar trade marks. In requiring that 
the goods and services be sufficiently related to cause a likelihood 
of confusion as to their source, the first user of a trade-mark is cer- 
tainly protected in competitive fields. Also, because of the factors 
considered by the courts in determining the relation of the goods and 
services necessary to result in a likelihood of confusion of source, the 
fields of natural and normal expansion of the first user’s business are 
protected. It is difficult to foresee any appreciable harm to the first 
user where the goods or services of the second user are so unrelated 
to those of the first user that there is no likelihood of confusion as 
to their source. The only harm resulting from such use would seem 
to be dilution. Harold L. Jackson. 


UnFair TRADE Practices—PricE DIScRIMINATION—DEFENSE 
or Cost JustTIFICATION.—Respondent, manufacturer of electronic 
tubes, charged with having granted discriminatory prices in violation 
of section 2(a) of the Clayton Act, 38 Stat. 730 (1914), as amended 
by the Robinson-Patman Act, 49 Star. 1526 (1936), 15 U.S.C. 
§13(a) (1952), defended on the ground of cost justification. Re- 
spondent relied upon a cost study comparing the weighted aggregate 
price and cost difference on the entire complement of some 600 types 
of tubes which tended to support its granting of a varied price dif- 
ferential to its largest customer. On the other hand, a comparison 
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of price and cost differences on the individual types of tubes did not, 
in all instances, support the price differential granted for the partic- 
ular type tube. From the hearing examiner’s finding of a violation, 
respondent appealed to the Federal Trade Commission (FTC). 
Held, complaint dismissed; under all of the circumstances of the 
case, a comparison of aggregate price and cost differences was prop- 
er and justified the differential. Sylvania Electric Products, Inc., 3 
CCH Trape Rec. Rep. § 25,181 & § 25,197 (10th ed. 1955), F.T.C. 
Dkt. 5728 (1954). 

Section 2(a) of the Clayton Act, as amended in 1936 by the Robin- 
son-Patman Act, supra, after prohibiting a seller from discriminating 
in price between different purchasers of commodities of like grade 
and quality, contains the proviso: “. . . nothing herein contained 
shall prevent differentials which make only due allowance for differ- 
ences in the cost of manufacture, sale, or delivery resulting from the 
differing methods or quantities in which such commodities are to such 
purchasers sold or delivered.” Since the passage of the Robinson- 
Patman Act, a total of fifteen appeals have been heard by the FTC in 
which price differentials were defended as falling within this proviso. 
In only two cases, other than the principal one, was the defense of 
cost justification entirely successful. One such case, the first consid- 
ered after passage of the Robinson-Patman Act, was Bird & Son, Inc., 
25 F.T.C. 548 (1937) ; the other, decided during the past year, was 
B. F. Goodrich Co., F.T.C, Dkt. 5677 (1954). In two other cases, 
cost studies were held to have justified only some portion of the price 
differential. Minneapolis-Honeywell Regulator Co., 44 F.T.C. 998 
(1950) ; U.S. Rubber Co., 46 F.T.C. 998 (1950). In all other cases 
reaching the FTC on appeal, the defense of cost justification failed. 

In those cases in which the cost justification was unsuccessfully at- 
tempted, the FTC examined the supporting accounting studies in de- 
tail and found some objectionable features in each case. Particular 
objection has been made to the use of estimates or approximations 
of various data used as the basis for allocating costs. Standard 
Brands, Inc., 29 F.T.C. 121 (1939) ; Standard Oil Co., 41 F.T.C. 263 
(1945) ; Morton Salt Co., 39 F.T.C. 35 (1944). The method of allo- 
cating costs over a number of products or customers has also been 
questioned, as well as the propriety of including or excluding certain 
costs. The Curtiss Candy Co., 44 F.T.C. 237 (1947) ; Standard Oil 
Co., supra; Standard Brands, Inc., supra. The close scrutiny by the 
FTC and its strict requirements for such studies has been noted by 
the United States Supreme Court in the case of Automatic Canteen 
Company of America v. FTC, 346 U.S. 61 (1952). A particular cost 
study was not at issue in that case, but rather the burden of proof of 
the cost justification as between seller and buyer. Mr. Justice Frank- 
furter spoke of the study required by the FTC as one “involving per- 
haps stop-watch study of time spent by some personnel,” numerical 
counts of entries on business records or “other such quantitative 
measurement of the operation of a business.” 

It has been pointed out that the critical attitude of the FTC toward 
such accounting studies has placed an unreasonable burden on busi- 
ness since management seldom, if ever, maintains its records in the 
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manner and detail necessary to satisfy the requirements of the FTC. 
In ordinary practice, therefore, the accounting study is made only 
after the complaint has been issued regarding an allegedly discrimina- 
tory price granted at some time in the past. Since the necessary data 
has not been collected during the period in question, the study must 
be conducted in retrospect and in such detail that it is likely to entail 
considerable effort and expense. For a discussion of the method used 
in making such a study, see Cost Justification Under the Robinson- 
Patman Act, 49 NorTHWESTERN L. Rev. 237 (1954). For several 
illustrations of the magnitude of such studies and the effort involved, 
see Fortas, Affimative Legal Defenses in How To Compty WITH THE 
Anti-Trust Laws 187 (1954). 

Chairman Howrey, in his concurring opinion in the principal case, 
points out that while the FTC has rejected the majority of accounting 
studies considered by it, the FTC has not previously established ade- 
quate guiding principles or precedents for respondents wishing to 
avail themselves of the cost defense. This failure to set standards, it 
is argued, coupled with the expense of the study, has discouraged 
many respondents from taking advantage of the cost justification de- 
fense. See also Fuchs, The Requirement for Exactness in the Justi- 
fication of Price and Service Differentials Under the Robinson- 
Patman Act, 30 Texas L. Rev. 1 (1951), and Adelman, The Con- 
sistency of the Robinson-Patman Act, 6 Stan. L. Rev. 3 (1953). 

The Attorney General’s National Committee to Study the Anti- 
trust Laws has included a discussion of the cost justification defense 
in their recent report. After stating that both businessmen and 
consumers “have been deprived to date of the cost proviso’s intended 
benefits” and referring to the cost justification defense as an “illusory” 
one, the Committee recommended that the FTC adopt a liberal and 
realistic attitude rather than a test by “precise or mechanical rules.” 
The report states that, in the opinion of the Committee, the existing 
proviso can and should be interpreted in a liberal manner and that 
there is no need for legislative modification of the proviso at this 
time. The report includes a suggested revision of the cost proviso, 
however, in the event that the FTC fails to administer the existing 
proviso in the desired manner. Rep. Att’y. GEN. Nat. Comm. An- 
TI-TRUST Laws 170-176 (1955). The FTC, itself, has recognized the 
need for guidance by appointing a committee headed by Professor 
H. F. Taggart with the task of determining the feasibility of devel- 
oping standards of proof and procedures. The problems involved are 
admittedly many and difficult, and there is no indication of the com- 
pletion date for the report of the committee. See the Address of Chair- 
man Howrey before the Boston Conference on Distribution, FTC 
Press Release, October 18, 1954. 

In previous cases before the FTC, the specific question of using 
aggregate cost and price, rather than individual cost and price, was 
not considered. In most cases, the product involved did not lend 
itself to such an analysis. Standard Brands, Inc., supra (bakers’ 
yeast); E. B. Muller Co., 33 F.T.C. 24 (1941) (chicory) ; Morton 
Salt Co., supra (salt) ; Standard Oil Co., supra (gasoline) ; The Cur- 
tiss Candy Co., supra (different types and brands of candy bars). In 
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none of these cases would an aggregate cost and aggregate price 
comparison have been applicable since the product in question was 
either a single item or similar items sold at a single price. 

The principal case thus illustrates a problem in cost accounting 
procedure not previously considered by the FTC and therefore one 
in which an approach acceptable to the FTC could only be surmised 
by the respondent. Sylvania was faced with a situation in which 
over 600 different types of the product were involved. To allocate 
distribution costs to each of the 600 types of electronic tubes in an 
attempt to justify the price differential for each would have required 
an accounting study of great proportions. Sylvania chose the alterna- 
tive of determining the “weighted average” cost differential for the 
entire complement of tubes and comparing that figure with the 
weighted average price differential at which tubes were sold to the 
customer. Even this simplified study required, according to Fortas, 
supra, some 3,400 man-hours. 

In the Minneapolis-Honeywell case, supra, it was stated that the 
FTC would not require precise accuracy in cost studies presented to 
justify price differentials but would permit a reasonable margin of 
error if the study was made in good faith and was based on sound 
accounting principles. Pointing out that the burden of proof on the 
respondent is great, the opinion states further that he is entitled to a 
“liberal measure of consideration when sincere and extensive efforts 
are made.” 

The majority opinion in the principal case states that it was clearly 
established that “the study was made in good faith and generally in 
accordance with sound accounting principles.” There is no doubt 
that insistance by the FTC upon justification of the price differential 
for individual tubes would have placed an unreasonable burden upon 
the respondent and would have had the practical effect of depriving 
him of the cost justification defense provided by the statute. It is 
submitted, therefore, that the decision here is not only sound but 
indicative of an intention by the FTC to abide by its determination 
to give a “liberal measure of consideration” to cost studies made with 
“sincere and extensive efforts.” Allan M. Labowitz. 





BOOK REVIEW 


How To WIN a Tax Case. By Martin M. Lore. New York: Pren- 
tice-Hall, Inc., 1955. Pp. xii, 244. $6.50. 


This book begins with a discussion of the causes of tax litigation 
and the steps which taxpayers and their representatives can take 
to avoid or to win litigation. Then follows a description of settle- 
ment procedures in the Internal Revenue Service and recom- 
mendations on tactics and strategy during this prelitigation phase 
of a contested tax case. After a chapter on “Evaluation of a Case,” 
which discusses choice of forum, the remainder of the book concen- 
trates on the Tax Court, and consists of exposition and advice on 
such subjects as jurisdiction, the organization and internal workings 
of the court, procedure before, during and after trial, and appeal from 
a Tax Court decision. There is no discussion of how to find the 
law. The textual portion of the book comprises only 149 pages. An 
appendix contains all the documents filed in an actual Tax Court 
case. 


The preface contains the following statement: 


This book is not directed primarily to the tax lawyer, although 
it is hoped that even he may derive some benefit from it. It is di- 
rected to that multitude of men and women who as company 
treasurers, comptrollers, heads of businesses or individual tax- 


payers, or as accountants or advisors, are concerned with tax 
controversies. 


In spite of this statement, it is obvious that a large part of the book— 
particularly those chapters on litigation in the Tax Court and other 
courts—is of interest primarily to tax lawyers. Even those portions 
of the book which are ostensibly addressed to taxpayers themselves 
concern points the significance of which can be fully appreciated only 
by tax attorneys or practitioners. For example, the chapter entitled 
“How the Taxpayer Can Help Win His Own Case” points out, among 
other things, that tax results may turn on the way in which a part- 
nership agreement is drafted or the particular method used to pur- 
chase a going corporate business. Though these observations are 
unquestionably valid, they would seem to belong in a chapter on 
how the lawyer or tax practitioner, rather than the taxpayer, can 
win a tax case. 

Those portions of the book which are of interest primarily to 
lawyers and other tax practitioners consist of expository or descrip- 
tive material and advice. Generally speaking, the exposition is ex- 
cellent and should prove helpful to general practitioner and tax 
expert alike. Most of the advice is sound; with some of it—for 
example, the statement that the Tax Court is the best forum in 
which to bring a case involving interpretation of the Internal Revenue 
Code—the reviewer would disagree. Some of the advice on strategy 
and tactics, examination of witnesses, attitude toward judges, and 
similar matters may be of questionable value. Little purpose is 
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served by advising lawyers, especially in general terms and with 
few concrete illustrations, how to do those things which are basic 
to the practice of law. To state that one must prove all of the ele- 
ments of his case or that one must organize a brief in order to com- 
municate ideas to the reader is almost like advising the lawyer to 
think clearly. It is good advice, but one wonders if it ever has any 
effect. 

Those parts of the book which are of interest not only to practi- 
tioners but also to taxpayers are likewise most helpful when they 
are descriptive or expository. For example, the clear and precise 
description of the settlement procedures in the Internal Revenue 
Service gives the reader a good understanding of the processes of 
administrative decision. It seems, on the other hand, that the advice 
to taxpayers on avoiding or winning tax litigation, although it may 
be of some help in increasing tax consciousness, may, for two reasons, 
do more harm than good. 

In the first place, although the importance of professional tax 
advice is emphasized several times, the early chapters might lead the 
lay reader to conclude that he can properly handle his own case. 
Thus, the chapter on “How the Taxpayer Can Help Win His Own 
Case” contains suggestions and advice which only an attorney could 
properly evaluate. The chapter on “Settlement Procedures” indi- 
cates that, whereas the taxpayer may not be adequately trained to 
prepare a protest, he can competently handle his own case up to the 
time the thirty-day letter is received. 

The second reason is that the brevity of the book makes it impos- 
sible for the author to state the qualifications which should attend 
much of the advice that he offers. For example, in suggesting that 
adequate corporate records be kept, he does not point out the danger 
of artificial records which have obviously been written for tax pur- 
poses and which have little, if any, raison d’etre aside from their 
effect on taxes. This type of record is often worse than no record 
at all. Again, in discussing rulings, the author does not point out 
that in some cases—for example, the case where the taxpayer is 
determined to proceed with the proposed plan in any event—it is 
usually unwise to request a ruling. 

It is, of course, impossible for any book of manageable length to 
be all things to all men, and a great deal can be said for the brief, 
non-technical approach employed by Mr. Lore. It is important, how- 
ever, for the readers who are not experienced tax men to keep in 
mind that the advice contained in this book, although it will prove 
sound in most cases, may not prove sound in any particular case. 
Mr. Lore has attempted to state some generally applicable principles 
which should help taxpayers to understand the nature of any tax 
controversy in which they may find themselves. He obviously does 
not intend that the reader, merely because he has studied this book, 
should consider himself a competent tax expert. 


Mac AsBILL, JrR.* 


* Member of the District of Columbia Bar and the firm of Sutherland, Asbill 
& Brennan of Washington, D. C. 
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ENTER THE LAW 


There are men now living who remember when the rifle 
hanging above the fireplace was the only symbol of law. 
Men whose fathers retained their freedom and self-respect 
by sheer force of arms. On lonely ranches, in scattered 
settlements, in far flung outposts, the individual backed 
his own conception of the right with the weapon with 
which he was handiest. 


The country filled with settlers. The frontier shifted. 
Citizens organized for legislation and its enforcement. 
Community life became easier and safer. Road agents 
disappeared. Cattle rustlers reformed. The frock-coated 
gamblers moved on. Little by little, not easily nor with- 
out effort, the machinery of law began to function. 


And one of the first to assist the Courts and lawmaking 
bodies was Shepard’s Citations - - a service built on the 
law of guidance rather than restraint. 


Shepard’s Citations 
Colorado Sprin3s 
Colorado 


Copyright, 1955 by Shepard's Citations, Inc. 
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